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U. S. Sircuit Court. Northern District of Illinois. 
Northern Division. 


American Graphophone Company )) 
)) In Equity 
versus )9 
)) No, 282), 
Aaron J. Jones )) 
American Graphophone Company )) 
)) 
versus )) In Equity. 
)) 
Western Phonograph Company )) No, 2825 
and William C. Backof )) 


= SSS Se a ee ee eee eS ES ES EI ES ES EE EES ELE LS ES SS SS SS ES SSeS Ee ES ES a Se ee 


PARTIAL RECORDS, 1898 - 1899 


(Notes The cases were later joined. A selection of 
documents was copied from each case, The Bill of 
complaint was similar in No. 2825.) 


Electrostatic copies of originats 
filed at the Archives Section -- 
FRC =~ Chicago, Ill. (RG 21) 
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BILL OF COMPLAINT. 


To THE HONORABLE THE JUDGES OF THE CrgcuIt Court 
OF THE UNITED STATES FORTHE WORTHERN 
District of ILLINOIS : 


The AMERICAN GRAPHOPHONE CoMPANY, @ corporation 
organized and existing under the laws of the State of 
West Virginia, and having its principal office at Wash- 
ington City, in the District of Columbia, brings this, 
its bill of complaint, against A J. 


JONES, of No. 6718, Michigan Aveme?® 


Chicazo, Illinois, doing business 


at No. 153, La Salle Street, Chica 


£0, Illinois, in the said Northern 
District of Illinols.. 


And thereupon your orator complains and says: 


1. That Chichester A. Bell and Sumner Tainter, then 
of Wasbir ston aforesaid, were the original, first, and 
joint inven. rs of certain new and useful improvements 
in recordin;; aud reproducing speech and other sounds, 
which improvements were not known or used by others 
in this country before their invention thereof, and 
were not patented or described in any printed publica- 
tion in this or any foreign country before their inven- 
tion thereof, and were not in public use or on sale in 
the United States for more than two years prior to 
their application for a patent therefor, and which had 
not been abandoned. 
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2. That thereafter the said Chichester A. Bell and 
Sumner Tainter made application in due form of law 
to the Commissioner of Patents for the grant of Letters 
Patent of the United States for the said invention, aud 
then and there fully complied in all respects with the 
provisions and requirements of the laws of the United 
States in such case made and provided ; that thereupon, 
due proceedings being had upon said application, 
Letters Patent of the United States, in due form of 
law, were issued and delivered to the said 
Chichester A. Bell and Sumner Tainter in 
the name of the United States of America, 
under the seal of the Patent Office, and signed 
and countersigned respectively by the proper officers 


of the United States, numbered 341,214, and dated / 


May 4, 1886; and that the said Letters Patent did 
yrant to the said Chichester A. Bell and Sumner 
Tainter, their heirs or assigns, for a term of seventeen 
years from the said 4th day of May, 1886, the exclusive 
right to make, use, and vend the said invention through- 
out the United States aud the Territories thereof, as 
by reference to the said Letters Patent or a duly 
authenticated copy thereof, here in Court to be pro- 
duced, will more fully and at large appear. 


3. And your orator further shows that on the 29th 


day of March, 1887, said Chichester A. Bell and Sum- . 


ner Tainter, by an instrument in writing duly signed 
and delivered, and recorded in the United States 
Patent Office the 22d day of September, 1887, did give, 
grant, and convey to the Volta Graphophone Company, 
a corporation orgavized and existing under the laws of 
the State of Virginia, its successors and assigns, the 


entire right, title, and interest in and to said Letters 


Patent No. 341,214, granted to them as aforesaid, and 
in and to the invention secured thereby, as by reference 
to said instrument or a duly authenticated copy thereof, 
here in Court to be produced, will more fully and at 


large appear. 
4. That on the 24th day of January, 1893, the said 
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Volta Graphophone Company, by an instrumentin writ- 9) 

‘ing, duly signed, sealed, and delivered, and recorded in 
the United States Patent Office the 25th day of Janu- 
ary, 1893, did give, grant, assign, and convey to your . 
orator, its successors and assigns, the entire right, title, . 
and interest in and to said Letters Patent No. 341,214, 
and in and to the invention secured thereby, as by ref- 
erence to said instrument or a duly authenticated copy 
thereof, here in Court to be produced, will more 
fully and at large appear. 


oO 


5. That your orator has been ever since the date of 
the assignment last mentioned, and was at the time of 
the commission of the acts hereinafter complained of, 
and is now, the sole and exclusive owner of the said 
Letters Patent and of all claims for! infringement 
thereof; and‘has been and is, save for the doings of | 

thisdefendant and others acting in concert with = | 
-him,in the exclusive possession of said rights and | 
privileges ; and is entitled to the exclusive use, benefits, 

and advantages of the said inventions and improve- 11 
ments, and to sue for and recover to its own use and 

in its own name all claims for the infringement or 
violation thereof. 
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6. And your orator further shows that it has ex- 

pended large sums of money in practicing said inven- 
_ tion and introducing the same into public use, and the 
same is of great commercial value and practical utility; 
» that a great public interest has been manifested 
therein, and a Jarge demand created for apparatus con- 192 
structed in accordance with or embodying the same, 
which demand your orator is ready and able to supply; 
that tho public generally in all parts of the United ~ 
States have recognized and acquiesced in the facts that 

the said Bell and Tainter were the original, first, and | 
joint inventors of the said invention, and that the 
patent above named (particularly with respecié to 

claims 7, 8, 10,17, and 18 thereof) is a good and 
valid patent, and that the public have alxu — 
acknowledged .the claims of your orator to the 






; 
rs 
A 
yix 


() 
f 


Raymond R. Wile 
Research Library 


a? = Ba 
; aia" s | D ite Page eer © 





is: 


4 


— 


() 


-_ 
. | 


=— = 


iy 





18 


4 


exclusive right to said invention under said patent ; 
and that, but for the infringement and wrongs herein- 
after complained of, your orator would now be in the 


_ peaceful possession and enjoyment of the said Letters 


Patent and invention, and of the income derivable 
therefrom. | 
| 

7. Your orator farther shows that on or about Febru- 

ary 7, 1897, it filed its bill of complaint in the Circuit 


Court of the United States for the Southern District 


14 


16 


16 


of New York, against Cleveland Walcutt and Edward 
IF. Leeds, doing business under the firm name and 
style of Walentt & Leeds, at No. 53 East Eleventh 
Street, in the City of New York, both said Walcutt 
and sail Leeds being citizens of the State of New 
York and inhabitants of the Southern District of New 
York, the said bill alleging infringement/ of Letters 
Patent No. 341,214, above mentioned, and particularly 
of claims 7, 8, 10, 17, and 18 thereof; that the said de- 
fendants duly appeared and answered ; that replication 
was filed, proofs taken, and the cause brought on for 
final hearing before Hon. Hoyvr H. Wueeter, 
District Judge, and that on the 19th day of 


January, 1898, a decree was duly entered establishing | 


the validity of said Letters Patent No. 341,214, as 
to claims Nos. 7, 8, 9, 10, 17, and 18, and the title of 
your orator thereto, and the fact of the infringement 
thereof by the said defendants therein by the manu- 
facture of “ duplicate sound-records,” and awarding a 
perpetual injunction, which said decree now remains 
in full force and effect, as by a duly antheuticated copy 
of said decree, in court to be produced, will more fully 
and at large appear; and that a writ of injunction in 
accordance with said decree of said Circuit Court duly 
issued against said Walcutt and said Leeds, was served, 
and now remains in full force and effect. 


8. And your orator further shows, upon information 
and belief, that the defendant - ~-=---<-----+--~- 
- —--= , and others acting in connection with him, 


well knowing the premises, since the grant 
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of said Letters Patent, and since the acquiring 
by your orator of its title thereto, as hereinbefore 
set forth, within the said Worthern District of 
Illinois and elsewhere in the United States, 
wrongfully and unlawfully, and with the intent to 
injure your orator, and to deprive it of the just 
profits resulting from said invention, which profits 
otherwise would accrue to it from the practice of 


‘said invention, and without the prenne or consent 





of your orator, haS/ : 
used, and vended sountl-recorts atdartantlalls as «de- 
scribed in said Letters Patent No. 341,214, and par- 
ticularly such as are pointed out in claims numbered 
7,8, 10, 17, and 18 thereof, and thaths © still con- 
tinue so todo, andthat He 1s threatening 
to continue the aforesaid unlawful acts to a large ex- 
tent, all in defiance of the rights secured to your orator 
as aforesaid, and to its great and irreparable loss and 
injury/by which your orator has been and still is being 
deprived of great gains and profits that it would 
otherwise have obtained but for the aforesaid unlawful 


_doings of the defendant ; and your orator further 


shows that the said defendant ha® derived 
and received, and still “45 deriving and _ receiv- 
ing, great gains and profits from such unlawful acts, 
but to what extent your orator is ignorant and cannot 
set forth, and, therefore, it prays a discovery thereof. 


9. And your orator further 


shows, upon information. and belief, 


that the defendant and other's act- 
ing in connection with him, well 


knowing the premises, since the 
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prant of the said Letters Patent, and since 
the wneelinties by — orator of its title 
thereto as hereinbefore set forth ’ within the 
said — District of Illinois amd else- 
wnere in the United States, wrongfully and un- 
lawfully, with the intent to injure your orator 
and deprive it of its just profits from said 
invention, and without the license ar consent 
of your orator, has made and used, and has sold 
to — to use, certain machines or apparatus 
in large quantities for making copies or dupli- 
cates of engraved sound-records; that he still 
continues so to do; and that'he is preparing 
and hrestening to continue - make-and use and 
sell these duplicating machines to a greater 
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extent than ever before. 
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10. And, further, your orator shows that it has never 21 : }: 
sold any duplicating machines or apparatus for making 
copies of original sound-records, or authorized any 
person or persons to manufacture or use such machines, 
with the exception of a shop-right granted to the 

_ National Phonograph Company, and limited to use at a 
single shop, and that no such machines or apparatus - 
have ever been sold under its patents; that the dupli- 
cating machines now in possession of the said defend- 
ant were not sold by complainant, nor under its pat- 
ents, nor made by its authority; that such machines 22 

. are not capable of any use except to manufacture 
sound-records, such as described in said Letters 

| Patent No. 341,214, and particularly pointed out in 

: said claims numbered 7, 8, 10,)L7, and 18 thereof; that 

_ the said machines are of small size, can be readily 

: transported from place to place, and used and operated 

| in secrecy, and that, with a relatively small number of 

| said machines, such as could operate in a room of 

| moderate size, it is possible to manufacture over a | 

: _ thousand sound-records a day. 23 
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| 11. And your orator further shows unto your Honors | 
Po des that the manufacture, use, and sale by the said defend- ‘ er 
| itt ' “ant , of sound-records embodying, employing,or con- | : 
: vo taining the invention set forth in said Letters Patent Hie H 
No. 341,214, audjjjsg preparation for.continuing, and 
. his avowed determination to continue, the same 
; | -and his other aforesaid unlawful acts, in disregard 
2 : : and defiance of the rights of your orator, have the 

ees effect to, and do, encourage and induce others to ven- 24 
ture to infringe said Letters Patent. 


bai » 12. And your orator further shows, upon information ~~ ~ | ee 
| nd belief, that your orator and all persons making | 
. | - under authority of your orator apparatus for recording 

and reproducing sounds and sound-records, employing, 

embodying, and operating or made in accordance with, 
the invention described and claimed .in the Letters 
Patent aforesaid, have given notice to the public that 
the same are patented, and have affixed thereto the 





i : ~ : : He Raymond R. Wile 
! Research Library 


a= ee ee UF = 
: : 


oo * 
Hal as 


— ae ae at es i ss = a 


€) 


ee ee eee apt Te eee 


» i 


Ly 


a " 


i] 





ee 
—— 


+ | Ey ROTI, IE SIE TP TT YT PP OVE My 


= = 
Ee 
= 
* ® 


1 


Sg oS ae ae: ee pe gee ea 
: a \ i 7 : - he ' 


es = 
So ee 


ae = = | 





95 word “patented,” together with the day and year the 


26 


said patent was granted ; and your orator further shows 
that the said defendant was duly notified of his 
infringement herein complained of, but refused to de- 
sist therefrom aud still continues so to do. 


And, therefore, your orator prays as follows : 


(1) That the defendant, A. 


associates, attorneys, servants, clerks, agents, and work- 
men may he perpetually enjoined and restrained by a 
writ of injunction, issuing out of and under the seal of 
this Honoreble Court, from directly or indirectly 
making or causing to be made, using or causing to be 
used, selling or causing to be sold, any appa- 
ratus or sound-record embodying, or cofstructed 
or operated in accordance with, the invention 

or improvement set forth in the Letters Patent 
aforesaid / or from in any wise counterfeiting or 
imitating the said invention or any solind-record made 
or operated in accordance therwith, or like or similar 
to those which the said defendant hg heretofore 
made, used, or sold ; 


(2) That the defendant ~ : 

—may be compelled, by the order of this Hon- 
orable Court, to deliver up to the judicial custody for 
destruction, in manner to be provided for in said order,. 
all apparatus for making duplicate sound-records, and 


all duplicate sound-records in the possession or under -‘ 


the control of sail defendant » 


(3) That your Honors will grant unto your orator g 
preliminary injunction, issuing out of and under the 
seal of this Honorable cont epjoining and restraining 


the said defendant @n associates, 


servants, clerks, agents, and workmen, to the same pur- — 
pose, tenor, and effect, as hereinbefore prayed for with _ 


regard to said perpetual injunction ; 


J. JONES, 


BES anna edncnceceiekteneeneneumeces 
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(4) That your Honors will grant unto your orator a 939 
rule upon the said defendant ¢$hd tatch~ptMhérhé com- 
manding that -} 4 s}odel* pf4Keiy deliver up to the 
judicial custody to abide the result of the cause, all 
apparatus for making duplicate sound-records and all 
duplicate sound-records 2: the possession or under the 
control of said defendants*0r 1 > or, in the 
alternative, that your Honors grant unto your orator 
the further writ of injunction pendente lite issuing out 
of and under the seal of this Honorable Court, com- 
manding, enjoining anil restraining the said defendants 30 | Rabin ceeodss 
yo . Le hn ah honaid his associates, attorneys, 

: | servants, clerks, agents, aud workmen against selling, 
| : leasing, encumbering, removing from its present loca- 


cj 





tion, or in anywise parting, either in whole or in part, : 
‘ with the title to and possession of all apparatus for 
waking duplicate sound-records, now owned, either in 


whole or in part, by said defendanfh-piasy SEM én or 


in Rigs possession or under his control ; 


(5) That thesaiddefendant maybe required by ade- 31 
cree of this Honorable Court to account for all such gains 
and profits as have accrued or arisen, or been earned or 
| . received by thesaiddefendant , andallsuch gains and 
profi ttas would have accrued to your orator but for their-higs 

unlawful doings; and also that this Honorable Court 
i ae may assess all the damages which your orator has in- 

curred, or shall have incurred, on account of the de- 

; fendant’s infringement of said Letters Patent No. 
341,214, and may increase the damages to a sum not 
exceeding three times the amount thereof; and that 82 
the said defendant be required to pay over to your 

orator, in addition to the profits accounted for by the 
defendant, the damages incurred by your orator, so As 
aforesaid assessed by this Honorable Court ; , 


(6) That the defondanty’ be decreed to pay the costs 
of this suit; and 


(7) That your orator may have such other and 
further relief as the equity of the case may require. 
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10 
To the end, therefore, that the suid defendant may, Sat 
if He ean, show why your orator should not have the , Cour 
relief hereby prayed, and may full, true, and direct . . 
answer make—but not under oath, answer under oath 1D) 
being expressly waived—according to the best and-ut- says 
most of their knowledge, information, remembrance, and phot 
belief, to the several matters hereinbefore averred and ing 
set forth, as fully and particularly as if the same were tent 
repeated, paragraph by paragraph, and said defendant kno 
thereto severally and specifically’ interrogated, may it alle 
please your Honors to grant to your orator a writ of tho: 
subpena ad respondendum, issuing out of aud under the Bea 
seal of this Honorable Court, directed to said defend- _ con 
ant, A. Je JONES, -=--------- wi ‘ aut 
iain ina eae etaares Sik i Sa ea tsb kien se eae , 
os oi aL si i fn ini i i ¢ 
| | 


| 


wa oe ---- - -- +--+ +--+ ----- skas dene nie aren 


| 
, commanding him to appear cand 
make answer to this bill of complalnt, and to perform 
and abide by such order and decree herein as to this. 
Court may seem just. 
And your orator will ever pray. 
AMERICAN GRAPHOPHONE CoMPANY, 
[SEAL] By | 


President. 
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, Stare or New York, } .. . 87 
County of New York, } ~~" * 


Epwarp D. Easton, being duly sworn, deposes and 
says that he is president of the American Grapho- 
phone Company, named as complainant in the forego- 
ing bill; that he has read the same and knows the con- 
tents thereof, and that the same is true of his own 
knowledge, save of the matters therein stated to be 
alleged upon information and belief, and that as to 
those matters he believes it to be true; and that the 38 
seal affixed to said bill is the corporate seal of said 
complainant, and was by him affixed to the bill by 


authority of said corporation. 


* ~ . Subscribed and sworn to before me this 
, Svcth day of AR 1876. 
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; AFFIDAVIT OF EDWARD D. EASTON for use in suit about to be 
: prought in the Cireuit Court of the United Stetes for the 
_ Northern District of Illinois by the AMERICAN GRAPHOPIONE 
my COMPANY against A. J. JONUS,. 
4 CIRCUIT COURT OF THE UNITED STATES, 
4 FOR THE NORTHERN DISTRICT OF ILLINOIS, 
i 
» American Graphovhone Company, : 
Complainant, : 
: Vs. : In Equity. 
Q A, J, Jones, : 
‘ Défendant. : 
i STATE OF NEW YORK, : 
COUNTY OF NEW YORK, : 
4 
4 EDWARD D, ZASTON, being first duly sworn, de= 
| poses and says: I regide at Rochelle Park,New Jersey, and 
| 
£ am President and General Manager of the American Graphophone 
i de Company, complainant herein. I heve given my attention to 
| 
: = the talking- machine business since the béginning thereof, 
F | , 
e- : and am familiar with both the past history, the course of 
5 : | . 
; | developrient, and the present conditions of that business in 
| all its details, 
y The art of recording and reproducing sounds for prac= 
tical purnoses is based wpon patent No.341,214, granted May 
; ! 
4 i 4, 1886, to Chichester A, Bell and Sumer Tainter, and now 
a owned by the American Graphophone Ce, This patent describeg 
q | | 
: | (among other inventions) a "sound-record", having certain 
4 
E , , Sees or cheracterigties. Claims 7, 8, 10, 17, and 18 
fe | | 
iY are for this "gound+record" ag a distinct article of manu~ 


Se uses ie 


—— A “gound+revord" ag an article of manufacture may 


be briefly defined as a solid body, preferably of wax or 


a a Peet 
bert Pe tanta ae 


a composition, having narrow lines cut therein in | 
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the form of a groove or channel with sloping walls and ir- 
regular bottom, the irregularities or undulations of the 
pottom corresvonding to the sound-waves. The channel ite 
self is minute and the variations in its bottom are 
microscopic, therefore appearance alone does'not determine 
absolutely whether or not a given article is a "sound- 
recom"; the test lieg in the result praéduced by using the 
article in connection with the "reproducing instrument®, 
Such 2 "gound-record" may be the product of a grapho= 

Phone (or phonograph) or it may be produced by other appar- 
atus different from the graphophone, The records made by 
graphophones are known in the art as “original” records, 
being formed by a cutting tool that is set in motion by the 
vibrations of the diaphragm, which is actuated by the 
sound-waves as they proceed from their usual and natural 
sources, <All other records are known as "“duplicate*® records 
and in the formation of such duplicates it is absolutely 
essential that an original be employed as a pattern er 
"Master" in connection with the duplicating apparatus. 

Only the most skilled experts can distinguish an original 
from a duplicate, ‘They are substantially identical, and 
differ only in the manner in which they are produced, 

When graphophones are used to produce musical sound— 

records for entertainments, the prices paid to the singers 
or the performers amount to a considerable sum, But by 


meang of duplicating, a number of recorig can be made from 


each original/or master, thug proportionally reducing the: 
eost of each, Several years ago, with this end in view, 


| the American Graphophone Compeny began the manufacture of 
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dunlicaute sound-records under several patents owned by it. 
This manufacture ig a different and distinet operation from 
the production of original gound-records, the latter peing 
merely the normal product of the graphephene,. Duyvlicate 
gound-records are made on machines expressly constructed 
for that work, and their function is te produce on a blank= 
tablet an engraved copy of the sound-writing on an original 
or "master" record, the copying being effected by trans= 
ferring devices, 

A duplicating machine consists essentially of the fol- 
lowing parts: supports for the master record and blank 
tablet resrectively, menas for rotating these supports 


synchronously, a follower or rubbing style for following 


5 LJ 
a —— 
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the gound-groove of the master record and receiving vibrat- 
ions therefrom, a cutting point mechanically connected with 
said follower for cutting a copy of the original recerd in 
the blank-tablet, and the mechanical connection between the 
two styles. When the master record and the blank-tablet 
are simultaneously revolved, the variations in the groove 


or channel of the mastcr record impart motion through the 





' 


| rubbing style and the connection to the cutting style im-~ 


bedded in the blank-tablet,thereby causing it to ent a 


~— hie Foo ee 


| record in the blank-tablet exactly corresvonding to the 


| original or master record, 


Ali such machines are covered by the claimsof U. S. 
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| | Patent to Tainter, No, 341,287,granted May 4, 21886, Cer- 
\ | 
| taim improvements in detail are covered by U. S. patent 


| to Bettini No, 488,381, granted Dee, 20, 18902; and still 
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further developments and improvements in the same type of 


machine are covered by U, S, patent to Masdonald, No, 





559,806, granted May 12, 1896, ‘These three patents are 
ovned by the American Graphophone Company. The above des= 
cribed type of machine is that which is used by complain- 
ant and (so far as my information goes) by all others who 
are making duplicate records at the present time. 

Another kind of duplicating machine, which is the same 
in principle ag the first, differe therefrom merely in 
that the follower or rubbing style and the cutting noint 
actuated thereby, are each ‘carried by a diaphragm and the 
two diaphragms are connected by a closed passége in which 
a body of air or other fluid is confined. ee of 
air takes the Blace of the "mechanical connection" mention 
ed in the first kind of duplicating machine, Machines of 
this kind are covered by U. Ss. patent No,475,490,granted 
to me ag assignee of L. F. Douglass, May 24, 1892, and by 
me assigned te the American: Grephownone Company; but they 
are also covered by the Tainter patent, No.341,287, above 
referred to, The duplicate records produced by these 
machines are not of so good a quality as those produced by 
machines that employ the "mechanical connection", 

No other duplicating methods or machines have ever 
been commercially used to my knowledge, and my knowledge 
of the industry is such that I am sure I would heve learn= 


ed thereof if any other method or machine existed, The 





American CGrapvhophone Company heg a large number of dupli= 


cating machines at its factory. I+ has never sold any 
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duvlicating machines to others, or licensed or authorized 
any person or concern to make, or use, or sell such mach= 
ines, or to make any duplicate sound-records, except that 
a shov-right was granted to Mir, Edison’*’s company (THe Nat= 
ional Phonograph Company) to make duplicate records in one 
shon only, 

Duplicate machines are of simple construction and 
giall dimensions, so that they can be readily packed and 
shipped. Fifty such machines can operate in a room of 
moderate gize and turn out a product of about five thousand 

(5000) records 2a day. Duylicates sell at 50 cents each, 
retail; the wholes#le prices when large quantities are 
sold, run ag low as 25 conte each, Owing te the cost of 
producing them, originals cannot be gold for less than 75 
cents to a dollars each. 

Duplicating machines cannot be used for any ieeiiad 
except to make copies (i.e, "duplic tes") of gsound-recordg 
such as described and claimed by the patent in suit, - 
No,541,214, Nor, on the ether hand, can duplicates be made 
commercialiy escept by transferring machines of the type 
described, Dunlicate sound-records can no more be made 
by graphophones or phonographs ("talking machines") than 
Oricinal sound-recordg can be made by transferring 
machines, 


Sworn to before me, this 
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American Graphophone Company 


found said Jones about 5:50 on the same evening; said number 


ibeing the office of a concern which was designated on the door 


| ~ UNITED STATES CIRCUIT COURT 

| Northern District of Illinois, 
| | Northern Division, 

| | --00::0:200-- 
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| | Affidavit of William L. Hall. 


IState of Illinois: 
: ss 
[County of Cook :; 


{ 





William L. Hall, of lawful ags, being duly sworn, upon 


oath deposss and says as follows: 


= = 


L am an attorney at law and at present am employed as law 





jclerk in the offices of Messrs, Pools & Brown, complainents’ 
solicitors, No. 806 Marquette Building, Chicago, Illinois. 

on Tuesday March 29th, 1893, I called at No. 6713 Michigan Ave., 
iChicago, Illinois, to see A J. Jones, the defendant 
jnerein, with reference to a certain advertisement which had 
boon inserted in the February number of the Phonoscope of New 
Yor’ City by a gentleman in New York, inquiring for two duplica 


istter 
ting machines, and which advertisement had been answered by, 


iby said 
\Mxx, Jones with the information that he had two machines which 


ihe could furnish and giving the price at which he would sell, 
ie copy of said lettsr being hereto attached as exhibit A 
I - not find Lr. Jones at home, but a lady who t thers 


wane senate he would be found at room 1151, No. 155 La Salle 


oe ai 


Street, Chicago, Illinois, to which address [ proceeded and 
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iCompany, if ho could use one of his (Mr. Birkhoff's) motors 


lwith which to operate his machine, 


I called again at his office about 4 o'clock on March 30th. 
i\Mr,. Jones had one of the machines thers connected with a motor 
land in my presence made two or three duplicats records with it 


land tested or operated these duplicate records and also other 


records from which he made the duplicates and which he said were. 


lmaster records, on a graphophone. I found thatthe reproductions 
lwere very good, it bsing difficult to oe the original 
ifrom the duplicate. I asked said Jones on what terms he would 
|ship this machine ez~st and he stated that he wanted a guarantee 


lof $10 to cover express charges and would ship the machine 


|\CwIeDe With privilege of examination. Included with this machine 


| sale although he had stated on the previous evening that the 


| machine would be operated by Mr, Birkhoff's motor, Said Jonss 


|; stated to me later that he would ship the duplicating machine 


| express charges, I agreed to write east to find out if this 
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would be satisfactory and have him ship the machine if desired, 
He agreed to hold the machine until the following Saturday to 
nsar from me. In answer to my question, said Jones stated that 
Ihe made these reproducing machines and had made and sold a great 
many of them; that he could turn one out in from four to five 
days after recciving the order; but that he had only two machine 
lon hand at this time, one of which was out of the city in the 


lpossession of his cousin. I asksd said Jones to give me refer- 


ences as to the merits of his duplicating machine but hs refused 





land for that reason would not give ths nanes of any of his cus- | 


tomers. He also stated that all of the phonogranvh parlors in 
jthe country were using them but that they would deny it if asked 
cikesentan the same. Said Jones said that his business was that 
ot a traveling salesman: that he was traveling in the interests 
lof the Cinematascope and that he sold these duplicating machines 


lwherever he could gst an order, At my request, said Jones 


Record, M. L. Price, Notary Public, 


In accordance with say arrangement with Mr, Jones, I again 
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called at his office on Saturday, April Snd, 1893 and stated 
that it would be necessary, in ordsr to consummate the sale 
his duplicating , 

of zthexxexxxxd, machines, about which I had seen him on the pre~ 
vious Wednesday, to have further references from psrsons who 
lwere at present using the machines, as to their durability; 
stating to Mr. Yones that while I was satisfied as to thse work 


of the machine, I did not feel satisfied as to its durability 


and the fact that he was unwilling to give me the names of 





Isuch parties lead me to the suspicion that the durability of the 


machine was not what he claimed it to be, 

Mr, Jones stated that the nature: of the business was 
such that he would not divulge the names and business addresses 
lof parties who had purchased from him; that all of the partiss 
using these duplicating machines were selling the duplicate re- 
‘cords as oricinal records and that the natures of the business 
ben analogous to counterfitting so that if any one wers to be 
discovered making duplicate records, he would be stopped by law. 


woluntecred the statement i 
Said Jones further otatek,that an offer of $400 for one machine 


| 
| 


= not induce him to give such information.,but I made him no 
such offer nor said anything to him that could be so construed. 
Said Jones stated that hs expected to leave for Cincinnat 
o the following Monday, to be gone about two days, that he ex- 
pected to sell some of his machines on this trip and that eas- 
‘tern parties should decide before said Monday whether or not 

| they would take the mechines,s 

| The machines which I saw in operation and on which the re- 
— above mentionsd was made, consisted of a cast iron base 


| which was mounted upon an ordinary phonograph motor and which was 


provided on ons side thereof with two laterally directed para- 


Raymond R. |. 
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lel arms, On said base were mounted two parallel shafts which 
were geared together at one end and to the motor. Said shafts 
|projected at their other ends beyond sadd base between said a 
and were provided in said projecting portions with mandrels on 


jwhibh the cylindric blanks were mounted, said blanks being sepa- 


Saale | fil se Gar es 


lrated a slight distance. A transverse lever was pivoted to one 


eed 


of the latsrally directed arms and overhung ths mandrels and 








lhad bearing at its cpposite end on the opposite arm. On said 


transversely pivoted lever and between the mendrels was attach- 


led a reproducing mechanism consisting of.a reproducing point and 


* 
\, 
Eee we 


a recording point which were connected together and were mounte 


near the vertex of a triangular shaped casting attached to said 


pee ee 


i 


jarm, said casting having a recess which extended in the directio 


jof the line of the pivoted arm between said mandrels. The re- 


ene 9 Weide 


escesne: at reproducing points were connected with a setting 


recog tee —_ hi 





lever which, when ths transverse lever to which the recording 


od . => 
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SS 
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smmmroap attached. was swung down over the mandrels, was 
| 
loperated to separate the reproducing and recording points so 


that they were brought with some force against the master recoreé 


Ke 
* 
me ee 


: 
/ 
a ones side and the blank on the other side, Whsn the blank 
| saaealad = finished, the setting lever wes released and the transverse 
| 
| llever thrown upwardly away from the mandrel so that the records 
4 : 
2 ‘could be removed from said mnacete, 
| 
: And further affiant saith, : , 
| : 
| A. IZ y ASC ¢, , fl 
» ow ; | = Lf ALL _, 
| Subser ved and sworn to before me 
| ithis/¢“day of April, A. D. 1893. 
| | ' A é) 
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Chicago, March 19th, 1898. 


Dear Sir:-- 

Replying to your advertisement in the phonoscove wil 
say I can furnish you two duplicating machines as good as any 
‘machine ever made- I have one I can send you at once, and the 
other within a week from time of order, as it is out of city. 

I can guarantee these machines to makes as good ABPotaD as 
can be made on any apparatus, and if desired, can send you a 

| record made on it. the mendrels for original and duplicate lay 
i side by side and is so simple can be operated by anyone having 


common mechanical judgment. The mechanism is similar to a 





phonograph top so that it can be detached; is made to be placed 
'on top of an Edison electric motor. 
I quote you the duplicating mechanism complete $45. 
Edison Electric motor (2nd hana) | 15. 
Will send the duplicators either with or without the 
| motors and if you will send say $10+- in advance -to guarantee ex 
| press both ways will send the machine C- 0. D.- with privilege 
|of examination, before paying for it. I feel convinced if you 
will be well pleased with it and find it satisfactory in every 
| respect. If you get a good master you can make a duplicate that 
en told from an originale I have several prospects for 
| disposing of them and if you think favorable I would advise you 
| to act promptly. Awaiting an early response, I remain, 
Very respectfully yours, 

AeJ-Jones, No- 6713 Michigan Ave 


Chicagos Ill. 





Can furnish satisfactory references. 
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Northern District of Lllinois:, 
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American Graphophons Company 


f 
f 
v. j 
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plostarn Phonograph Company and) 
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APPidavyit of Williem L, Hell 





State of Illinois 
County of Cook 


william Le Hall, of lawful age, beins duly sworn, upon 


al 


‘ss #8 Gf 
C 
it 


Gath deposes and says as follows: 

I an an attorney at law and at present am employed as law | 
clerk in the offices of Messrs, Pools & Brown, complainants’ 
solicitors, No. G06 Marauette Building, Chicago, Illinois, 

On March 50th I called on Mr, A J. Jones, at room 1131, 


1153 La Salle Street, Chicago, Illinois, regardins the purchase 


of certain duplicating mechines which Mr, Jones had for sale and 





S which ne had offersd by letter to a party in ths east who had | 
| =r : 2 | 
a eaavertised in the Feoruery number of the "Phonoscopse" of New 
| 
J 
4 York City. 
| | | 
} i with reference to buying said machines, I asked said A.J. | 
i 
Hy jJones for references from parties who hed or were at present 
: | 
4 lMsing the machines He reforred me to Ur YRC. Beaks Rivet, 

| : i. i B 

tt Sc OF GA reaye pres Se ary seats . 

= 20 wnom Os nad on the previous day, intrnduced me as the 
|, manager of the Western Phonograph Company. Mr. Baenkore stated 
t ! | 
H ithat he had used a machine like theone I had seen in operation 
| : | 

| 
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Wap to about ths first of January 1990; that it had siven p2rfect) 


satisfaction; that he had made records therson and sold 





_— same for originals; that the partiss to whom they were sold 
could not detect them from originals and that the machine could 
‘be opsrated by any one possessing ordinary mechanical judgement 


ry 


lea had been operated in his place of business by a boy of sixe 


' 
jtsen or eightesn years of age. He stated that he was not at 









present using the mechine but that he head sold it about the firs 


a 


of January, 1898 to a person in Minneapolis by the name of Cun~ 


ingham who lived in Minneapolis, Minnesota and who at present 


was using the machine with satisfactory results, Mr, ersaand 


stated that they could buy the record blanks in barrel lots 


ll he 


for 1l?, as J remember, and with the use of this machine could 
: : 

produce duplicates which could be sold at a much less price than 
| 

ithe regular market price for duplicates and which were at the 





same time sold for original records, 


macnine which [ saw at said above ninber and which 


i 
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Stated was like the m2chine which wes used by him 
iprevions to the first of ths year, was meade as follows 

The mechine wonsisted of a cast iron bese which wes mounte 
od upon an ordinary phonorraph motor and which was provided on 
side thersof with two laterally dirsctsd parallel arms, 


On said base were mounted two perallel shafts which were geared 
i 


ether at one end and to the motor. Said shafts projected 





o 


lat their other ends beyond said base batween said arms and were 
iprovided in said scrojsctins portions with mendrels on which 
| 


cylindric blanks were mountsd, said blanks being separated 


Slight distance, A transverse lever was pivoted to one of tre; 
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‘tyersely pivoted lever and between the mendrels was attached 


‘intere lle direcicd arms enc overhune the condreals and had beer- 
|! ci tod a Se ea = oe lhe a Eo eal (> 

| 
ling at its opposite end on the opposite arm. ‘On said trans- 
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z reproducing mechanism consisting of a repreducing point and 
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3 4 
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ia recording point which were connected tosether and were mounted 







near the vertex of 2 triangular shaped casting attached to said | 
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ition of the lins of the pivoted arn between said mandrels. The 
recording and reproducing points were connected with a setting 
lever which, when the transverse lever to which the recording 
oasiiesieiiaimmaeaaliiaaas attached, was swung down over the mandrels, was 
joperated to separate the reproducing and recording points so 
ithat they were brought with some force against the master record 
= one side and the blenk on the other side, When the blenk 
jwas finished, the setting lever was released and the transverse 


ba 


i\lever thrown upwardly away from the mandrel so that the records 
could be removed froi said mandrels, , 
And further affiant saith not 
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UNITED STATES CIRCULT COURT 
NORTHERN DISTRICT OF ILLINOIS 
NORTHERN DIVISION. 
sorasl | { 
AMERICAN GRAPHOPHOWE COMPANY ) 
| ) 
VSe ) IN EQUITY. 
) 
) 


_ AARON J. JONES 
AFFIDAVIT OF HENRY P, RIEMERS. 


STATE OF ILLINOIS ) 
) ss: 

COUNTY OF COOK ) 

Henry P. Riemers, being duly sworn, upon oath deposes 
and says: ih 
That he is a machinist and that he has originated, in- 
vented and designed at least three different forms arid construc- 
tions of mathines for ' duplicating "sound records", such as are 
produced upon a wax cylinder by a phonozrapnh or a graphophone. 
That the first machine for duplicating such "sound records" was in- 
vented, designed, manufactured and sold by him in the summer of 
1894. 

That he invented, designed and manufactured a machine 
for duplicating "sound records", and sold the same to Aaron J. 
Jones , the Defendant in the above-entitled cause prior to March 


lst, 1898; and that prior to the date hereof affiant has invented, 


manufactured and sold numerous other machines for making "dupli- 


cate Sound records", | | 


eae 
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That anong others to whom affiant sold machines for mak- 


ing "duplicate sound records", he sold one to the United States 


-_— 


Phonograph Company, of Newark, New Jersey, more than two years 


¢ 


= priot to the date hereof, which said Company, affiant is informed I 
and believes, is the sole agent for the sale of "sound records", 
phonographs, and graphophones made by the National Phonograph * 
Company, of Newark, New Jersey, the licensee of the American 
Graphovhone Company, the Complainant in the Meve-eieitler saAbe, 

That among others to whom affiant sold madidibor: foe mak— 
ing "duplicate sound records", he sold one to L. F. Douglas, who, 
at the time of such sale, affiant is informed and believes, was 
Manager of the Chicago office of the Columbia Fhonograph Company; 
and that prioifto such sale above referred to, affiant had sold to 
the said L. F. Douglas another machine for making "duplicate sound 
records" invented, designed and manufactured by affiant; and 
further that affiant, at the time of the sale first above men- 
tioned, to said Douglas, towit, in January, 1898, sold to the said 
Douglas the patterns for the manufacture of a machine for dane 
"duplicate sound records" like the one sold to the said Douglas. 

That among others to whom affiant sold machines for mak- 
ing "duplicate suund records" he sold four such machines to the 
Chicago Talking Machine Company, or The Talking Machine Cormmany, 
of 107 Madison Street, Chicago, Illinois, widoh sala Company af- 
fiant is informed and belleves is the agent of the Columbia Pho- 
norraph Company and the National Phonogreh!Porpany. 

That affiant is informed and believes that the machine 


for producing "duplicate sound records" sold by affiant to said 
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Aaron J. Jones was sold by the said Jones about two weeks ago and 


— ee 


( 


that the same was removed to the City of St. Louis, Missouri, at 


that time. 


lee 





oe Affiant further states that he has no interest, either 


weer 


directly or indirectly, in the above-entitled cause. 


And further affiant saith not. 


, Subseribed and sworn to before me, a Notary Public in 

| 

- and for the County in the State aforesaid, this 16th day of April, 
Ae De 1898. 
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Notary Public. 
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STATE OF ILLINOIS ) al 


COLNTY OF cook ) 


Henry P. Riemers, being duly sworn, upon oath devoses 
and says: 
That ne is a machinist and that he has originated, in- 
vented and designed at least three different forms and construc- 
tions of machine for duplicating “sound records" , such as are 
produced upon a wax cylinder by a phonograph or a sraphonhone. 
That the first machine for duplicating such "sound records" was 
invented, designed, manufactured and sold by him in the summer of 
1894, 
That he invented, designed and constructed the machine ) 


for duplicating "sound records” used py the Defendant in the above- 
Vpmc 
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entitled cause prior to January ist, or thereabouts, and that he 
sold the said machine to the Defendant, the Western Pnonorrap 


Company, some time prior to said date; also that he invented, de- 
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siened, manufactured and sold one of guch machines to one Aaron 
J. ones, of Chicaso, Illinois, since January ist, 1696, and that 
prior to the date hereof affiant has invented, manufactured and 
sold numerous other machines for making "duplicate sound records". 

That asong others to whom affiant sold macnines for 
Wlakine "duplicate sound records", he sold one to the United States 
Phonozraph Company, of Newark, New Jersey, more than two years 
prior to the date hereof, which said Company, affiant is informed 
and believes, is the sole agent for the sale of "sound records" 
and phonographs or graphophones made by the National Pnonograpn 
Company, of Newark, New Jersey, a licensee of the American Graph- 
ophons Coipany, the Complainant in the above-entitled cause. 

That among others to wnom affiant sold machines for mak- 
ins "duplicate sound records", he sold one to Le F. Douglas, who, 
at the time of such sale,, affiant is informed and believes was 
Manager of the Chicago office of the Columbia Pnhonozravh Company, 
sole sales agent for the American Graphophone Company, the Conm- 
Plainaht in the above-entit led cause; and that prior to such sale 
above referred to, affiant had sold to the said L.F.Douglas an- 
other machine for making "duplicate sound records", invented, de- 
signed and manufactured by afflant; and further that affiant, at 
the time of the sale,first above-mentioned, to said Douglas, to-wit, 
in January, 1898, affiant sold to the said Douglas the patterns for 
the manufacture of a machine for making "quplicate sound records" 
iike the one sold to the said Douglas. 


That among others whom affiant sold machines for making 


"duplicate sound records" he sold four such machines to the Chica- 
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g0 Talking Machine Company, or The Talking Machine Company, of 107 
Madison Street, Chicero, Tlilinois, rhich seid comnany affiant is 
informed and believes is the agent of the Coiummbia Phonograd: 
Company and the National Phonegzraph companye 
Affiont further stetes that, for the past six months, he 
has been familiar with the business done by Defendant and Knows 
that during this time, the said Defendant never used any machine 
for making "duplicate sound records" except the one invented, de- 
signed and menufactured by affiant and sold by nim to it; that 
- since about the first of January, 1895, the said Defendant has not 
used said machine purchased from hom, nor any machine for making 
"duplicate sound records" except machines bought from the Columbia 
Phonograph Company, sole sales agents for the American Graphopnone 
Company; and thet neither prior to, nor since, January lst, 1898, 
_¥ has the said Defendant used any machine or machines for making 
| originai "sound records", except machines bought from the Columbia 
Phonograph Company, or the Nationel Fhonograph Company. 
Affiant further states that he has no interest, either 
directly or indirectiy, in the abvove-ontitled cause. 


And further affiant saith not, 





Subscribed and sworn to before me, a Notary Public, in 
and for the County in the State aforesaid, this 16th day of April, 


AeD. 1898. 
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vy UNITED STATES CIRCUIT COURT 
Northern District of Illinois, 
Nerthern Division. 
-—O00:3:30::500-— 


€) 


iAmerican Graphoshone Company 


Ve 





Western Phonograph Company 
peu Ws Of Backor. 










in EBauity. 


1 an oe 
é poritd war 
= Po Se 


fF * 


APRIDAVIT of Eugens 1] 


iStete of Lllinois 


os ss #8 
a3 
ep) 


county of Cook 
) 
| Eugene K. Smith, being duly sworn, upon oath deposes 


fand seys: 


I reside in the City of Chicago and am at present ém- | 
ployed, and have been for the last six months,in the Chicago | | 


ee a —< © 


€) 


office of the Columbia Phonograph Company, heaving bharre of the 
resond denvartment of said company, which compeny deals in graph 
iphones, sound records and etc., manufactured by the American 

Graphophone Company under its patents. This office succeeded | 


‘to the business of the Chicaso Talking Machine Company which 


| 
| 
iF 





similar relations to the American Graphophone Comnany, 





iby whi i, company I was employed for two years in the same capa-} 
| 


4 


icity as at present employed by the Columbia Phonograph Compeny. 
it has been my duty, while thus —— to take charge 

ina all records of said companies and while with the Chicago 

luisoaiaiie Machine Company, to test all records coming under my 
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—_ L have made many such records myself and can by care- 
ful examination distinguish a duplicate from en originel. 


I have today been hended by Ma. W. Ae Whitehead, a cistrk 
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jin the office of Messrs, Poole & Brown, compleinenis’ solicitors 
| 


as 


Chicego, Illinois, 61x sound 
| 


‘records which are marked with said Whitehcad's initials and the 





packege containing the same is also provided with a label which | 
is entitled in this cause and containing the words "Complainants! 


lay rhe 4 4 
Price, Notery Fublic." 





' heve made careful cxeminetion of these records and from my 


jexperience know them to be duplicstes and not original records. 


y 






i] ———— 






Nubsceribed and sworn to before me this 14th day of April, 





A. D. 1898, 
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UNITED STATES CIRCUIT COURT 
Northern District of Tilinois, 
NOP URErA Divics 
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In Equity. 
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AFFIDAVIT of William A. Whitehead, 


iostate or Illincis 
ss 


County of Cook 
Williem A. Whitehead, of lawful age, being duly sworn 
upon oath, déposes and says: 


That he is an attorney at low and at present employed as 









law clerk in the offices of Messrs, Poole & Brown, complainants’ 


solicitors, No. 806 Marquette Euilding, Chicago, Illinois. On 


April 4th, 1898, between the hours of 10 and 12 A, M. he called 





at the offices of the Western Phonogreph Co., at room 1151, 


155 La Salle Street, Chicago, Illinois, and there ordered a 


half dozen graphophone records, and amons others, one of Sousa’ 


| | 
iMarches played by Issiecr’s Orchestra. 






The affiant in ordering the records asked the person who 


waited on him if the records were kept in stock and was told 


that they were but that they (The Western Phonograph Company) 
! 
were so busy that he, the effiant, would be obliged to wait for 


labout twenty minutes, and it was suggested to him, the affiant, 


that if he had some errands to do he mifzht fo out and do them 


land return to their office in about the time before stated. 
‘Affiant, however, remained ard noticed that the employee went 
wal 
i 
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jinto the rear room and that almost immediately a boy, apporently 


| 
‘ 
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and lookeg over th: stock of recorcs for a record end then 





returned to the rear room. These a&ctionstogethser with the 





| 
ifact that it wes sucgested the affient go away and return and 





vas Obliged to wait for the records, leads affiant bo suspect t | 





that duplicats records wers beings made, 








In about twenty minutes, affieant was handsd a packape con- 
ining the records he hed called for and affiant peid 83.00 
ifor same, Affiant then returned to the above named offices of 
Messrs, Poole & Brown, and went from them directly to the office 
of ir. Leon F. Douglas in the Owens Building. Mr. Douglas 
‘opened the package and the affiant saw that the package con- 
‘ained six records as ordered. After Mr. Douglas had tested 
“ ese records and pronounced them to be “duplicates” he 

returns d. them 
enced to affiant and he wher gave themto complainants 
le sLicitors, Messrs. Poole & Brow, after having first merked then 


| 7 a = be | 


with his initiels and also marked the package containing the 





| 
/ 
| 
jsame with a2 label entitied in this cause end containing the 

iwords "Complainants' Exhibits, De 
Notary Public." 


f 
i" 
; And further affiant saith not. 
| 





s Subscribed and sworn to before me this 14th dey of April, 
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American Gravhowhone Com ant : 
* 
= 
a 7. 
VSe : in Chancery. 
: No. 24825. 
Western Phonorrach Comsany and : 
Rackofrf. : 





DORIAN. 








State of Illinois, : 


County of Cook. : 


= 


Joim H. Dorian, of tavwful age, haring 
been first duly smyrorn uson oath denoses and says 
I.am the Assistan: HManacer of the Columbia Phonorranhk 
Commanr which deals in sravhovhones tablets and sound records 
manufactured by the complainant, the American Gravnhovhine Com 
pany, under its patents. k heve had a general Kknovledze af 
the talking mathine business for 4a rreat many years and have 


been emmiovyed ov this Gommsany for the past tyvo vears. E ot 





FPomiliar with the manufsecture af dunmiiasaste sound records which 


a 


| GoRSstitute a laree feature of the busimess. “ne sound ree, 


ords sre cut or engraved on eylindricsa? tablets of waxlike 





material im tne form Of 4 spiral. groove of Varylns sept, sae 
‘ - = a - 7 = ~~ i 
Variation in depth eorresronding to sounds waved. | 
here are tyvo kinds of sound resords, ~xnow: respesvlyvely 
i ’ Jee : od * | 
as origins] or mester records ond @s duplicates. When a band 
ha 4 | 
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S engraved by the cutting style of 
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& from this operation is an omg 
inal or master. une proguetion of these omieinala ic,. of 
courss quite exponsive, particularivy when the services of 
high priced performers are emmloved in producing them and the 


a Bal Pa 


price at whieh it would be necessary to sell such original 
records to cover the sost of production vould consequently 
preatiy restricts their sale. HNenee oritrinal records are 


Used by the comriatnant coiivany as 9g means for obtainines dol. 


i? ea es 





~cates, and because of this original reeords are alse calied 
masters. 

Sy means of a sircle mechanical process and apparatus 
the sound record enrraved on 2 master gan be easily transfer~ | 


reg to and engraved upon & blank tab2e?, whicm thereupon be—- |. 





comes 39 enrraved sound record which is a duviicete of the 


Pe ae * “Tt .. %s . Vo ar 
master record, and such sound records thus »roiucted are known 
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sne Gcompisinans in large 
| qtrentities ana constitute a very important feature of its 
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business, its agar outmut havins exceeded over six thousan 
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records. Owing to the economy thus effected the conmpiainant 
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cents each, retail, ana sat a still lover nrise for quantities. 
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Ovine to the facility in which dunlicate engraved records 


gaan be made from mastera ma tothe sinpie devices ovr which 


a a a ee EE — = = 


- 








Raymond R. Wile 
Research Library 





rr 





hase aes + ie mala : i tee ene an ig ee hoe Le a ere ae ea ee ee ee eee eee ee ee ee a a 
J 


| ; UNITED STATES CIRCUIT GOURT 
| Northern District of Illinois, 
Northern Division. 
-=002:0::00-- 


iAmericen Braphophone Company 


j 
, 
Vs In Chancery No. 24824. 
Ae Je svones ’ 
| ORDER. 





And now comes the above named complainant by Poole & Brom, 
its solicitors, and having filed its bill of complaint herein 
jand its motion for preliminary injunction and affidavits in 
support thereof, which said motion is set for hearing on the 
contested motion calendar for Monday, April 16th, 1898, and 
lupon the motion in open court of its solicitors for a temporary | 
restraining order and a ruling on the defendants to deliver up 
to the custody of the court to abide the result ofthe cause, 
lall apparatus for making duplicate sound records and all dupli- 
_— sound records in the possession or under the control 

lof the defendant and the court being advised in the premised, 
At is ORDERED: 

I. That the defendant A. Je Jones, his associates, at- 
torneys, servants, clerks, acents and workmen, be and they are, 


hereby enjoined and restrained until the hearing of said motion 


- 
i} 


for injunction or the further order of this court from direct- 
hy or indirectly ma:ing or causing to be made, using or caus- 
_ to be used, selling or causing to be sold, any apparatus | 
or sound record embodying cr constructed or operated in accor- 
liance with the invention or improvement set forth in complain- 


ents’ Letters Patent issued to C. A. Bell & Summer Tainter, 


ion the 4th day of May, 1886, No. 341,214, or from in anywise | 
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ito those which the said defendent hes heretofore made, used and 


sold, and from selling, leasing or encumbering in whole or in 






i 
i 
} 
| 


isound records, and said duplicate sound records now ownet in 

I \ 

whole or in part by said defendant or in his possession or under 
his control. 


II, That the defendant shall and he is hereby ordered and 


directed to deliver to the custody of the United States Narshal 


all apparatus for making duplicate sound records and all dupli- 


lcate sound records embodying or constructed or operated in ac- 
apaamee with the invention, or improvements set forth in said 
Letters Patent, in his possession or in the custody or control 
of the said defendant and from in enywise interfering with the 
judicial custody of said mechinss and such records until the 
further order of this court. 

Tite Et ta further onder, tint a copy of this order be 


| 
| 
served upon the defendant and that copies of answering affidavit 
\. — ; ' a we | | 

in opposition to said motion for injunction,be used by the defen 





dant at the time of said motion, be served on complainants’ so- 


hieieere before 4 o'clock in the afternoon of Saturday, April 
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| | 


part week the title to any and all apparatus for meking duplicate 
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UNITED STATES CIRCUIT COURT 
NORTHERN DISTRICT OF ILLINOIS 


NORTHERN DIVISION. 


AMERICAN GRAPHOPHONE COMPANY 


VSe 


IN HQUITY. 


AARON J. JONES 


AFFIDAVIT OF AARON J. JONES. 


STATE OF ILLINOIS ) 
) ss: 
COUNTY OF COOK ) 

Aaron J. dones, being duly srorn, upon oath deposes and 
says: 

That he is now, and has been,for the past six weeks, a 
partner in the firm doing business under the name of the Western 
Phonogravh Company. 

That prior to becoming interested in said Company, af- 
fiant purchased from one Henry P. Riemers, of Chicago, Illinois, 
amachine for making "duplicate sound records" for use upon pho- 
nographs and graphophones. That said machige continued to be a 
owned by him as his personal property, and remained in his posses- — 
sion until about tro weeks ago when ~ sold the machine; and that 
he is informed and believes that said machine was removed,at the 
time of its sale, to the City of St. Louis, Missouri. 

That he never made, owned or solid any other machine for 


making "duplicate sound records", and that he never made ard sold 
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any"sound records" or "duplicate sound records" upon the said ma- 
chine. That the only "duplicate sound records" ever made by him 
upon the said machine were three or four made at the request of 
aitfiant is 
aman giving the name of W. L. Hall, who £xam now informed is em- 
Ployed as law Clerk in the office of Messrs. Poole & Brown, Com- 
Plainant's solicitors. That one or two of said "duplicate sound 
records" so made were delivered to the said Hall and the others 
were laid watne and their whereabouts is not now Known to ‘affiant 
except that affiant Knows that they were not sold. 

Except as to his interest in the Western Phonograph Com- 
pany, affiant further states that he is not personally engaged in 
the manufacture af and sale of either oricinal or "duplicate sound 
records" and that the "sound records", both original and duplicate, 
Made and sold by the Western Phonograph Company, have been, ever 
since affiant's connection with the said Company, and ere being, 
made upon machines bought in open market from the Complainant's 
sOle sales agent, the Columbia Phonograph Compazy, or Complainant's 
licensee, the National Phonograph Company. 


And further affiant saith not. 


Subscribed and sworn to before me, a Notary Public in and 





for the County in the State aforesaid, this l1éth day of April, 


Webber O 


Notary Public. 


AeD. 1898. 
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UNITED STATES CIRCUIT COURT 
NORTEERN DISTRICT OF ILLINOTS 


NORTHERN DIVISION. 


AMERICAN GRAPHOPHOWE COMPANY 


\ra 


Se iN HQUITY. 


WESTERN PRONOGRAPH COLPANY 
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AFFIDAVIT OF WTLLT AS OC. BACKOF. 


STATE OF ILLINOIS ) 
) SS: 
COUNTY OF COOK ) 

Wililiaa C. Backof, being duly sworn, uvon oath devoses 
and seys: 

That he is one of the Defendants in the above-entitled 
ceuse, and is Manager of the Western Phonofravh company; and tnrat 
prior to becoming Manager of the said Cormany ne was in its employ 
and is familiar with the business done by the said Company for the 
past three years. 

That all of the original "sound records" owned or used 
by the said Company were made, to the best of affiant's informa- 


tion and belief, upon phonographs or granhophones; that 


a 


some of 


a} 


such original "sound records" were made by parties unknown to 
affiant; and that the rest of such original "sound records" were 
made by the Defendant Company on phonograpns and graphophones pur- 


fics 
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chased from the Complainant or froin its sole selling agent, the 
Columbia Phonosrarh Company, or from its licensee, the National 
Phonograph cdompany. 

Phat excepting such original "sound records" as were 
made by the Defendant Company, the said Defendant Company pur- 
chased all other original "sound records" used or sold by it in 
open market from the National Phonograhh Company, of Newark, Nerv 
Jersey, ( complainant's licensee) from the United States Phonograph 
Company of Newark, Ner Jersey, which said Company affiant is in- 


or was 
y 
formed and believes is,the sole agent for the National Phonograpn 


A 
Company; also, from The Chicago Talking Machine Company, of 107 
Madison Street, Chicago, and from the Columbia Phonogravh Company, 
sole sales agent for the American Gravhophone Commany, Complainant. 

That since about January lst, 1898, all iat records" 
made and sold by the Defendant, both original and duplicate, have 
been made upon machines purchased in oven merket from the Colunm- 
bia Phonograph Company, sole sales agent for the American Grapho- 
phone Company, Complainant, or wnon phonographs purchased from the 
National Phonogranh Company, of Newark, Nev Jersey, Complainant's 
licenseéec,. 

That prior to dbout January ist, 1898, all "duplicate 
sound records" made by the Defendant were made upon a single mea- 
chine purchased by Defendant from ona Henry P. Riemers, of Chicazo, 
Illinois, which said machine, Defendants are edvised by Gounsel 
embodies and contains a separate, distinct and different invention 
from that covered by claims 7, 8, 10, 17 ani 18 of the patent to 


Bell & Tainter sued upon, and different from the invention covered 


| 
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by any of the claims of said Lett 

That about Jenuary lst, 15°08, the Defendant abandoned 
and distontinued the use of the said machine for making "dupli- 
cate sound records" purchased by it from the said Rlemers, and 
sold the said machine, which said machine, affiant is informed and 
believes,vas removed to the City of Minnearvolis, Minnesota, on 
or about January lst, 1898; and that since the said date, the 
said Defendant Company, and affiant, as an employee of said Com 
pany, have not used any machine. for meking "duplicate sound re- 
cords", nor sold. or made any "duplicate sound records" upon any 
machine, except mran machines bought by the Defendants' in open 
market, from the Colwabia Phonograph Company, sole sales azent for 
the American Graphophone Company, Complainant. 

That wo to the date hereof affiant, either individually 
Or aS an employecof said Defendant Company, has never Known, nor 
had notice in any way, that the Complainant was the owner of any 
Letters Patent of the United States, or that any Letters Patent of 
the United States had been granted (except constructive notice), 
covering either originel or "duplicate sound records" or a machine 
for @iplicating "Sound records"; and that he has never seen any 
notice or mark of Letters Patent or date thereof upon any "sound 
records", either duplicate or original, bought by the Defendant 
from the Complainant or its agent. 

Affient further states that a part of the business of 
the Western Phonorzraph Company is that or"jobping" in "duplicate 
sound records", that is, buying and selling "duplicate sound re 


cords", and that such"duplicate sound records" have been pur- 
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enased by the Defendent fron the Columbia Phonosraph Compeny, fron 
the National Phonosrabh Company, from the United States Phonograph 
Company and from The Chicazo Talking Machine Company. 

= ; . Affient further states that when said"duplicate sound 
records" were purchased from the Columbia Phonogravh Company and 
others, no restrictions were put on their use or sale, either by 
contract or agreement or any Kind, and that when the macnines used 
by the Defendant for :1aking orisinal and "duplicate sound records" 

7 were purchased by the Defendant from the Columbia Fhonograph Com- 
pany, no restrictions as to the use or sale of said machines 
were placed upon Defendant, either by contract or agreement of any 
Kind. 


And further affiant saith not. 


| BE bf3 
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Subscribed and sworn to before me, a Notary Pubts 





and for the County in the State aforesaid this 16th day of April, 


A. D. 1898. 
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UNITED STATES CIRCUIT COURT 
NORTHERN DISTRIGT OF ILLINOIS 
NOPTEERY DIVISION. 
AMERICAN GRAPHOPHONE COMPANY  ) 
) 
VS. ) IW EQUITY. 
) 
WESTER! PHONOGRAPH COMPANY ) 
and WT. OG. BACKOF ) 
STATE OF TLLINOTS) 
Jes: AFFIDAVIT CF WILLIAI C. BACKOF. 
COLUTY OF COOK) 


William 0. Backof, being duly sworn, wporn oath deposes 
and says: 

That he is one of the Defendants in the above-entitled 
cause and is Manager of the Western Phonogravh Company and has 
heretofore made an affidavit in this cause. 

Thet sibce sbout January lst, 18°88, neither the said 
Defendant Company nor affiant, as an individual, have used any 
machine constructed ani designed solely as a machine for making 
"duplicate sound records", nor has the said Company nor affiant, 
since about the middle of January, 1028, solid any "duplicate sound 
records" made utron any such machine. 

That since about the lst of January, 1898, and un to the 
date of the comnencement of this cseuse, all oi tre “duplicate sonnd 
records" made and sold by the Defendants in this cause were made 
upon graphorhones and phenographs purchased from the Complainant, 
or its licensees or agents. That such machines are used by the 


Defendants in the folloving manner, towit: 
a 
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Two frodhevhenes of the small ,10.09 size, such as were 
shown in Court at the hearing of the injunetional procesding, or 
tvo similer mechines of the $25.99 size (all bought from the Com 
Plainant) have been placed side by side or one avcve the other, 
with the recording attachment on one machine connected with the 
reproducing attachment on the other machine by a hollow flexible 
tube, also purchased from the Complainant. Upon the barrel of the 
machine having the reproducing attachment is placed an "original 
~ sound record" (sometimes mace by Defendants and sometines 
pought in open market from Corplainent or its licensees) and upon 
the barrel of the machine having the recording attachment is placed 
a blank wax cylinder to receive the record. The tro machines are 


set in motion by their usual independent mechanisms and the record 


q) 


on the “orisinal sound record" is given off through the reproduc- 

ing diaphragm in atmosvheric vibrations, and the sound waves are 

' taken up and the sounds made thereby recorded upon the blank, so 

’ as to make the "aquplicate sound record" of the "“#wriginal sound re- 

cord", The sound waves travel through the tube connecting the tyro 

- machines and are produced on the duplicating machine in exactly 

_the same menrer es if the sound waves rere originally produced in 

the tube by extraneous sounds other then those coming from the 
other machines. 

Pe. Thet Defendants, firce ebout the first of January, 1898, 

: have used only such machines as above described in such ray as is 


above described and that said Defendants do not desire or intend 


to use the said machines in any other way then as above described; 
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and that the Defendants do not own, control, or use, at this time, 
a duplicating machine proper, nor do they intend or desire to use 
one, 


And further affiant saith not. 


Poe Be 





Subscribed and sworn to before me, a Notary Public in 
and for the County in the State aforesaid this 18th day of April, 
A.D. 1898. 


as 
OX, oe a ye) 


Notery Fublic. 


com Ts 
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UNITAD STATES CIRCUIT COURT 
NORTHERN DISTRICT OF ILLINOIS 


NORTEERN DIVISION 


AMERICAN GRAPHOPHONE COMPANY 
IN EQUITY. 


WESTERN PHONOGHRAFH COMPANY 


and We. ¢. BACKOF 


et 
cn) 
* 
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AFFIDAVIT OF AARON J. JONES. 





STATE OF ILLINOIS ) 
) sé: 

COUNTY OF COOK } 

Aaron Jd. Jones, being duly sworn, woon oath denoses and 


says: 


That he is a partner of W. C. Backof and is one of the 


a ee oe | ed 


proprictors of the Western Phonograph Company, one of the Defen- 
dants in the above-entitled cause and has been since about the 1Sth 
of February, 1825. 

That since abott February 15th, 1888, neither the said 
Defendant Company nor affiant, Aa an individual, have used any 
machine constructed and designed solely as a machine for making 
"duplicate sound records", nor has the said Company nor affiant, 
since about the 15th of February, 1932, sold any "duplicate soun 
records" made upon any such machine. 

Thet since apout the 15th of February, 1898, and up to 
the date of the commencement of this cause, all of the"duplicsate 


sound records" made and sold by the Defendants in this cause rers 


~ 
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made upon graphophones and phonozgraphs purchased from the Complain- 
nt, or its licensees or agents. That such machines are used by 
the Defendants in the folloving manner, towii: 

Tyo g¢ravhophones of the small 4¥10.00 size, such as rere 
shown in Court at the hearinz of the injunctional proceeding, 
or txo similar machines of the $25.00 size (all bought from the 
Complainant) have been placed side by side or one above the other, 
with the recording attachment on one machine connected rith the 
reproducing attachment on the other machine by a hollow flexible 
tube, also purchased from the Complainant. Upon the barrel of 
the machine having the reproducing attachment is placed an"orici- 
nal sound record" (sometimes made by Defendants and sometimes 
bought in open market from Complainant or its licensees) and upon 
the barrel of the machine, having the recording attachment is 
placed a blank wax cylinder to receive the record. The tyvo me- 
chines are set in motion by their usual independent mechanisms, 
and the record on the "original sound record" is given off from 
the reproducing diaphragm in atmospheric vibrations, and the sound 
waves are taken up and the sounds made thereby recorded upon the 
bjank, so as to make the "duplicate sound record" of the "oripi- 
nal sound record". Th: sound waves travel through the tube con- 
necting the two machines and are produced on the duplicatins ma 
chine in exactly the same manner as if the sound waves were orig- 
inally produced in the tube by extraneous sounds other than those 
coming from the other machine. 

That Defendants, since about the 15th of Februery, 1898, 
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have used only such machines as acove deseribed in such a way as 
is avove described and that said Defendants do not desire or in- 
tend to use the sald machines in any other way then as above de- 
seribed; and that the Defendants do not own, control or use, at 

this time, a duplicating machine. proper, nor do they intend or 

desire to use one. 


And further affiant saith not. 






Subscribed and sworn to bef@re me, a No y Public in 
and for the County in the State aforesaid this 18th day of April, 


AeD. 1898. 
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TN THR CIRGUIT COURT OF THE UNITED STATES 
FOR THE NORTEERN DISTRICT OF TLLINOIS:. 
S 
' ay a Boe \ 
Mitek AMMPICAN GRAPHOPHONE 70. ) - 
| . oo } In onencery, No. ptsSnte 
A. J. JONES ) 
THE AMERICAN GRAPHOPHONE 08. ) . 
Vis ) In Ghancery, No. 24,825. 
TIn WESTERN PHONOGRAPH 00. ) 
et al. ) 
— 
- MEMORANDUM 
OF POINTS AND AUTHORITINS FOR DEFENDANTS 
bs ————————eEe———————————————— 
UPON THE MOTION 
FOR AN INJUNGTION PHNDENTE LITE. = 3 
MAY IT PLEASE THE COURT: 
FIRST. No evidence is presented in the case arainst 
Jdones, personally, excent as showing the purchase and sale by him 
of one machine, which hes no patenteble reference whetever to the 
claims nor sued upon, in which purchese and sale he made a rrofit 
- 
of Five Dollars. 
SECOND. No use was made by him of that machine except 
to produce blanks or cylinders for the benefit of the detectives | 
{ 
of the of¥iece of Somplainant's solicitors. : 
; THIRD. it is shovn by the affidavits thet he, Jones, 4! 
* } 


with no previous fault or comiuvance chargeabie either eat law or 
in Fquity, has berome a rartner with the Defendants in the other 


contemroraneously commenced suit, No. 24,885. 
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ee eee ee eeemiak *y 
a) ate Wa eel ee ee ee ee 


i sav Research Library 
, Pe et er a Siditg gs) heat Pace oe ee ee a — _ —- 


atid: = ae 


FOURTH. It thus apnears that thare is no foundation for 
the issuance of any extraordinery writ erainst Jones, and that the 
case ereinst him (No. £4,884) may well avait the stipulation of 
the varties for its dismissal, or the further order of the court 


upon motion duly made. 


As to case No. 24,825 against The Western Phonorraph Co. 


et al., we submit: 


FIFTH. That, while the decision of the questions now 
presented may involve the commercial life or death of the Defendants, 
the amount involved is quite small, the maximum retail price of 
these sound records belnge 50¢ per dozen,and the court is esked to 
balenes the equities between the rerties before the issuance of 
any extraordinary writ, heving srnecifie relation to the particular 
claims, now for the first time separately sued upon, shell be ord- 


ered, 


SIXTH. He who seeks equitable relief, by an extraordinary 
writ, must nave done equity end come into the Chencery Sourt with 
clean hands. 

The claims sued upon do not, even by inference, relste, 
in eny memer, to duplicate sound records. 

The Complainant is engeged in deceiving the public by 
selling duplicates for ovirinels. 

As shorn by the affidavit of Faston, President of the 
Complainant corporation, it epnoenrs that: 

(1) It takes an expert to distinguish e duplicate from 
an original; and 

(2) When the ecleins sued upon, which either specifically 
specify or necessarily imply a froove "cut or sraven" in the blank 
with sloping sides, are taken into consideration, it requires the 
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or graven. 


SEVENTH. Such thin, srecifie claims for grooves of a 


particuler formation, es distineuisred from"indentations" for the 
same Turpose, should not, either uron nrinciple or upon any prece- 


dent possible to be produced, be given a broad construction. 


BIGHTH. There hes been no judicial pronouncement either 
in this Court or in any other court, (or in the prints of unrub- 
lished perts of proceedings in other Courts presented, at the ar- 
cunent, by Goxrplainant's solicitors), giving to the claims sued 
upon eny eamstruction whetever; end we insist that uvon the fac® 
of the patent sued upon: 

(1) The claims sued upon must be given a narrow and 
specific construction; and 
(2) Thet no evidence hes been presented or can be pre- 
sented even tending to show any infringement of the face value of 
seid cleims, excert so far as the same hes been voth authorized 
end directed py the comrleinant. 

In sunport of this rrorosition, we submit: 

(1) That the previous pronouncement by this court in 
the ease of Commlsinent v. Amet hed reference to snd solely to 
cleims 22 and 24 of the patent sued uton, but which cleims are not 
nov sued upon. 

This Court, or its officers, must have hed an extraordi- 
nary care to show that its pronouncement in this Amet case nad 
nothing to do with the claims of the ratenrt sued upon, for we find 
in the Federal Reporter (74 Fed. Rep., pp. 788 and 1008) these 


expressions: Bhasenessucteescerinten+axrsthis+Gorvrtcinethesfektevkne 


HOPES? 
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"Bell ani Taintor ley no claim to having conveived the 
idea of a nechanism whereby speech or sound could be recorded 
or reproduced." (p. 789) 


end in thse decree carefully reported (74 Fed., 1008 ): 
"The Court finds thet any device which combined the re- 
rroducer described tin cleins 19, 20, 21, #22, or 24 of sald 
patents, with the crooved te plet or other body having a 
sound record es described in seid patent, and aspecially in 
claim 22 and 84," (not nor declared uron ) tis an infringement 
of Gompleinant's patent No. 341,214." 
Your Honor in the entry of the decree in the Amet case 
had the care to sey that: 
| tmxecept in the perrticulars pointed out in this decree, 
a as above stated" (referring to claims 22 end 74, and not even 
by implication referring to the claims now sued uron) "the 
Court does not ness unon the validity of the Somrlainant's 
: patent." 
ae (2) As to the prior case in this court (No. 24,688) by 
this Compleinsnt against David EF. Roswell and Frank B. Pearne, do- 
ing business es D. E. Roswell & 00., we find from a careful exami- 
i nation of the records of this Court: 
That the Biil was brought unon the claims (7, 8, 10, 

17 and 18) of the petent nor sued uron, and also upon claim 87 of 
patent No. 341,288 of May 4th, 1886, which is one of Comrlsinant's 
machine patents; thet no orinion hes been filed in this case; 
thet the prayer of the Bill, which was copied py the Clerk, vas 
Tor en injunction restraining the Defendents from meking, using, 
etc. "any machine or apparatus embodying or constructed or operated 
"in accordance vith the inventions or improvements set forth in 
'the Letters Petent svoresaid.” 

The allegations of infrineement in this Roswell case 


concern specifically claim 37 of patent 341,288, not involved in 


A formal injunction was accordingly issued without any 


opinion by this court. 
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(3) As to the litisation tefore His Honor Judge Wheeler, 
barting the rrint which Complainent's solicitors heave handed to the 
Sourt ag to contempt proceedings, the utmost of our information is 
that those proceedings related principally, if not entirely, to 
machines for reproducing rather than to any "sound record", whether 
an original or a dimlicate. 

We rereat thet, es to any previous adiudication or judi- 
cial pronoamecements of any kind, so far as recorded in this Court 
or reported es to any other Court, we have no precedent for the 


proper construction of cleains 7, 8, 10, 17 end 18 of patent 341,214. 


NINTH. The machine used »vy the Defendants rrior to Janu- 
ery lst, 1898, which might possibly be cherged as an infringmment 
of machine patentsnot nor cecl=red unon,has pessed out of the ross- 
ession and control of the Defendants,and that circumstance certainly 


forms no Trorer basis for the issuance of en extraordinary writ. 


TENTH, What the Defendants have, for months, done, de~: 
sire to do and nor say thet, by an extraordinary writ, they should 
not be prevented from doing, is sinrly this, which was stated, at 
the hearing, to be the gravemen and theory of the Bill, viz: | 

To uss the graphorlone end attachmentssold by the Com- 
plainant in open market, without eny notice whetever of patent 


claims thereon, and without any shedow of a contract or restric- 





tion of my kind as to what use the praphorhone end attachments so 


sold and furnished might be put to. 


CITATIONS. 





I As to the impounding of that which is not and for months 
has not been within the possession or control of the Defonéents, not- 
withstanding the proceedings by the Marshall end ty Complainant's 

-~f-~- 
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— 
Solicitor, li. Brown, es if they hed Im hand & seareh warrent, we 
cite the court to the leading ceaee of the American Rell Telephone 
# GO. VY. hitsell, 36 Fed., 621. 
: II As tothe implied license from Complainant sroving 
out of its sales in the open market of Grarphorhones and attachments 
intended to produce aupnlicsates, we refer the Court to Hirdsell v. 
Shaliol,. 112 U.8.,5 487. 
= While this decision sounds rrimerily in the stetutory 
provision as to the recovery of demages, it also (p. 487) relates 
1 directly to the implied license erowing out of the circumstances 
4 of the case at Bar. 
' 
\ 
rd TII That the Defendenits. by virtue of their purchases | 
: 
~~ from the Complainant shave full license rights to do what they have | 
for monuhs done and now desire to do,is fully sustained and clearly | 
stated in Keeler v. Standard Folding Bed Co., 157 U.S., 682. 
. 3 
lm. dustice Sniras, in the case last referred to, does 
not cite a prior decision by the Supreme Court which is equally | 
controlling in the nremises, and is: | 
= CHAFPHE v. FELTING CO., 22 How.,217-223. | 
In Jackson v. Vaughn, 73 Fed., 887, Judge Morrow makes 
the following auotation from the Chatfee case (supra): 
"When the ratented machine rirnt fully rasses to the hands 
of the rurchaser trom the vatentee, or from any other person 
by him euthorized to eonvey it, the machine is no loncer within | 
the limits of the monopoly. According to the decisions of 
this Court in tho cases before mentioned, it then rasses out- 
Side of the monovoly, and is no longer under the peculiar 
_ possession granted to patented erticles. By a valid sale 
and rurenese, the patented machine becomes the private indi- 
Vidua property of the yurchaser, and is no lonser protected 
by the lays of the United Stetes, but ov the laws of the State 
in which it is situsted. Henee it is obvious thet if a rer- | 
son legally acquiring a title to that which is the subject of 
Letters Patent, he mey continue to use it until it is worn | 
out, or he nay repair it, or improve upon it, as he pleases, | 
in the same manner as if dealing with prorerty of any other | 


kind." 
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First 


t. 
rhatever for the 


Second. 
be i SE 


Lenorved or cdisno 


7. . i. * a 2 —_— a ol 
ectixliv submit upon the BoOLnts end citations 


med at the areument end above briefly stated: 


Tere is noy presented no reasonable frround 


issuance of any extraordinary vrit;end 


“That the case against Jones should either be 


sed of at Compleinent's costs; and thet case No. 


24,825 should proceed es 2n originel case upon whst may hereafter 


eppear to the Court to be the prorer meets, bounds, measure, value 


or scope, as an orliginel question, of claims 7, &, 10, 17 and 18 


of patent No. 341,214. 


April 20th, 1898. 


Respectfully sitpmitted, 


RAYMOND & OMOHUNDRO 
eu 
Solicitors for Defendents. 
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IN TEE UNITED STATES CIRCUIT COURT 





NORTEERN DISTRICT OF ILLINOIS. 


NORTEEPN DIVISION. 


- 
ee | = 


American CGraphophone Comany :! 
: In Fquity. 
VG6 ; NO. 24,8246 


Ae de CONES. ‘i 





SE Ss cS iE 


5, ips = 7 bee - = 5 - —= ete y 
Ee Se ee ° : Seniesa eeias Aik ian ol wd i iil - SES eee = =e teint ini 7 = a rd — 


ar ital: ” (leit aioli = 
i . 


This cause came on to be heard upon complainant's motion | 


for an injunction pendente lite filed herein on the 14th day 





of April, 1888, and after due notice to the defend&t, and 
we | wWpon consideration of the bill of comia2int m2 the — | a 
filed by the com:lainant in suvrort of said motion, anid after | 
the argument of counsel for defendant, as well as for the : | 
comrlainant, and the Court beings fully advised in the premi- 
ses; it is 
ORDERED:-- 


- : SE SEE i re 


That the somlainant's motion for an injunction 


I 
eS i 


pendente lite be granted, and that the writ of injunction of / 


this Court issue forthvith against the defendant, A. J. Jones 


— 


his counseliors, attorneys, solicitors, trustees, afents, 


> ee i. =F 


clerks, em-ioyes, servants and workmen, and each and every of 


to 4 eee 4 oe eS 


ict directly or indiresctiy makinz or causing to be 


eS Se 


made, any apparatus: or sound record embodying or constructed 


es -- 
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or operated in accordance vith the invention or improvement 
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set forth in complainant's Letters Fatent issued to C. As Beil 
and. Summer Tainter, on the 4th day of May, 1686, No. 341,214, 
and. especially as set forth in claims 7, 8, 10. 17 and 18, | 
thereof, excerting by the normal opreration of macnines licen- 
sed by the comrlainant, ox /from in any wise manufacturing oar 
imitating said invention es any sound record made or operated 
in accordance therewith, or from making or camsing to be made, 
using or causing to be used, or seiling or ecasausing to be sold, 
or from meking Found records 
any apparatus for making duplicate sound records ,uron any 
blanks through any other means than the normal and usual 


medium of intervening sound waves. 
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CIRCUIT COURT CF TH UNITED STATES 
~ FOR, SEE NORTHERN DIVISION 08 THE 
NORTHERN DISUTSICOY GF Tutors. 
| 
| 
| AMPRICAN GRAPHOPHONE COMPANY : 
COMPLAENANT, 
: In Chancery. 
Vis js ier PABSS5 « 
THE WESTERN PAONOGRAPH COMPANY : 
= and We. CG. BACKOF. : | 
APEIDAYIT OF CAYLOR Be SRO 
State of Fllinsis, : : 
| : SS. | 
| County of Cook. : 
A f 
| 
| 2 Tavior HE. Prown, of lavful ace, being | 
- 
: firet auly svorn, wr0n oath deposes and save: 
| | 
i I am one of the solicitors of tne above named cormiain- 
| 
| 
ant and on Thursday, the 14th day of Avril, I accompanied | 
Georre M. Wherritt, United States Dezuty Marshal for tht 
Dietriat to the office of the deferdants, Room 1180 Assocta~ 
— 
ti0n Bubliagine, And vas present when he served the writ of 
| 9 : 
| BEDSOSSS we0n the said Jtévfendsn te. ite bookyeeser, Se He 
| 
| Brow, Was also present. 
| 
; | Besides VY. C. Buekof there were tyvo other pergons in the ’ 
| os at A] = “ =, - " ‘ 
| cute office, ana in an adicining tear or work room there vere 
v z 
Lares Ohne? Pera ons. | 
| After the Denuty Marshal had made servise of the subpoena 
| | 
- giso of the restraining order amd mais to deliver up the | 
| infringing triicating machine and all dmilieate somd records | 
| 
~ Pa a, 
[tse : | | 
1 F . ‘x i 
| ig, % [ 
| 1 
lo | 
2 a eee yes oe lms . Se | ge = - So ee ee =. aici Pada Fs: — a oe ke Se Te he SS SS SS SS at salt 4 Ten 
halite: (ty alas Ss) | Raymond R. Wile 
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Said Jones vas 
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upon the defendants in this case, he askedthe defendant We Cs« 
Packof, if he knev whether ir. A. de Jones vas in tow to-day? 
to Whieh guweetion sais Eackof reziced. "res" TOS Tom Rot 
where Ha is now?" ested the Density Maranal, amt sata defendant 
Backer replied “Yea--he is in Mngzlevwood to-day-—-tie lives 


tine and with 
plain sicht of said Backor. 
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the nanes and addresses of the persons present and he der ULI | 
. 7. : 7 ~. 
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dresses ae followe: Gs S&S. Yateson, 8720: Panctiey Aves, be Ries 


1a 


ers, G45 Ne Lincoln Ave.e, Le Jones, 188 Wabash Ave., and Ae 
Jones, idg& Yabash Ave«,; sne Latter being’ the ssid Agron Ja 
JONES. One person, saia he vas not mected vith the oom- 
se€rn and was simply a mecnanic who Nad come in to get his 
tools and he refused to divulge his name. The person who 
vavye his name as E. Riemers iss fF believe ‘the same person as 
Henry P. Reimers who executed an affidavit on April i6th, 186 
filedin thie case. He was in the rear room of defendants 
Diace when the Deputy Marshal cerved the Writs aon Thursaisy 
last and when told to "come out" by Jones, came into the outer 
office in his shirt sleeves. He avtreared as tmuch he had 
rkt 


een working and I verily betieve he had been and now is a 


ermmlove of the defendants. 
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teen Aves, the jefendant in suit Ho. 24624. further inquiry 
mroved this to be true ani eservinre in the Jones suit var tken 


promptiy made on said Jones oy said Deputy Marsnai. 





Br this time defendant Eackof had fintaned reading the 


paveéra and had jotned wa in the outer office, and when again | 


asked to deliver the infrinzine machins, said "FI baven’s fot 
feny—-I solid it before Jamisry ist 18bc-- There aint mone 


"nerves" | 
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8 subting strie of the duplicatinz machines, these parts 
beinr small and very easily concesled. 


THS defenasnt Sackor finally said te the Dexutyr Marshsi 


Tere--I+ may have been packed and taken dowm +9 the new nisc 
"8S State Street. if vou Yant; we Wiil go down there and 

"Nook. for it..™ The Deputy Marshal, mr bookkeerer and I wen 
with said Eackof to 58 State Strecst to the rooms he said the 


il de 


Western Phonorrarh Comeany was moving into. "hese rooms are 
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several times larzerthan those whith the Camam’ had been ce~ 
cunpying at 1390 Association Fuiigdine., and evidentir the de~ 
fendant s are prenarinzg to largely increase their business. At 
this slace there vere several barrels ana boxes, packed vit! 
ssviist and excelsior, tho wh whieh said Backof pretended ta | 


look for the d@iplisating machine. He fingsity bproautht out 


9 @aet—-iron base piate amd one sho rase rod or menirel 
and ssid "That it--i*+ is all I san fini here", i said + 


him: "hat is not sa dprlicating machine" ana sstd Backof re— 


\- 


plied "Yes i$ 28." 
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This casting was covered with. dust s:a dirt shat could 


only have been there as the atcurmlation of weeks and perhaps 


My 


months. i examined if but is sresented no evidence oz indi- 
cation to me that it had been used for any nurzose for @ ion 


time--certainily not during that day. 


OF 


ain enutiy varsnal then made another and formal demand 
on ssid cwefeniasrt Baczkof for the nroduction of said duniicat= 
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UNITED STATES CURECUIT COURT. 
Northern Distriet of [linoia, 
Northern Division, 


American Graphophone Company 
+; 

Western Phonograph Co., and W. VY. 
Backof. — 

In Equity. 

Same 
v. 
Auron J. Jones, 


AFFIDAVIT OF LEON F. DOUGLASS, 


State of Illinois, | ; 
County of Cook. | 8S. 


Leon I. Douglass, of lawfal age, having been duly sworn, states Afdavit of Leon 


as follows: 

fam and have been for 10 years engaged in the manufacture and 
sale of ‘Talking Machines, and was prior to March Ist, 1898 the 
Chicago Manager for the Columbia Phonograph Company, General, 
which is the sole selling agent of said American Graphophone Com- 
pany; that Tana familiar with the history and art of Talking Ma- 
chines, and am aequainted with the development of the business of 
making and selling said machines, and have read and understand 
the_prineipal Letters Patent relating thereto. 
Afliant further states that he has read and understands the affi- 
vits of William C. Backof and A, J. Jones, filed in this cause, and 

that with respect to the statements contained in said affidavits 
117 to the effect that certain duplicate records made and sold by 

the said parties were lawfully made by the use of machines or 

apparatus purchased from the American Graphopbone Company or 
with its licensees, such statements cannot be true for the following 
reasons : 
- First: The sound records described in U. 5. Letters Patent No. 
341,214, on which this suit is brought, are of two kinds only, namely, 
‘ouinal records and duplicate records, both of which are equally 
severe) by the claims of said Letters Patent; those known as 
ce snai records being made hy the use of Phonographs, Grapho 
peeoses of like niachines, which are sold by the snid American ( irapho- 
pacse Company and its licensees for use in making such eriginal 
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Affidavit of Lawn 
tiled Juney, 1599. 
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recorels, rived Cheese babes ate peltgite paaaiele tavshnnyg reproductions 
ol Taree th veeoudes wolrnedi cyan bead poi oily trou sede an ipinal fe 
ords by Hhichines espoctitly desipned For the purpose. 

Second: No duplicate cecords could lave bea mide by the tan 
of a Graphophone, Phonograph, « or like tinchines furnished by the 4 ba 
American Grapbophone Company or other authorized concerns, for the | 
reason that all such machines ure desivned and adopted for making 
original sound records only, and the making of duplicate records by 
the use of such machines is inpossible without such changes therein 
or additions thereto as would make practically new and different 
machines. 

Third: No duplicate records could have been made by the use 
of duplicating machines purchased frow the American Graphophone 

Company, or its licensees, for the reason that said Company is | | 
118 the owner of all United States Patents (including one obtained joes 
by affiant und assigned to said Company), which cover the ouly ae), 
practical means for producing duplicate from original records, and Sait, 
also because tae sud American Graphophone Company mnd its sole Ni 223 
selling agent, the Columbia Phonograph Company, makes it an ip- agbicks. 
varinble rule to sell no dupheating machines, and none can be pur- ete Cae Fe 
chased by those who are not licensces. ie | 
Afliant further states that he has never purchased from Henry a ae 
Reimers any duplicating machines or any parts thereof. | = 

Atlant further states that «ll records made on a duplicating ma- . 
chine possess a certain peculiarity by which they can be certainly " 
distinguished from original records; that afliant has tested certain fe 
records in evidence berein, marked ‘* Complainants’ Exhibits, De. ° 
fendants’ Lecords, M. lL. Price, Notary Publie,’? which were 
brought to affiant by W. A. Whitehead, who informed affiant that | | 
said records had been by him purchased from the said Western ; pars i 
Phonograph Company, and that from the tests made, affiant finds | | 
that said records were made by the use of the duplicating machine 
und of necessity cannot he the product ef «» Phonograph, Grapho- ane 
phone, or similar sound recording or sound reproducing machine. a : 

Affiant further states that during the month of Mareh, 1898, the 
said Henry Reimers came to afliant and stated to affiant that he had 

purchased for the said Western Phonograph Company ten bar- 

119 relsof black reeord cylinders in the east, which had been de- 

layed in transmission, and that he wished to purchase a barrel - ~ 6 Sew 

of the same from affiant’s company for immediate use of said | ees 

Western Phonograph Company ; that a barrel usually contains 160 : : 
records; that the quantity then purchased by said company was das 

lurgely inexcess of its possible needs in the making of original be 

records, and that, to the best of uftiant’s know leaige and belief, the 

sail company has ‘had no facilities for the making of original 
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peeretebs Fn ENN constlerable “yea cut idies toeeg AT seh facilities a8 Are Amedavit of Leva 
neces) fer poetaeing the variety of tecamts whieh ib advertises Sint Seana tia. 
ly ths eababeurtie cverked ©} Bahia ACY ) to furoish, and especially 
for the making of vecords of band amd orchestral musie, which is “ 
« largely represented in such e@utalogue.  Atiant furtuer states that 
he has examined such calrlogne of records otfered for sale by the 
Western Phonograph Company, aud finds that the greater portion 
thereof are records of performers who live in the east, many of whom 
are under exclusive contract with the American Graphaplone Co., 
nnd its sales agent, the Colambia Graphophone Company, General, 
for the making ef original records, from which to prepare duplicate 
records and that it is improbuble, if not impossible that the West- 
orn Phonograph Ci mpany could have obtained the services of said 
performers for the purpose of making original records in Chicago, 
Afliant, therefore, believes that the records made by the use of the 
blanks referred to by said Reimers, as aforesaid, and sold) by said 
Western Phonograph Company from said ecatulogue, are duplicate 
records made by the latter company in Chicago. 
120 Alliant further states that duplicate recor: Is of certain per- 
formers, and more especially of music by Issler's Orchestra are 
mmade only by the United States Phonograph Company, who have 
maintained a price of not less than seventy (70) cents wholesale and 
. ie dollar (81.00) retail therefor; that the Western Phonograph 
Company, offers to sell the same records for fifty (50) cents each 5 
that two of the exhibit records marked Complainants’ Exhibits, 
Defendants’ Records”? are of pieces of music by Issler’s Orchestra 
and were purebased from the said Company at the price of fifty (50) 
centseuch; that [ssler’s Orchestra records, to affiant’s knowledge, 
ot be obtained from the makers thereof for less than seventy 
70) cents each, that said United States Phonograph Company is 
not licensed to make duplicates, and the duplicates so purchased 
were, therefore, probably produced either by said Western Phono- 
grapl Company ov by other unauthorized makers. 
And further affant saith not. 








































LEON F. DOUGLASS. 
Subscribed and sworn to hefore me this 18th day of April A. D. 
1898. 







WILLIAM L. HALL, 
a | Notary Public. 
(Endorsed) Filed Apr, 18, 1898. 






Ss. W. BURNHAM, ' 
Clerk._ 


S. W. BURNHAM, 







(Endorsed) Filed June 9, 1899. 
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Opinion of Hon. Hoyt H. Wheeler on Order 


to Show Cause why Defendants Should. 
not be Attached for Contempt, etc. : 3 


‘United States Circuit Court. | 


SOUTHERN DISTRICT OF NEW YORK. 


AMERICAN GRAPHOPHONE Co. 
vs. i. 
3 In Equity. 
CLEVELAND Watcutr, Epwarp F., 
LEEDs. 


The claims of this patent that have been sustained 
cover sound records, as manufactures. The defend- 
ants have phonographs acquired from the American 
Phonograph Company, which that company had a 
right, acquired from owners of this patent, fo use for 
making such sound records, and this right came with 


ae 


the phonographs to the defendants. When the deerée ° 


for un injunction was settled, in order that the defend- 
ants might not be restrained from doing anything that 


they had a lawful right to do, the decree for the injune- ° 


tion was not left to be for an injunction against making, 
using and selling such sound records aboot ately bat 
only against such as _were not, or should not be yp mac e 
on machines not procured from the plamtiff, or under 
this patent.” [AIPsuch sound eEoRIs So made by TS 
use of the phonographs so procured in subordination 

to the patent, andto the rights of those owning 1 
were left free to the defendants; all other such sound 






records were prohibited to them. They appear to have: 


Mo 
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| e% ciate 
nob appear to bo any diilerence between the Guipiials { i 
and duplicates when made; the former are ‘ : 


tunderstood to be made by the operation of sound 
waves of speech or music in the air upon the phono- 
graphs, which are made thereby to record them; the 
= — Jatter are understood to be copied by machines from 
the former, and not to be made by sound waves in the 
air. The latter cannot be made by using the phono- 
| graphs which the defendants have the right to use 
[| nlone; other means are, and necessarily must be, em- 
ployed in making them. The defendants are strictly 
limited by what their phonographs so procured are 
actually made to do, the use of those existing things | 
only being what is free from the monopoly of the pat- 
ent to the defendants. ‘The right to make sound rec- 
ords by the use of certain phonographs does not 
include a right to make~tike” sound récords by other 
means, or by the use of the phonographs and other 
7 | means necessary to accomplish the making of them. 
This latter the defendants appear to have done, and by 
doing it they have gone outside of the license implied 
from the ownership of and right to usa the specific 
phonographs from the American Graphophone Co. 
and have thereby violated the injunction. They have 
done this as officers of a corporation organized while ef 
the case was under advisement, but that does not make 
their own acts any less a violation of the injunction. | 
They must therefore be adjudged guilty of contempt. () BE 
They claim to have been misled by the wording of 
this part of the decree, and as this proceed- 
ing is in its nature criminal, although /for i 
the protection of a civil right, they are entitled to , 
| 
| 









the benefit of any fair doubt in’ that respect. 
The words do not seem to be ambiguous in this 
direction, but may have appeared so to others ; and to 
give the defendants the full benefit of all possible 
doubt of intent arising from ambiguity they will not 
be punished beyond making good the injury to the | 
pitty by paying over, upon ascertainment, the profits 
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wil let an account be taken by the master of the 
profits and damages of the violation of the injunction 


order, to be paid in some short time after the coming . 


in of the report, with costs, and in default thereof de- 


* fendants to stand committed till the same are paid. 


Hoyt H, WHEELER. 


Puitie Mauro, for plaintiff. 
ALBERTUs H. West, for defendants. 


|EnporsEep:] U.S. Circuit Court, South. Dist. of 
N. Y. American Graphophone Co. vs. Cleveland Wal- 
outt, Edward F. Leeds. Opinion. Wuerrsr, J. U. 
S. Circuit Court, Filed Mar, 28, 1898, John A. Shields, 
Clerk. ; 
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SOUTHERN DIBLEAYT Oh tM YORK. 
i I EAN ‘ 
AMERICAN GRAPHOPHONE COMtNS) 1 | 
vs. In Equity. 


| r 
ee 
— 


~ anited States Cirenit Court, | 
x, 
| 


Waxievrt & Lreps, Lrp., FT M. 


To THE DEFENDANTS ; 


You are hereby notified that on the hearing of the 


f 
| 
| woin an March 4h, 1898, | 
der to show cause, etc., herein, ott A ey 
y aall use on behalf of complicit the pina : 
| ; wl j ity action No G04, now pena- | 
oe ee cat taeeen Aneto Graphophone | 
ry , 4 Waly A based on Letters 
| nd Cleveland Wateutt. «1 | 
aang eee anit Nos BAL2s. and the ee | 
i iil, now pend- 
ceedings | rity action Nee Gert, nowy ! 
a Lag ose in ya the Aue tien (iraphophone | 
ing in this Court betwes a Te Laois 
Jand Walentt amt. woitel DP, 4 | 
Company and Cleve cath call! seal : 
| and based on Letters Patent Nee fe ‘i sds 
3 testimony and ptoceedings being on tle in the Offe 
‘ of the Clerk of this Court. 
} New York, March 2, 1898. 


| ectfulls ‘ 
WeLein eg ; Resp Hee. S. Dven, 


atk) : Soliciter for Complainant. 
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At a Stated Term of the United States Cir- 
cenit Conrt for the Southern District 
of New York, in the Second Circuit, 
held at the United States Court”. 
Rooms. in the City of New York, on 


the Ist day of March, 1808. 


APH. ae 
Prosent-—IToh. ¥2..- 7) Lacompe, Cireuit Judpe. 


6 


AERICAN COGALDTOMTHONE COMPANY 


VS. 


1 vl i 
7 
rf adh he at he 


. In Equity. 


=. 


Warcerr & Lerps, Lrp., CLEvELASD 
Warcurr, Howarp FP. Lenps stil 
Gronan i. 'Tewksiuny. 


ee Fale 
. 7 oa 
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On reading and filing the bill of complaint herein, 
veritied Marvel Ist, 1808, and the affidavits of ©, A. L. 
Massie. Edward D. Easton, Mervin FE. Lyle and George 
J. Gaskin, all verified February OR, 1808, and after due 
consideration thereof, it is, on motion of counsel for 


v 


1 
"SF 7 L ‘ r 
i sa i oo See 


er, he 


compliment, 
Ordered that the defendants Waleutt & Leeds, Ltd., 


Cleveland Waleutt, Edward F. Leeds and George E. 
Tewksbury, and each of them, show cause, if any they 
have, before this Court, at the United States Court 
Liooms, Post Office Building, New York City, on 
Friday, March 4th, 1808, atthe opening of the court, 
or so soon therentter 2s compsel can be heard : 

(1) Why defendants and cach of them should not be 
nle Lite in aevordance with prayer three 
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enjoined pene 
of the bill of complaint herein. 

(2) Why an order should tiet be entered by this 
Honorable Court commanding the defendants and each 
of them to deliver ny to thie judicial eustody, ti niche 
the result of the cause, all apporitis for making dupli- 
ente sound records, and all disp ce we wind records in 
the Possession or vnider thie cea treed vif earl defemlbants 


qr abit’ of them, or, il thie white dtaatave, ehipevubraye wel 
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restraining the said) defendants aud each of them mn 
their associates, attorneys, servants, clerks, agents and 
workmen aginst selling, JoaSing, eneumbering or im 
anywise parting, either in whole or in part, with the 
title to ane ssession of all wpperabias for making 
duplicate sound records now owned, either i whole or 
in part by said) defendants: or any of them, or in their 
possession or uuder their conmigo) weit the possession 
or under the contre) of any of them. 

It is further ordered that, until the bearing and de- 
termination of this order to shew cause, the said de- 
fendants and each of them and their associates, attor- 
neys, servants, clerks, agents amd workmen be, and 
they hereby are, enjoined and restrained: from making, 
using and selling duplicate sonnd records containing 
and employing the invention set forth in Letters Pat- 
ent No. 341,214, and specitied particulurly in claims 7, 
8,10, 17 and 18 thereef. 

Tt ix further ordered that, anti the hearing and 
determination of this order to show cause, the said 
defendants and each of them aml their associates, 
attorneys, servants, clerks, agents and workmen be, 
and they hereby are, enjoined and restrained from sell- 
ing, lensing, enctunbering, removing from thera present 
location, or in Ly Wise parting. eithien im whede con in 
part, with the title to mul possession of all apparatas 
for making duplicate sound records nos owned, either 
in whole or in part, by said defomtants or any of them, 
or in their possession or under their erat rel, or in the 
possession or under the control of any of them. | 

It is finther ordered that a copy of this order and of 
the affidavits and bill of complent upon which the 
game is made be served upon the defendants on or 
before March 3, 1898. 

E. Henry Lacewrr, 
United Steves Care uit Judge, 
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Bill of Complaint. 


To THE HononraBLe THe JvpGes or rie Uxrrep STaTEes 
Creurr Courr ror true Sovwrsern Distrier or 
New Youn: 


THe AMEnican Giaptornone Company, a corporation 
organized and existing uuder and by virtue of the laws 
of the State of West Virg’ fa, and having its principal 
office at Washington Cit) im the District of Columbia, 
brings this, its bill of complaint, against Wancurr & 
Liveps, Liarrnp, 1 corporation organized and existing 
under the huws of the State of New Jersey, CLEVELAND 
Watcurt, individually and as secretary and treasurer 
Of the said corporation, Hpwarn FP. Liens, individnally 
and as president of the said corporation, and Groner 
LE. Tewksseny, individually and as a stockholder of said 
corporatisn, said Waleutt and said Leeds being resi- 
dents of the Borough of Manhattan, City of New York, 
within the Southern District of New York, said Tewks- 
bury being a resident of Newark in the State of New 


Jersey, and said corporation and said Waleutt and 
said Leeds and said Tewksbury having a regular and 
established place of business at No. 53> East Eleventh 
street, within the said Borough of Mauhattan. 


And thereupon your orator complains aud says: 


lL. That Chichester A. Bell and Sumner Tainter, then 
of Washington, aforesaid, were the original, first, and 
joint inventors of certain new and useful improvements 
in recording aud reproducing speech and other sounds, 
which improvements were not kuown or used by others 
in this country before their invention thereof, and were 
not patented or deseribed in any printed publication in 
this or any foreign country before their invention 
thereof, and were not ine public use or on sale in the 
United States for more than two years prior to their 
application for a patent therefor, 


9. That thereafter the snid said Chichester A. Bell 





Bill of Complaint. 
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and Sumner Tainter made application in due form of 
law to the Commissioner ©° Patents for the grant of 
Letters Patent of the United States for the said inven- 
tion, and then andl there frilly compliod in all respects 
with the provisions aud requirements of the laws of the 
United States in sueh case made and provided; that, 
therenpon the provesdings being had npon said appliea- 
tion, Letters Patent of the United States, in due fori of 
law, wore issued and delivered to the said Chichoster A, 
Bell and Sumner Tainter, in the vane of the United 
States of America, toder the seal of the Patent Oflice, 
mil signed and) conntersigned respectively by the 
proper oflicers of the United) States, and dated Maw 
4th, I8S6, numbered 341,214; and that the said letters 
patent did grant te the said Chichester AL Bell and 
Sumuer ‘Tainter, their heirs or assigns, for the term of 
seventoen veurs from the said dth day of Miuy, IS86, 
the fall and exelusive right to make, use and vend the 
said invention throughout the United States and the 
territories thereof, as by reference to the said letters 
patent, ora duly anthentiotted copy thereof, here tn 
court to be produced, will more fally and at large ap- 
pear, 
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3. And your orator farther shows that on the 29th 
day of March, 1887, said) Chichester A. Bell and- 
Sumner Tainter, by an iustrument in’ writing duly 
signed and delivered, and recorded in the United States 
Patent Olfice the 221 day of September, 1887, did vive, 
graut and convey to the Volta Graphophone Com- 
pany # corporation organized and existing under the 
laws of the State of Virginia, its successors and ns- 
signs, the entire right, title and interest in and to said 
Letters Patent No. 341,214, granted to them as nfore- 
said, and in and to the invention secured thereby, as ae 
by reference to said instrument, or toa duly authen- fs, : | 
tieated copy thereof, here in court to be produced, will tne 
more fully and at large appeur. 
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4. That on the 24th day of January, 1893, the said 
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Volta Graphophone Company, by an instrument in 
writing, duly signed, sealed and delivered, and recorded 
in the United States Patent Office on the 25th day of 
January, 1893, did give, grant, assign and convey to 
your orator, its successors and assigns, the entire right, 
title and interest in and to said Letters Patent 
No. 341,214, and in and to the invention secured 
thereby, as by reference tosaid instrument, or a duly 
authentiented copy thereof, here in court to be pro- 
duced, will more fully and at large appear. 


5, That your orator has been ever since the date of 
the assigmment last mentioned, and was at the time of 
the commission of the acts hereinafter complained of, 
and is now, the sole and exclusive owner of the said 
letters patent, and of all claims for infringement 
thereof, and has been and is, save for the doings of 
these defendants and others acting in concert with 
them, in the exclusive possession of said rights and 
privileges, and is entitled to the exclusive use, benefits 
and advantages of the said inventions and improve- 
ments, and to sue for and recover to its own use all 
claims for the infringement or violation thereof. 

6. And your orator further shows that it has ex- 
pended large sums of money in practicing said inven- 
tion and introducing the same into public use, and the 
same is of great commercial value and practical 
utility; that a preat public interest has been mani- 
fested therein and a large demand created for sound 
records constructed In accordance with or embodying 
the same, which demand your orator is ready and 
auble to supply; that the taets that the said Bell aud 
Tainter were the original, first and joint inventors 
of said invention; that the patents above named 
(particularly with respect to claims 7, 8, 10,17 and 
18 thereof) is a good and valid patent, and also the 
claims of your orator to the exclusive right to the said 
invention under the said patent, have all been reeog- 
nized and acknowledged by the public generally in all 
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’ parts of the Dnited States; and that, but for the in- 
fringement and wrongs hereinafter complained of, your 
orator would now be in the peaceful possession and en- 

coil joyment of the said letters patent and invention, and 
of the income derivable therefrom, 


7. Your orator farther shows that or or about Feb. 
ruary 7th, 1897, it filed its “bill complaint in the 
Cireuit Court of the United States for the Southern 
District of New York agaiust Cleveland Waleutt and 
Edward F, Leeds, doing business under the firm name 
mul style of Walent & Leeds, at No, 53 East Eleventh 
street, in the Borough of Manhattan, City of New 
York, both said Waleutt and said Leeds being citi- 
zens of the State of New York ‘ml inhabitants of the 
Soythern Distriet of New York, the said bill alleging 
infriuzement of said = Latters Patent No, 341,214 
above mentioned, and particularly of clains 7, 8, 10, 
17 and 18 thereof; that the said defendants duly ap- 
peared mid answered : that repheation was filed, proofs 
taken and the case brought on for final hearing before 
Hon. Hoyer H. Wuererrn, District J dive, und that on 
the 19th day of January, 1898, 1 decree was duly en- 
tered, establishing the validity of said Letters Patent 
No, $41,214, us to elaias 7,3, 10, 17 and 18, and the 
title of your orator thereto, and the fact of the infringe- 
ment thereof by the said defendants therein by the 
manufacture of “ duplicate-sound records,” and award- 
ing a perpetaal injunction, which said deeree poy re- 
mains in fall force and effect, as by a duly authenti- 
eaxted copy of said ilecree, in court te be produced, will 
more folly and at large appear; and that a writ of in- 
junction, in accordance With said decree of said Civenit 
Court, duly issned mgninst said Walentt and Levels, 
Was served, and now remains in full force and effoet. 
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8. And your orator further shows, upon informa. 
tion and belief, that the defendants, ane Cuch of 
them, and others acting in connection with them, well 
knowing the premises since the grant of said letters 
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patent and since the acquiring by vour orator of its 
title thereto, as hereinbefore set forth, within the said 
Southern District of New York and elsewhere in the 
United States, wrongfully and unlawfully and with the 
intent to injure your orator, and {to deprive it of the 
just profits resulting from said invention, which profits 
otherwise woule accrue to it from the practice of said 
invention, and withert the jicense or consent of your 
orator, have, both jointly and severatly, made, used 
and vended sound records, sulistantially as described 
in said Letters Patent No, 341,214, aud partienlarly 
suchas are pointed out in claims nimubered 7, 8, 10, 
17 and 18, and that they still continue so to do, aud 
that they are threatening to continue the aforesaid un- 
lawful acts to a large extent, all in defiance of the 
rights secured to your orator, as aforesaid, and to its 
great and irreparable loss and injury, by which your 
orator has been and still is being deprived of great 
yains and profits that it wontd otherwise have obtained 
but for the aforesaid unlawful doings of the defendants ; 
and your orator further shows that the said defeud- 
ants have derived and received, and still are deriving 
and receiving, great gains and profits from such unlaw- 
ful acts, bnt to what extent your orator is ignorant and 
cannot set forth, and therefore it) prays a discovery 
thereof. 


9, And your orator further shows, upon informa- 
tion and belief, that during the pendency of the snit 
ayaiust the defendants Waleutt and Leeds, as herein- 
before set forth—to wit, In or about the month = of 
December, 1897—the defendant Tewksbury, conspiring 
and confederating with said Waleutt and Leeds, cansed 
the defendant company, Walentt & Leeds, Limited, 
to be organized and incorporated for the purpose of 


earrying on, in the Borough of Manhattan aforesaid, 


the business theretofore transacted by said Walentt 
and said Leeds, and avainst which the said suit was 
directed; that in carrying out this project the said 
Waleutt and Leeds transferred all their business, stock, 
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tool, fixtures and plant to the defendant corporation, 
said Waleutt & Leeds, Limited, a contrelling interest 

in which concern was thereupon vested in, or phiced 
under the control of, the said ‘Tewksbury, the defend- 
aut Leeds being elected president, and the defendant 
Waleutt secretary and treasurer; that tho business 
earried on under the arrangement recited is sulstan- 
tially that theretofore earricd (or Sy the defendauts 
Waleutt and Leeds, to wit, the manufacture and sale 
of duplicate sonnd-records containing aud employing 
the invention set forth in Letters Patent No. 341,214, 
as above.recited, and against which manufacture and 
sile the said Walentt and Leeds were, by the decree of 
this Honorable Court as hereinbefore set forth, per- 
petually enjoined and restrained; that samony the arti- 
cles transferred by the defendants Waleutt aml Leeds 
to the defendant corporation, Waleutt & Teeds, 
Limited, ave certain duplicating machines which are em- 
ployed for mannfacturing the said infringing duplicate 
sound-records, and which machines are capable of no 
other or non-infringing use; thet since the transfer 
herein set forth to the defendant corporation, it, said 
corporation, has contimmed the said) business previously 
carried on by said Waleutt and Leeds, without inter- 
ruption and in the same premises, the defendants 
Waleutt and Leeds being still persoually in charge 
thereof, and practically the only change being in the 
name under which said business is carried on, aud the 
fact that a controlling interest in the business is now, 
as your orator is informed and believes, vested as 
nforesaid in said defendant Tewksbury. 


oe ’ a al 7 2 - di 
woes Wiig! re + ee = , 
ee rt “2% ‘| wal 3 a F ir = ot ie i i : 


* 


* 


10, And, further, your orator shows that it has 
never sold any duplicating machines or apparatus for 
making copies of original sound records, or authorized 
any person or persons to manufacture or use such mi- 
chines, with the exception of 2 shop-right granted to 
the National Phonograph Company and limited to use 
atasingle shop, and that no such machines or ap- 
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paratus have ever been sold junder its patents; that 
the duplicating machines now in possession of the said 
defendants were*not sold by complainant, nor under 
its patents, nor made by its authority; that such ma- 
chines are not capable of any use except to manu- 
facture sound records such as described in said Let- 
: ters Patent No. 341,214, and particularly pointed out 
in said claims nembercil 7, 8, 10, 17 and 18 thereof ; 
that the said machines are of small size, can be readily 
88 transported from place to place and used and operated 
in seerecy, und that witha relatively small number of 
sail machines, such as could operate in a room of | 
moderate size, it is possible to manufacture over a 
thousand sound records a day. 
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11. And your orator further shows unto your | 
Honors that the manufacture, use and sale by the said : 
defendants of duplicate sound records, embodying, . 


e 

. employing or containing the invention set forth in said | 
39) Letters Patent No. 341,214, and their preparation for 

! . coutinuing and avowed determination to continue the 






same, and their other aforesaid unlawful acts in dis- 
revard and defiance of the rights of your orator, 
have the effect to and do encourage and induce others 
to veuture to infringe said letters patent. 













12. And your orator further shows upou informa- 
tion and belicf that your orator and all persons 
making under authority of your orator dupli- 
40) cate sound records, employing, embodying and opera- 
ing, or made in accordance with your orator’s said in- 
vention as described and claimed in the letters 
patent aforesaid, have given notice to the public that 
the same are patented, und have affixed thereto the 
word “ patented,” together with the day and year the 
said patent was granted; «and your orator further 
shows that the said defendants were duly notified of 
their infringement herein complained of, but refused 
to desist therefrom, and still continue so to do, 
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of and under the seal of this Honorable Court, com- 
manding, enjoining and restraining the said defendants 
and each of them and their associates, attorneys, ser- 
vents, clerks, agents and workmen, ayainst. selling, 
leasing, encumbering, removing from its present loca- 
tion or in anywise parting, either in whole or in part, 
with the title to, and possession of, all apparatus for 
making duplicate sound-records, now owned, either in 
whole or in part, by said defendants or any of them or 
in their possession or under their control. 

(5) That the said defendants may be required by 
decree of this Honorable Court to account for all such 
gains and profits as have accrued or arisen or been 
earned or received by the said defendants and each of 
them, and all such gains and profits as would have 
acerued to your orator but for their unlawful doings, 


and also that this Honorable Court may assess all the | 


damages which your orator has incurred or shall have 
incurred on account of-the defendants’ infringement of 
said Letters Patent No, 341,214, and may inctease the 
damages toasum vot excreding three times the amount 
thereof ; that the said defendants be required to pay 
over to your orator, in addition to the profits accounted 
for by them, the damages incurred by your orator 
assessed as aforesaid by this Honorable Court ; that 
the defendants be decreed to pay the costs of this suit ; 
and that your orator have such other and further relief 
ns the equity of the case may require. 

To the end, therefore, that the said defendants may, 
if they can, show why your oratar should not have the 
relief hereby prayed, and may full, true and direct 
answer make—but not under oath. answer under oath 
being expressly waived—according to the best and ut- 
most of their knowledge, information, remembrance 
and belief, to the several matters hereinbefore averred 
and set forth, as fully and particularly as if the same 
were repeated, paragraph by paragrap!, and said de- 
fendants thereto severally and specifically interrogated, 
may it please your Honors to grant to your orator a 
a writ of subpana ad respondendum, issuing out of and 
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Bill of Complaint. 


under the seal of this Honorable Court, directed to 
said defendants, and each of them, commanding them 
-to appear and make answer to this bill of complaint, 
and to perform and abide by such order nid decree 

herein as to this Coart may seem just. 
AMERICAN Grapnorioxr Comrasy, 

B.D. Basron, 
‘Se 7” President. 


Ricip. N. Dye, 
Solicitor for Complainant. 


| SEAL. | 


ANTHONY PorLoK, 
Puitie Mauro, 
8. O, Epmonbs, 
Of Counsel for Complainnnt. 


Srate or New York, ? ae 


City of New York, 5 

Epwarp D. Easrox, being duly sworn, deposes and 
at he is president of the American Graphophone 
as complainant in the foregoing bill ; 
that he has read the same and knows the contents 


thereof, and that the same ‘+s trne of his own knowl- 
edge, save of the matters therein stated upon informa- 
tion and belief, and that as to those matters be believes 
them to be true ; aud that the seal afixed to said bill 
is the corporate seal of said complainant, and was by 


him affixed to the bill by authority of said corporation. 
Eywanrp D, Easton. 


says th 
Company named 


= 
ay 


Subseribed and sworn to he- 
fore mo this Ist day of 
Mareh, 1898. 4 


Toa ait be 


S. O. Eponps, 
Nortary Pubtie, 
Kings Co. 
Certificate filed in New York Co. 
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AFFIDAVIT OF EDWARD D. EASTON, for ucze 
in suit about to be brought in U. 8S. Cireuit Court, 
Southern District of New York, by Amentcan Grapno- 
PHONE Cowrany Against Watcurtr & Lerps, Lrp., ev AL, 


_— _—-= : - am 


AMERICAN GuarnopHons Co., 
‘omplainant, 


vi In Equity. 
Waccorr & Lreps, Limiren, er Ab, 
Defendants. 


—s TS = —=— = 


Affidavit of Edward D. Easton. 


Srare axp Country or New York, ss. : 
: 

Epwarp D. Easxron, being duly sworn, says : 

Tam President and General Manager of the Ameri- 
can Graphoplone Company, Complainant herein. I have 
been engayed in the talking-inachine business since the 
beginning thereof, and am familiar with the past and 
present conditions of that lusiness in all its details, 

The defendant Cleveland Waleutt, and the firm of 
~ Walentt and Leeds, bis successors in business, have for 
about five years past carried on in this city the mann- 
facture of sonnd-records, using the ordinary Grapho- 
phones or phonographs and blank tablets in the well- 
known manner, Some of the phonographs in use by _ 
them were purchased by Waleutt from the receiver of 
the North Amercan Phonograph Company, and it is 
likely that some, or probably all, were made under 
license from complainant. Some phonographs and 
supplies were made and sold by said receiver without 
wuthority from complainant, and, in consequence 
thereof, complainant brought suit against him in the 
Circuit Court for the District of New Jersey, resulting 
in « final decree for complainant, entered August 24, 
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1896, for an injunction and for damages and costs, 
which were recovered by complainant. 

Several years ago, in order to reduce the cost of © 
sound-records to users thereol!, ce mplainant began the 
mannfacture of * duplicate” sound-records under the 
patent in saiand other pateuts owned Ly complain- 
ant. ‘This maurofactnre is a different, and distinet 
operation from the produttian of ssirigciiad  sound- 
reeords, the latter being merely the normal product of 
the graphophone. Duplicate sound-records are made 
on duplicating machines, specially constructed for that 
work, and their function is to produce on a blank 
tablet an engraved copy of the sound-writing on an 
original * master" reeord, the copying being effected 
by transferring devices. Complainant has a huge 
number of these machines in operation nt its factory. 
It has never sold any duplicating machines to others, 
or licensed or authorized any person or concern to 
make nnd sell such machines. With the exception of 
a shop-right license erated in February, 1808, to Mr. 
Kdison’s Company to make duplicates at one sliop 
only, it has granted no license or authority to any one 
to manufacture such articles. Duplicate sonml-records 
cannot be made excspt on d nplicating machines, ancl 
particularly canot be made by graphophones or 
phonographs. — Although theoretically two  yrapho- 
phones could be so placed that one (provided with a 
sound-record and a reproducer) could talk into 
another (provided with a blank tablet and recorder), it 
would not be possible to mike commercial duplicates 
in that way. 

During all this time when complainant was intro- 
ducing duplicate sound-records commercially, defend- 
ants did not enter upon that business, but used their 
graphophones . and phonographs for making origi- 
nal sound-records until the latter part of 
the year 1896, about a month before the bill 
of complaint in the action above mentioned was filed. 
As late as May, 1897, the catalogues printed by 
Waleutt & Leeds, one of which was produced by the 


ri 5 i So ee § ih 
- ies 


Te a 
‘x= 
z 
¢ 
i = 


_ 
ate i 
* - ” ae 


Oe, ts = 


Se 
ra 


T 


"a 
ae Sey 
yo 


> 


= a 
- 


. ‘ Teer, 


* 


- 





“Raymond R. Wile 
Reseasgh Library 


ant 


mt 't . 


OFF “ 
iw 


i a 


ae 


ae! Se ee “oc eet 
= ‘Fe = 
fie + elite. ge aS | 
1 ee te 


- 
- 
il 


S 
ste “a + 
oF 2, 


E®D. Easton. 


—_ = =. so oe = ee ee ee ee ss 


witness Alward in Suit No. 6542 against the defendants 
Walentt and Leeds herein, and obtained by him at 
their place of business on May 14, 1897, contained 
this statement : ; 

* We do not make a few original records to improve 
the average, and sell the majority of duplicates, We 
make and sel) original records only. This is 
guaranteed.” 2 

T have recently obtained possession of a catalogue 
which bears on the first page of the cover the 
following title: ‘ Reeords for the Phonograph and the 
Giaphophone ; Made for the Consolidated Phonograph 
Companies. Sold by Waleutt & Leeds, Ltd., 53 Mast 
Eleventh Street, New York.” 

This was the first intimation T had that the firm of 
Waleutt & Leeds had been converted into a corpora- 
tion. I received the first positive confirmation of this 
on February 25, 1898. 

There are known at the present time duplicating 
machines of two types, which differ in form, though 
not in substance. ‘The first of these is that described 
by the ‘Tainter Patent No, 341,287, May 4, 1886, and 
consists essentially of supports for the master record 
and blank tablet respectively, means for rotating these 
supports synchronously, a follower for following the 
gound groove of the master record and receiving 
vibrations therefrom anda cutting point mechanically 
connected with said follower, for cutting a copy 
of the original reeord in the blank tablet. This type 
of machine has been improved by Bettini (see 
Patent No. 488,381, dated December 20, 1892) and 
Macdonald (Patent No. 559,806, dated May 12, 1896). 
The Tainter, Bettini and Macdonald patents are all 
owned by the complainant company. ‘This type is that 
which is used by complainant and by all others who 
are naking duplicate records at the present time, so 
far as my information extends. 

The second type, which is the same in principle as 
the first, differs therefrom in that the follower and 
cutting point actuated thereby are each carried by a 
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diaphragm, and the two diaphrgms are connected by a 
closed passage in which a body of air or other finid is 
_- confined. This type of machine is covered by patent 

~ gee No, 475,490, granted to me, us the assignee of Lb. YT’, 

2 Donglass, May 24, 1892, and by me assigned to the 
complainant company. The duplicate records . pro- 
duced by this machine ace not of se yoo n quality as 
those produced by duplicdiizg xwelfes of the type 
just described. : 

No other duplicating methods or machines have ever 66 
been commercially used to my knowlege, and my knowl- 
ede of the industry is such that [ am sure I would 
have learned thereof if any other method or machine 
existed. Duplicating machines cannot be used for any 
purpose except to make sound records (copies of orig- 
inals), such as described and claimed in the patent in 
anit. ‘The cost of making original records (which are 
made on graphophones or phonographs in the well- 
known way) is relatively high, but by means of dupli- 
cating machines, using an original revord so male as 
a “anaster,” duplicates thereof ean be obtained at a 
much smaller cost. By the employment of daplicating 
machines, complainant is enabled to sell duplicate 
sound records at twenty-live cents apiece wholesale. 

Duplicating machines are of simple construction and of 
ainall dimensions. Fifty such machines can operate ina 
room of moderate size and turn out a product of about 
five thousand a «ay. ’ F 

I have been informed by Mervin E. Lyle, and by 
several other persons, a8 coming directly from Wat- 
entt, that, since December 10, 1897, the date on which 
suid Waleutt says the business of Walentt & Leeds 
was transferred to the corporation of Waleutt & Leeds, 

Limited, and since the recent decrees against Waleutt 

& Leeds, 1 great many additional duplicating machines 

have been added to the plant at No. 53 Bast ILth St., 
and that the daily output of that plant amounts to 
many thousands. 

Said Waleutt is also inducing and inciting others to 
infringe by xprending the statement that no deeree has 
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been made agaitkt his firm in respect of duplicate 
sound records, and this statement has appeared in 
print and has been extensively circulated, | 

By reason of this fret complainant has sustnined, 
aud is sustaining, great and irreparable injury, for 
Which no adequate damages ean possibly be recovered 
1 The only persons openly connecteil with the 


corpor- 
. tion Walentt & Lords, Limied, who have wy substan- 


: tial interest therein, are said Waleutt & Leeds, who 
; . 70 have ww responsibility or financial standing. The other 
three directors, who, Mr. Walentt says, represent the 
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! controlling interest, and which he refases. to disclose, 
| 7 are clerks in the office of My. Hayes, of Newark, who 
ay has for many Vvears been, and is how, attorney for 
Whe George E. Tewksbury, who is well known to he actively 
| : associated with Walentt and Leeds, and is defendant in 


suits broneht by this complainant in the Distriet of 
New Jersey. These three directors are nuderstood to 
have ouly a nominal interest in the defendant corpora- 
W tion and are persons of no financial standing, On 
information and belief I assert that the controlling in- 
| terest in said corporation is owned by said Tewksbury ; 
| that ho dictates the policy of said corporation; and that 

the officers of said corporation, tho said. Walentt and 
: Leeds, while nominally carrying on the business of said 
concern, in fact do so under the directions of the said 
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tak 


ee eee ee ee 


Tewksbury. 


Epwarp D. Eason. 
Sworn to and subscribed lee 
72 fore me this 28th day of | 
February, 1898. 
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S. O. Epwanps, 
[SEAL, | Notary Public, 
Kings Co, 
Certificate filed in New York Co. 
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AFFIDAVIT OF C. A. L. MASSIE, for use in suit 


about to be brought in the United States Cireuit 
Court for the Southern District of New York, by 
AMERICAN GRaPHorHonk CoMpANy AGAINST WaAL- 
corr & Lreps, Lirp., rr an. 


OIRCUIT COURT OFTHE UNE?ED STATES 


For rue Sovurnren Distuter or New Yor. 


= ee = —- a 


American Grarnornosr Company 
vs. In Equity. 


Watrcurr & Lreps, Linirrp, er At. 


a a ee ee ee 
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Affidavit of C. A. L. Massie. 


©. A. L. Massie, being duly sworn, deposes and 
SAYS : 

I am a resident of the City of New York, and an 
attorney at law with the firm of Pollok & Manro, coun- 
sel for complainant in this case, 

T have devoted much time to the study of former 
suits brought by the complainant. one against Cleve- 
land Walcutt, and two against Waleutt & Leeds (both 
Mr. Walentt & Mr. Leeds being defendants in the pres- 
ent suit), and I am familiar with the evidence in those 
sirits. . | 
Mr. Cleveland Waleutt, one of the defendants herein, 
testified in his own behalf as follows : 

“Tn making the original records I never have, nor 
do not now, use anything but the Edison Phonographs 
purchased by me from the receiver of the North 
Americ¢n Phonograph Company. 


“Tn making duplicate records I nse the same ma- 


chines. They are arranged in pairs, one machine 






mond R. Wile 


. Research Library 


— | 


carrying an original or master record, and the other 
machine «a blank cylinder. The only thing used in 
addition to the machine as originally lilt and fur- 
nished by the Mdison lhonograph Works is a simply 
mechanical appliance for contracting the sound ap- 
paratus of the two machines used to each other, so 
that the record may be reproduced on the blank eyl- 
inder; batteries for oranning machines — and 
tables or benches, to place them on for con- 
venience. The mechanical appliance used — to 
connect the two machines together is a secret invention 
of my own, although the invention consists more of 
the actual method of attaching the appliance than in 
the form of the appliance itself. ‘These appliances for 
connecting the two machines together I purchased 
from the Edison Phonograph Works, or, rather, from 
the National Phonograph Company, which is the  sell- 
ing company for the Edison Phonographs and sup- 
plies. The appliances were made for me by the 
Nutional Phonograph Company, expressly to be used 
for this purpose ; that is, to connect two phonographs 
together, so that they could be used to make duplicate 
records, oc to transfer the record eut in one cylinder, 
placed on one of the machines, to a blank cylinder 
placed on the other machine. With the exception of 
this mechanical applianee, there is absolutely nothing 
ndded to the machines as they were originally made 
and furnished to the North American Phonograph 
Company. In the machine on which the record is 
placed I do not use the recording stylus, nor in the 
machine on which the blank cylinder is placed do I use 
the reproducing stylus. On neither of the machines 
do I use the hearing tubes, speaking tubes, shaving-off 
apparatus, body boxes, nor any other minor parts of 
the machines which, although they would do no harm, 
and could be left on the machines, are still unnecessary, 
and might be in the way.” 

(Defendants’ Printed Record, A. G. Co. vs. 

W. & L., No. 6542, pp. 16-18.) 
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- “ By referring to my books, Tfind that the first. bill 


7 made for duplicate records representing the first silo 


of duplicate records made hy my firm was dated 
November 20, 1896," 
(Defendants’ Printed Record, A. G. Co, vs. 
W. & L., No. 6542, p96.) 
Mr. Wateurs, enlled as 2 witness for complainant in 
one of those cases, testified na follows: 
- Q. 8. What business are you now engaged in? 
A. The phonograph record business. 
Q). 4. Alone? 
A. No. 
Q. 5, Who is with you? 
A. Lam the treasurer of the corporation, 
QQ. 6. Of what name ? . 
A. Waleutt & Leeds, Limited. 
Q. 7. Who ave the other officers of that company ? 


_——_ 


A. E. F. Leeds, President; Lam the secretary and 88 


treasurer. 

Q. 8. Did that company succeed to the business car- 
ried on by the firm of Walcutt & Leeds of which you 
are x metiber ? 

aA. Yes, 

Q. 9. When? 

A. About December 10th, lust. 

Q. 10. What do you mean when you say that you 
are in the phonograph record business ; what does this 
include in other words ? . 

A. Making phonograph records, | 

Q. 11. Are you now engaged in making maste 
records ? 

A. No. 

Q. 12. Do you make duplicates ? 

A. Yes. 


Q. 14. Your concern also sells these duplicates that 


it makes ? 
A. Yes. 


84 
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Q. 15. How long has the company been making 


A. From about December 10th. 
Q. 16. Continnously ? 


A. Yes. . 
(). 17. Are you a stockholder inthe Waleutt & Leeds 


Company ? 


A. Yes. . 
(), 18. Is Mr. Leeds ? 


A. Yes. 

(y. 29. Did the Walentt & Leeds Company, in suc- 
evedling to the firm of Walcutt & Leeds, acquire the 
plant and sound recording and reproducing instrumen- 
talities, ete., belonging to the latter concern ? 

A. Yor. 

Q, 30. This apparatus was left in the store that had 
been ocenpied by Walcutt & Leeds? 

A, Yes. 

39. Was any change mule in the employees or in 
the methods of conducting the business dune to the cor- 
poration’s succession to the partnership ? 

A. Some minor change possibly. 

(). 33. 1 call your attention to complainant's Exhibit 
Defendant's Sound Record No. 2, being one of the ex- 
hibits introduced in the netion between the same 

parties that are interested in this suit for infringement 
of 'Taintor Patent No. 341.214: In what respect do the 
sound records which your concern is making and sell- 
ing, and have been making and selling since December 
10, 1897, differ from the Exhibits before you ? 

A. T don't kuow that they differ in any respect. 

Q). 34. When the firm of Walentt & Leeds 
was sneceeded by the Walentt & Leeds Company, 
Lunderstand that the latter concern tuok everything 
which the partnership had in the way of plant, ncces- 
sories, ete., and took therefore the machines which you 
had in mind when describing the work done by the 


partnership. Is that true ? 


A. The company, at the time of the transfer above, 
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December 10th, 1897, took eversthing in the way of 

| machines which the firm had at that time. 

i ~ Q. 40. Did the company take the mechanism neces- 

, ail sary to enable it to carry out the process of dupli- 

. eating ? ) 
A. Yes. 
Q. 44. In October, 18:17, you ocenpied_the premises 

in 11th Street now occupied” Tp. nleutt & Leeds 

Company, did you not? a 


A. Yos. 
Q. 45. Prior to December 10th had any of the ree- 


ord-ninking or duplicating apparatus been removed 
from that place of business ? 








# 















Ne A. I think not. ' 
¥ Q. 46. You would know if it lad been, would you et 
: a not ? | ‘ 
*s A. Unless it was some very minor part of it, ' 


a} 


Q. 47. Is that apparatus at that place now ? 






















Re A. Everything that was not moved mnst be there. 
3 | Q. 47. The question before was, between October dt 
$s 12th and December 10th. IT now ask you if that ap- 
“He * paratus is there now ? 
ee A. Nothing has been removed since December 10th, 
e X except some very minor parts. We might have sold a 
+ ya belt of a machine or a serew or something of that kind. 
| Q. 48. You are the active manager of the Walcutt & 
als :aeed Leeds Company, are you not ? 
2 f= A. Nominally. ‘ 
pas 8a, Q. 49. What do you mean by that? 
© aoa CS A. I don’t control the corporation, if that is what 92 : 
f ; you mean. 
ad ee Q. 50. But you have the active management of its ! 
per as business, its record making and séjling ? | 


A. Nominally ; as a matter of fact I am under the 
control of the controlling interests of the Company. 

(). 51, Do you direct the duplicating or selling or 
other business of the company ? 


A. Yes. 
Q. 52. I again call your attention to the deposition 


in suit on patent No, 341,214, and particularly to such 
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parts of it as deal with the process or the apparatus  * 
employed by you at the time of that deposition for 
duplicating sound records : please say whether or not 
| this testimony stands to-day as deseriptive of the oe 
process and instrumentalities used by the Walcutt.& 
Leeds Company ? ; 
A. T decline to answer; E think the question is the 
kame as the ones T declined to answer before, 
Q. 53. Did the Waleutt & Leeds Company acquire 
94 from the firm of Waleutt & Leeds the « simple 
mechanical appliances” with which that firm con- 
nected its Plovographs for duplicating records ? 
A. Yes. 
Q. 72. How long have you been familiar with that ' 
process and that arrangement of the Edison phono- 
graphs and your appliances which you used in or prior 
to October, [807 2 | 
A. I think sinee about December, 1896. [£ am not 
sure tbsolutely about that date searlier than that I 
95 ness it was. 
Sone art Q. 74. You probably tried a number of methods of 
‘ey utilizing Edison phonographs for making duplicates, 
and determined that this was the best ? 
A, No; I never tried nny way but this. 
(Typewritten copy of testimony taken he- 
fore John A, Shields, Eso,, Wed., Veb 
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23, 1808, in A. C. Co. vs. W. & L., No. 
65-41.) 
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rt 96 On or about Jannary 19, 1898, in ease No. 6542 (on | 
| e } ; patent No, 841,214), adecree was entered against Wal- ; 
i! ; cutt & Leeds, granting a perpetual Injunetion and re- 
wh ferriug the ease to» master to report an account of 

tes i ' © damages and profits. Pursuant to this decree, Mr, 

Py Me Walcutt was subpoenaed on behalf of complainant on ~ 
| ae Feb, 25, 1898, and testified before the master, Henry 

; ik G. Ward, Esq., as follows : 

a Q. 4. What is your connection with the corporation 

i known as Waleutt & Leeds, Limited 2 

; A. J am the Secretary and Treasurer. 

Pat. Q. 5. What is the connection of Mr. Leeds ? 
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A, He is the Lresident. 


— Q. 6. What other officer in Hhete ay 7 

3 A. None other. | ) 

Q, 22. That eaneert, 2% L wielerstared ot. took from 

; you the apparatays which you tad: pret to December 
o; Wh, and whieh was operated Ly the partnership of 

“ Wraleutt & Te ils for making duyplie te words, And 

i took over the place of nistive vy ot ted by Waleutt & . 
z Leeds, retained its employees, te. Am J correct ? 

5 ¢ A, Ye * 

Uthe bookkeeping aystem of 


Q. 36. You jnangurate 
Waleutt & Leeds ? 

A. Yes. 

Q, 41. Where are those books now ? 

A. They are not in existence. 

Q, 42. When did you see them Jast ? 

A. I think shortly after the tenth of December. 

_ 43. Winder what circumstances ? 

A. We destroyed them at that time. | 

. Q, 44. Burned them ? 99 


A. Yes. 
(). 45. All of them? 
A. Yes. 
_55. Who was present at the tim 


atroyed besides yourself ? 


A. Mr. Leeds. 

Q). 56, Only ? 

A. Only, ves: 

Q. 59. What did you do with those 
_ They were all destroyed with the looks. 


A 
Q. G1. What vhort written orders other than mail 





e they were de- 


mail orders ? 
100 


orders ? : 
A. ‘They all went. too. 
Q (2. The bills ? 
A. The same thing 5 the 


the letter files.” 
(Type written copy of testimony taken be- 


fave Henry G. Ward, Esq, February 25, 
- 1818, in the case of A. G. Co. ve: & 
L., No. 6542.) . 


y were all filed together in 
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During the conrse of this last hearing Mr. Waleutt 
said (while arguing the propriety of replying to a ques- 
tion put to him) that the corporation of Waleott & 
< i Leeds were using the machines and appliances received Fivenis 
| from the firm of Waleott & Leeds in iheir business of 
j making duplicates; but he contended that whatever 
the corporation did was not bef4re the Muster, as the 
‘ corporation waswety pactefo that suit. For the rea- 
son above mentioned the statement of Mr. Walcott was 
102 not included in the stenographer’s record. The admis- 
sion was nude in the presence of the Master, Mr. S. O. 
Edmonds, Mr. Philip Mauro and myself. 
Some time after the decree against Waleutt & Leeds 
in case No. 6542 complainant brought — pro- 
th | ceedings for attachment for contempt, which 
matt . procecdings are ons yet undisposed of. I have 
reul the papers iu the motion, and, among - 
3 others, are affidavits of Philip Manro and Shelton 'T. 
| Cameron, both of Washington, D. C., verified Deb. 
103 4th and Sth, respectively, 1898. Copies of these two 
: aflidavits are annexed hereto end made a part of this 
4 | aflidavit. 
a3 And further this afliant saith not. 
C. A. Li. Massie. 
Subscribed and sworn be- 
fore ine this 28th day of 
February, 1898. | 
S. O. Epaonps, 
| SEAL. ] Notary Public, 
| : 104 | Kings Co. 
| Certificate filed in New York Co. 
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IN THE CIRCUIT COURT GF THE UNITED 
; STATES 


For sue Sevrnern Distiie: of New York. 


% 


Se 
| Pe oe pin. 
AMENICAN GRATHOPIONECOMPASY, | 
Complainant, 


VERSUS In Equity. 106 


CLEVELAND Watcurr and Eywanp F- 
LEEDs. 


— 
=-—=— c— — ee a —=—— 6 —a= / 


= = 
a 


Srare or New York, County or New York, 8s. : 
Pur Macno, being duly sworn says: ' 
I reside in Washington, D. C., and am of counsel for 
the complainant herein. I have participated in and 
am familiar with all the litigation on the graphophone 107 
patents. | 
On or about February 6th, 1807, two suits were 
begun against Wideutt & Leeds, the defendants herein, 
one under Patent No. 341,214 of May 4, 1886 (the 
present suit), the other under Patent No. 341,257 of 
the same date. The infringement charged in the first 
suit was the mannfacture, use arml sale of duplicate 
sound records, that is to say, of engraved copies of 
original sound records, the originals being muude on ‘3 
the graphophone (or phonograph). The infringement 
charged in the second suit wits the use, for the purpose 
of making duplicates, of duplicating machines sith- 
stantially us deseribed in the patent in suit. Defend- 
ants tried to maintain secrecy as to the construction of 
their duplicating machines, aud having ignored inter- 
rogatories annexed to the bill of complaint, exceptions 
for insufficiency were filed to their answer, and were 
argued in June, 1897. They were allowed by the Court 
in January, 1598. 
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Meanwhile defendant Waleutt was subpeoened and ex- 
amined by complainant, in the suit on Patent No. 341,- 
214, and also testified in that case on his own behalf. 
Revarding his duplicating machines, he claimed (1) that 
they were ordinary phonographs parehased by him from 
the Receiver of the North Americon Phonograph Com- 
pany ; (2) that the only thing in addition to these phono- 
graphs that le uel im owriking duplicates was ao 
“simple mechanical device " contrived by limself ; (3) 
that his method of making duplicates was a secret in- 
vention of his own, 

This case went to final hearing before Judge 
Warten, who sustained the patent and held that de- 
fendants had infringed it. 

On Saturday, January 22nd, 1898, an argument was” 
had before Judge Warrier touching the settlement of 
the deerce, at which Mr. ©. A. L. Massie, Mr. H. T. 
Kingsbury aud myself were present on bebalf of the 
complainant. Mr. West, Mr. Walcutt in persou and a 
Mr. Tewksbury, who is a defendant in suits pending in 
New Jersey, were also present. Mr, West contended 
that bis clients had the right to use any graphophone or 
phonographs in his possession aud which were licensed 
under the patent in suit, for making duplicates, and he. 
stated to Judge Wier er that his clients made dupli- 
cates by placing two phonographs close together and per- 
mitting ove phonograph to talk into the other, so thit 
the listening phonocraph received a copy of the record 
onthe talking phonograph. My contention was that 
duplicates could not be made in this way; that de- 
fendants did not so make them, but used regular duplhi- 
eating machines, and that none of their sound-records 
were products of licensed phonographs or grapho- 
phones. Defendant Waleutt’s testimony shows that 
he does not make duplicates in this way. In order not 
tu have the decree so drawn as to interfere with the 
legitimate use by defendants of licensed machines 
lawfully in their possession, Judge Warren interlined 
in the decree (as drawn by me) these words: “made on 
machines not procured from the plaintiff or under this, 
patent,” the whole passage then reading : ‘ that the de- 
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fendants be enjoined particularly from the manafacture, 
| _ use and sale of the said ‘duplicate’ send records 
wr made on machives not procured from the plaintiff or 
under this patent”; and Judge Wrerten remarked 
that it would appear by the accounting: how many (if 
any) duplicates had been made by defendants on ma- 
chines bought from complainant or licensed under the 
patent in suit. T agreed to7this futce froation, know- 
ing that complainant had never sold any duplicating 
machines or licensed their use by any one, A copy of 
the decree is hereto annexed marked “ Exhibit A.” 
Timmediately after the settlement of the decree Mr. 
West enlled to see me at the office of Mossrs. Lee & 
Lee, 20 Nassau Street, and a conversation eusned in 
the presence of Mr. Massie. Mr. West stated: that it 
was the wish of his client to make an agreement with 
the American Graphophone Company. I told Mr. 
West that this was 2 business matter to be settled he- 
tween thé parties concerned, but that [ did not think 
my client wguld consider at present any proposition 
to grant Waleuti & Leeds a license to manufacture 
duplicates, ‘Thereupon Mr. West stated that his 
clients intended, anyhow, to continue making du- 
plicates, and that the decree as drayu by Judge 
Wherver permitted it. Tasked Mr. West if he meant 
to say that his clients would coutinue, as they had 
been doing, to use their mechanical duplicating ma- 
chines. He replied that such was his meaning, and 
that he had advised them that they had the right to 
do so. Lasked him, if that was the case, why he asked 116 
a license from the American Graphophone Company, 
to which he made no reply. 
(Signed by) Punar Mavno, 
Sworn to and subscribed be- 


fore me this 4th day of 
Feb., 1898. 
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Kurua K, Camr, 
[SEAL.] Notary Public, 
N. Y. Co. 
(A true copy.) 
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Exhibit A. 


At a Stated Term of the United States Cir- 
cuit Court for the Southern District 


tr ; of New York. held at the Court | i 
2B ‘ House, in the City of New York, on ; 
™. the Leth day of January, 1898, 

; : 

118 = Present—Hon. Hovr H. Wner.en, District Judge. 

| i Amenican Grapnopnoxne Company, |, 

ao Complainant, 

ae VERSUS In Equity. 

es | : No, 6542, 

Le Creverayy Watcurr and Epwarp F, | 

i 114 LEEps, 


Bs tu Defendants. 


This cause came on to be heard on the 4th day of 
; December, 1897, on pleadings and proofs, and was ar- 
gued by counsel both for the complainant and for the _ 
defendants ; and the pleadings and proofs, as well as |” 
the briefs of counsel, having been fully considered, and 
the Court ‘being fully advised in the premises, it is 


120 hereby ordered, adjudged and decreed as follows ; : 
. That the complainant the American Graphophone ‘ 


Company, &® corporation organized under the laws of 
West Virginia, is sole and exclusive owner of letters 
patent No. 341,214, bearing date of the 4th day of 
May, 1856, and being for new and useful improvements : 
in recording and reproducing speech and other sounds, 
and apparatus therefor, as set forth in the bill of com- 
plaint ; and that the said letters patent are valid so far 
as claims 7, 8, 10, 17 snd 18 are concerned. 
It is further ordered, adjudged and deereed 
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thut the Gefendants Cha. | 
Edward PF. Leeds diwe inten tts mtiel 
4 ~detters: patent," and partionlars ta above apecitiod 
a clvims theres’, VV the miaunufaetion. nyeoy cungat ante of 
‘ “aoplieate secre records, being encraved sored 
records vespile AD frauen at orivnal or “ taaster = record, 
substantially as re prestQuted by o Compbyiuint’s Ix- 
Dilit Defembunts’ Soumd be erate Wega. sand 2 and 
that complainant is therefore entetled to reeaver diam 
ages and profits for all iufringenents by said) defend- 122 
ants in the particulars pointed out 
It is further ordered, adjudged and decreed that the 
defendants the said Cleveland Waleutt and the said 
Edward F. Leeds, theie attorneys, trustees, agents, 
clerks, employees, servants and) workmen, and each 
and every of them, be, and they are hereby, enjoined 
for the remainder of the term of said letters patent 
from further infringing the same, and from making, or 
causing to be made, using or causing to be used, selling 
or causing to be sold, the sound records set forth by 123 
claims 7,8, 10, 17 andl 18 of the said letters patent, 
and particularly from the mannfacture, use and sale of 
the said “duplicate” sound records made on machines 
a eae not procured from the plaintiff or ander his patent, 
~~. and that the complainant recover from the said de- 
~  Jants as well the damazes sustained in and by 
nu of the said infringements, as the profits, 
dineunts and savings made and realized by the defend- 
ants thereby, together with the costs herein to be 
taxed, and that the cause be referred to Arthur H, 124 
Masten, a standing master of this court, to tuke, state 
and report the account of damages and profits under 
and in accordance with this decree. 
Horr H. WHreLer. 





{Exporsep :] U. 8. Cirenit Court, Southern District 
of New York. “American Graphophone Company 
versus Cleveland Waleutt and Edward PF. Leeds, No. 
6542. Decree for injunction and account Lee & Lee, 
Solicitors for complainant, 20 Nassau Street, New 
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York. U.S. Circuit Court. Filed Jan. if, 1898. John 
A. Shields, Clerk. = 
[SEAL. | (A Copy.) . 
Jour A. SHIELDS, 
Clerk. 
A true Copy. 
C. AwT. M. 
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UNITED STATES CIRCUIT COURT, 


Sournern Disrrtcr or New Yor. oleae 


AMERICAN GRAPHOPHONE COMPANY 


197 CLeveLanp Watcurr and Epwanp F. 
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Affidavit of Shelton T. Cameron. 


Srare oF New York, — 
City of New York, = 


Supurox T. Cameron, being duly sworn, says: 1 

reside in Washington, D. C., and am a solicitor of 

128 patents and expert in patent causes. T am familiar 

with the construction and operation of talking ma- 

chines, commonly called graphophones and phono- 

graphs, and have repeatedly examined and operated NU. 

such machines. | Beeb ye | 
T ain familiar with United States Patent No. 341,214, Oeics fas | 

granted to Chichester A. Bell and Sumner Tainter, and — ig Ph be | 

the construction and operation of the devices described Oe Vt & 

and claimed therein. I am also familiar with the con- 

struction and operation of apparatus for duplicating 

graphophone records, especially apparatus of the 
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character detine4l in U. 5. Patent to Sumner Tainter, 
No. 341287, y"the sume has been improved by Gianni 
Bettini. in the! manner shown in his U.S. Patent No. 
488,381, and perfected by Thomas 1. Macdonald in 
the form dletined Vy, 4" 5. Patent No. 5a) SOb. 

Lhave recently of % i expert deposition in this 
enuse. | have carefull read the severs depositions 
given by Cleveland Walentt, one af the defendants in 
this cause, and also his depositions given inthe case of 
American Graphophone Company vs. Cleveland Waleutt, 
which was a suit for the infringement of the same Bell 
and ‘Tainter patent No. S41 214, and the ‘Painter pat- 
ent No. 341,288. 

As L have pointed out in my expert deposition above 
referred to, the sound record defined in claims 7, 3; LG; 
17 nnd 18 of the Bell and Tainter patent No. 341,214, 
consists of a tablet or solid body of wax or wax-like 
composition having narrow lives, of irregular form 
corresponding to sound waves, cut oF engraved upon 
its surface, the lines, or grooves, constituting the 
record having sloping side walls. 

“hese vecords may be the product of the grapho- 
phone or they may be the result of the operation of 
other apparatus different from the graphophone. 

The records made by tt graphophone are known in 
thetart as “ original” records, being formed by enusiny 
the sound waves as they proceed from their usual and 
natural sources to hnpinge Upon the diaphragm of the 
recorder on the graphophone. All other records are 
known as “ duplicate ” records, and in the formation 
of such “ duplicates ” it is absolutely essential that an 
“ oyviginal” be employed as a pattern oF “master,” 
acting in connection with the duplicating apparatts. 

Several forms of duplicating apparatus have been pro- 
posed, but T know of only one form that is in practical 
commercial operation to-day. In this apparatus means 
are provided for simultaneously revolving the “ orige- 
inal” record which is to aetas the pattern or “& master * 
and a blank tablet upon which it is desired to cut the 
« duplicate ” record. A robbing’ point similar to or 
the same as the reproducing style of a graphophone is 
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erased to track in the groove coustititing the “ orig- as Pie 9 
inal” or “master” record, while a cuttiag style, similar | eee 
to or the same as the recording style of a graphophone, 
has its point, imbedded in the surface of — the 
blank tablet. The rubbing stvle which acts on 
the master record is ¢ ed by a suitable 
mechanicel sppliance, as. sever, with the grav- 
ing oor cuttligestyle-—which acts on the blank 
| tablet. ‘The two styles and their connecting 
134 lever are provided with a carriage which is 
given a transitory movement lengthwise of the tablets, 
by means of a feed serew arranged parallel with the 
tublets. Menns are also provided for automatically 
maintainine the styles in proper operative relation to 
the master record and the blank tablet respectively, 
When the “ master” recerd and the blank tablets are 
simultaneously revolved, the variations in the groove of 
the “ master” record impart, throngh the rubbing style 
anil the connecting Jever, motion to the entting or 
185 eraving style imbedded in the Iank tablet, thereby 
causing it to cut a record in the blank exactly eorre- 
sponding to the “master” or “ original” record. This 
form of apparatus is based upon the U. 5. patent to 
Sumner Tainter No. 841,287, as improved in the manner 
shown in Bettini's U.S. Patent No. 488,881, and per- — 
fected by Thomas H. Macdonald and described in -his 
U.S. Patent No. 559,806. 
Vrom the foregoing it will be manifest that a “ dupli- 
I cate” record thus produced is not the product of a 
136 graphophone, but is a distinet article, the product of an 
' apparatus whose modus operandi is quite different from 
that of the graphophone. 
/ . he “original” is the product of the graphophone, 
the duplicate” is a mechanieal copy of the “ original,” 
but is produced by a different apparatus, 
It is also evident from the description of duplhi- 
' eating machines given above that they are highly 
specialized machines, designed and constructed for the 
sole purpose of making engraved duplicates of original 
. records, and that they are not susceptible or capable 
1 of being used for any other purpose. 
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Tam familiar with the testimony given by the defend- 
ant Wale«tt herein, and believe that I understand the 
type of apparatus used by the defendants in the mann- 
facture of infrinring sound records, That apparatus 
consists, briefly, dv }--revoluble mandrels, one curry - 
ing a blank and the. “iwea master record. Located 
between these are, first “XK cnbbing style .egacting with 
the groove in the reeord ‘tablet ssidBecond, an en- 
graving style coacting with the blank, and, third, a 
mechanical applianee connecting the graving style with 
the rubbing style. The undulations in the groove of 
the record impart inotion to the rubbing style, which 
in turn imparts movement to the engraving style, 
thereby duplicating in the blank the groove formed by 
the record. . 

Thave examined the sound reeord marked “ Com- 
plainant’s Exhibit Defendant's Duplicate Sound- 
Record,” and referred to in the affidavits of E. N, 
Burns and VY. H. Emerson herein, which I have read. 
This exhibit is the ordinary commercial sound-reecord 
defined in claims 7,8,10 and 17 of the Bell and 
Tainter patent in. suit, being in every structural and 
physical characteristic identical with the Coimplain- 
ant’s kxhibit Defendant's Sound-record, with refer- 
ence to which I testified in my deposition already re- 
ferred to. 

Duplicating machines, such as I have herein de- 
seribed and suchas Waleutt described as the means 
whereby he manufactured duplieates, cannot be used 


for any purpose except to produce duplicate sound- 140 | 


records having the characteristics of this exhibit. 
SHEvron T. CamEron, 
Sworn to and subscribed he- 
fore me this 5th day of 
February, 1808. ( 
: EuGene Connay, 
_ [SEAL] Notary Publie, 
Kings Co. 
Certificate filed in New York Co, 
(A trne copy.) 
». A. L. M. 
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AFFIDAVIT OF MERWIN E. LY, for use in 
suit about to be brought in the United» States Cirenit 
Court for the Southern District of New York, by 
Axenican Graritorionk Coan sst clo Inst Wareurr & 
Lereps, Lirp., Ev AL. a 
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CHIP STATES CLRCUIT COURT 


142 For tur Sovrmens Tusrrict oF New Yorx. 
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AMERICAN Grarnoritoxk COMPANY 


vs. In Mquity. 


Warcerr & Leeps, Lrp., &r At. 
— J — 9 


——— a 


Affidavit of Merwin E. Lyle. . 


Merwin E. Lyne, being duly sworn, says : | 
I reside in the City of New York, and am the Man- 
ager of the New York Office of the Colunbia Phono- 
graph Company, G eneral, which is the selling agent of 
the machines, tablets, records and supplies manu- 
factured by the American Graphophone Company. 
Lam well acquainted with ‘leveland Walentt, one 
of the late firm of Waleutt & Leeds, defendants herein. 
On ‘Thursday, February 3d, 1898, said Waleutt called 
at the place of business of the Columbia Phonograph 
Company, General, on 97th Street and Broadway, in 
this city, and stated that he wished to arrange for the 
purchase by his frm of a certain quantity, of blank 
tablets to be supplied weekly. Thad been notified by 
Mr. Easton, President of the American Graphophone 
Company, of the injunetion that had issued pro- 
hibiting said firm from making, using or selling dupli- 
ente sound records, aud had also heard from various 
sources that said firm were continuing the manufacture 
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‘and sale 0)j}jqy ) duplicate sound records, *ast as they 


had been a4. before being sued and‘ goined, and 
that they wee even installing nldities 4 duplicating 
machines, T therefore interrogated s: % Jaleutt as to 
the use he intesnrypdto make of th: 7 ank tablets, 
whether they were’> linaiwith graphophones, or for 
making duplicate recot: . Ue informed ime that Jude 
Wutscen’s decree permitted “his fires te COMtINNG Mitt 
facturing duplicate sound records, ancl that they were con- 
tinuing that business, He further informed me that they 
had added to the number of duplicating machines which 
they had in use prior to the decree, He did not say in 
so many words that he intemled to use the particular 
tablets he proposed buying from me for that purpose, 
but I deemed it proper to report the incident to Mr. 
Kaston, which T did at once, and at the latter's request 
wrote to said Waleutt & Leeds to the effect. that, inas- 
much as they pliinly intended to use the articles in 
violation of the order of the Court, 1 could not supply 
them therewith. 
Subsequent to the date last specified (Pebrnary 3, 
1898) much information has reached me of the great 
activity at the establishment of Waleutt and Leeds, No. 


’ 58 Bast 11th Street, in the production of duplicates. 


I hve been informed, as coming direct from Waleutt 
& Leeds, that many additional duplicating machines 
are being set up and operated, additional operatives 
employed and the daily output largely increased, nnd 
that the output in January, L595, had reached six 
thousand (6,000) duplicate records per diem. 

Merwin HE. Lyi. 


Sworn to and subscribed be- 
fore me this 28th day of 
February, 1898. \ 
Gitrorp Hunry, 
[SEAL. ] Notary Public (295), 
N. Y. Co. 
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AFFIDAVIT OF GEORGE J. GASKIN, for nse 
in suit about to be brought in -<‘le nited States Cir- 


cuit Court for the Senthern ~ -tof New York, by 


AMERICAN Grapnor HONE Ce «© . AGAINST WaLcurr & 
Lkxps, Lrp., EYAL, ~ ' 2 = 


UNITED STATES CIRCUIT COURT 


-_ 
For rue Sournenn Disrricr or New Yor, 


AMERICAN GrariorHone COMPANY - 


Va. 


151 Wancurr & Leeps, Lirp., er an. 


EE - a es ee 


STATE AND County OF New York, ss.: 
Affidavit of George J. Gaskin. 
Grorae J. Gaskin, being duly sworn, says: 
I reside in New York City, nnd am a vocalist by pro- 


152 


made original voea! sound-records for them at their 
place of business, No. 53 East 11th Street. 


Within the last two months, the business of making | 


duplicate soand-records, carried on at that establish- 
ment, has been much increased, the number of dupli- 
eating machines and operatives having been largely 
added to in that period. On or abont Jannary 6th, 
1898, I was informed by said Leeds that their average 
daily output was at that time six thousand duplieate 





fession. Tam well acquainted with Cleveland Walentt — 
and Edward F. Leeds of this city, and have frequently , 
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Gr. J. Gaskin. 30 
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eet , => 953 
records a day, qed that within six months their output 
wonld equai onat of the Graphophone Company. 

Some of the records which lave been duplicated: at 
the Wialentt 4 Seeds establishment were farnished by 
George FE. ‘Tew hadvury, of Newark, N. 4, and T under- 
stand that to be tht linany conrse of business. 


oN Groner AC UAsKIN, 
Sworn to and subscribed be- ian 


fore me this 28th day of > 
February, 1808. , 154 
[SEAL] Gitvonp Huis, 
; Notary Public (No. 95), 
N. Y. Co. 
155 
; 156 
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Cleveland Waleut 


said company, and T also served Mr 
48 president of said 


handing to and leaving with Jy 
Leeds a eo 


hibits mentioned in 5 


Subseribed and sworn to be- ) 
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Eugene Conran. 41 
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LED STATES CIRCUIT COURT, 
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Watcurr anp Lrrps, Loren, 


STATE or Nrwy York, a 
County of New York, a 


Evernr Conran, be 
Says as follows: 
I am an attorney at law, 
the City of New York. 
On Thursday, the 3 day of March, 
the hours of twelve and one o'clock in ¢ 
i personally served on the Waleutt and Leeds, Limited 
(a Corporation), the annexed order, aftidavits and eX- 
hibits mentioned in said aftidavits, at the office of said 
Corporation, No, 53 ‘East Eleventh Street, in the 
Borough of Manhattan, in said city, by handing to and 
leaving with Cleveland Waleutt, the secretary of said 
corporation, a true copy of the aforesaid order, affida- 
vits, ete. At the Same time and place J served Mr. 
t individually and as secretary of 
. Edward F. Leeds, ' 
and individually, by 160 


oth said Waleutt and 
Py of the aforesaid order, affidavits and ex- 


aid affidavits, ete, 
Eveene Conran. 


ET AL. 
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es, 


ing duly Sworn, deposes and 


and reside at Brooklyn, in 


1898, between 
he afternoon, 


company 


ay 


fore me this 


3d day of 
March, 1893. 


8. O. Epmonps, 

Notary Public, 
Kings County. 
New York Cou nty. 


(SEAL, ] 
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WOR aymond R. Wile 
Research Library 





In 


RCULT COURT 


Hquity, 


| 
! 
| 
. IN TIS UNITED STATES CI 
NORTHERN DISTRICT OF ILLINOIS 
! 
| NORTHERN DIVISION 
; 
i | Ameriean Graphophone Company, : 
’ . 
| . 
i } YS. . 
; | 
3 | Western Plionocraph Company, and : 
) W Ce Backore : 
J i} 
4 | 
\ | 
| \ 
. : ORDER. 
| : 
i 
; ; 


de 


/upon consideration of 


a 


complainant, 


| | 
—_ | 


ses; it ist- 





That the 


|pendents lites be granted, and that the 


this Court issue forthwith against the def 


+ | Phonograph Company and VW. 
i 


| 


* neys, 


Ce Backor, 


solicitors, trustees, azents, 


vants and workmen, 
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This cause came on to be heard upon complainant's 


writ of injunction of 


ks , 


| for an injunction pendente lite filed herein on tie 14th day 
| ot April, 1898, and after due notice to the fefendants, and 
the bill of canplaint and the affidavits 
‘filea by the conplainant in support of saidinotion, andafter 
the argurent of counsel for defendants, as well as for the 


and the Court beings fully advised in the premi- 


complainant's.motion for an injunction 


enaants, 


employes, ser- 


“i 
and each and every of them, from directly 
or indirsctly making or causing to be mde, any apparatus or 


,sound record embodying or serpin, or operated in accord- 


motion 
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ent's Letters Patant issued to 0. A. Bell and Sumer Tainter, 


on the 4th day of May, 1886, No. 541,214, and estecially as 
set forth in claims 7, 8, 19, 17 and 18, thereof, excepting 
by the normalopsration of machines licensed by the complain- 
ant, or from in any wise manufacturing or imitating said in- 
vention or any sound record made or operated in accordance 
therewith, or from making or causing to be made, using or 
causing to be used, or sellins or causins to be sold, any 
or from making sound records 
apparatus for makins duplicats sound ieee ius any blanks 


through any other means than the normal and usual medium of 


intervening sound wavese 
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IN THE CIRCUIT COURT OF TH 

| FOR TEE NORTEMEN DISTRICT OF ILLINOIS. 
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al 
rea 
rs 
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| AMERICAN GPAPHOPHIOWE GOUPANY 
VSe ; In Gnancery. 
Wo, 24, R24, 

AARON J. J% : 


And nov comes the complainant by Poole & Brom its solic- 
itors and, leave of Court first had and obtained, amends its 


Bill of Complaint by inserting in line i0 of page 3 at the 


| 

| 

end of parafzrarh 4 the following .paragracn: | 

/ 

4, See. Be. ANA your orator further shove that Leon Fe. | 

= 

| 

Dousliass, formerly of Washington in the District of ce 

was the original, f:rst ana sole inventor of certain nev and i. 

useful immrovements in metnod of ana meane for durlicatinz 

or transferring phonographic records, which improvements vere 

not known or used by others in any courtry before his inven+ 

tion thereof, and were not patented or described in any print 

ed publication in this or any foreign country before his in- 


vention thereof, and were net in public use or on sale in the 


—= a 


‘United States for more than tyvo years rrior to his app lication 
for a patent therefor ana whith nad not been ratented; and 60 | 
being the first inventor aforesaid, the said Leon Ff. Douzlas | 

| 
mage avrlication in due form of lay to the Cormissiorn of Pate | 


ente for the grant of Letters Patent of the United states fo 


by 


__ ete 


said invention, and haying fully complied in ali resvetts vith 


the provisions anid requirements or the lave of the Unite 


cs 
C2 
ct 
be 
I 


hy 
ak) 
fu 


tes in such case made and provided; such proceedinzs vere 
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Upon SUCH azplication that Letters Patent of the Dnited States 
in due form of lay were duly iscued and delivered to Edvard D. | 

Hasten of Washington, District of Columbia, as assignor of } 
the entire interest in said invention and Letters Patent, in 
the name of the United States of America, under the seal of 


the Fatent Office, \and sipned and countersigned respectively 





by the proper efrieers oF the United States, no. /475,400, and 
dated May 24, 1802, and that thereby was granted and said 
Letters Patent did grant to the said Edward D. Faston, his 
heirs, assipnes and lezal representatives, for a temn of seven- 
teen years from the said 24th day of May, 1892, the exclusive 
right to make, uee and vend eaid invention throuszhout the Uni- 
ted States and Territories, age by reference to said orfcinal 
Letters Patent or a duly authenticated cony thereof are in 
court to be produced will more fully and at large avvear. 


# 


Bec. C. And your orator further shovs unto your Honors 





that by proper instruments in writing duly signed an2 deliver~,|j. 


ed ana for adequate and proper consideration the entire righ, 





title and interest in and to said Letters Patent, No. 475,400, 


was duly fiven, granted and conveyed to your orator, and that 


your orator at the time of the ecoumission of the acts here: 
a 
after complained of vas and is now tne sole ana exclusiv 


_ ¢ Lor 
er of said Letters Patent, No. £75,490,and of all ela 


g ne no in zs 


rey 


infringement thereof; and has been and is, save fo 


‘th nim, in 
of this defendant ani others setine in coneerg =" 


P « a+ ra. es es, ani a 
the exclusive vossession of eaid rixznts snd privs . | 
Fits md acval— | 


that it is entitled to the exciusive use, bene 


= ' Pi to 
ante ang entities 
tazes of the said invention and improvements 4+ 
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sue for and recover for his own use and in its own naine all 


Slaimz for the infrinzement or violation thereof. 


oO ———— 


De. ANG your orator further shoves unto your Honora 


that said inventions, as set forth in said Letters latent, Na. 

341,214, and No. 475 490, are carable of conjoint as yvell as 

separate use and are so conjointly used by the defendant. 
Compiainant further amends py inserting in said Bill of 

Commlaint at the end of paragraph 6G on raze 4 thereof ar fol- 

lows: 

And your orator further shows 


Parazrapn S, See. BB. 


that said invention in method of and means for duplicating or 


transferring |/phonozravhi¢c records is of treat value and utili- 


| 


ty, and that the publie generally in all ; 


hy 


arts of the United 


States has recocmnized and acauiesced in the fact that it is 


a good and valid patent and has acknowledged your orator'’s 


elaim to the exclusive rozgnt to said invention; and that, 


but for the infrinzements and wronzes hersafter commlained of 


your orater would now be in the peaceful possession and enjoy- 
ment of the said Letters Patent and invention and of the in~- 
come derivable therefrom. 

Ana the commlainant further amends by inserting in said 
EL1lI of Cormlaint at the end of parar mark $ on page 6 thereof, 


i_ 


after the vord "before" as follovs; “and nave ma @re rrepar= 


"naring to and threaten to continue to make duvlicateas or 
"conies of original sound reeordsa after the method deseribed 
"in and in accordance with the invention set forth md claimes 


"in said Letters Patent, No. 





Complainant furtheramenae by inserting in parazrach Il 


“e! . = 


Raymond R. Wile 
Research Library 


—— 


= 


eee 


* ow 
. é 
4 2 
= Neen ee eee eee ee ee eee ——————————————eeeee 
5 
‘ 


ss 
= eee SS 


a 


Fo 


— . ee ® ee ct ee | de ys + 7s ony = ee = . 
on [> os i 5 FA if U oe ee ee Por a ee t wk 


al 


» 
= 
i 
‘s 
a 
ct? 


20 Lie LComrin 


i. = 
Jone ae 


line thereof aus foliovws, to-wit: "No. £75,480 and", 


Complainant further aime 


the braver of the ELII of Comlaint on pane 2 tnereof and in 


nade by insertin=s in section & of 


a 


line 19 of said See. 5, after the word "and" as follovs: "No, | 


wa FE > 490 ana" Lad 


Sirned ab Chicazo, ITll., Avril 26th, 18c5. 
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IN THN CIRCUIT COURT OF THE UNITED STATES, 


FOR THE NORTHERN DISTRICT OF ILLINOIS. 


THE AMNRICAN GRAPHOPHONE COMPANY 


THE VESTERN PHONOGRAPH COMPANY NO, 24,825. 


ee ee ee 


et al. 


BRIEF ON MOTION, SERVED APRIL 26th, leee, 
FOR LEAVE TO AMEND THE BILL OF COMPLAINT 
BY INSERTING THEREIN ALLEGATIONS AS TO 
THE LEON F. DOUGLASS PATENT NO. 475,490, 
OF MAY 24th, 1892, UPON "METHOD OF AND 
MEANS FOR DUPLIGATING OR TRANSFERRING 
PHONOGRAPHTO RECORDS," 


MAY IT PLZASE THE COURT: 

The Defencdents heave entered #2 general apnesrance, not- 
withstanding their appearance was not due until dime Rules, for 
the purpose of properly attending to very extraordinary preliminary 
proceedings, including troceedines under eae motion for a rule in 
contemt, to which the Defendants heve paid no attention, but which 
motion in contempt the Court, on Complainant's showing, has denied. 

This suit and its comvanion suit (No. 24,824) ageinst 
Jones, one of ths partners in tne defendant organization, were 
cormenced Anril i4th, 1898. 

The Defendants heve not, on secount of the prelininery 
proceedings referred to, yet had sufficisnt orportunity to meke a 
competent investigation of the issues of this suit as filed, al- 


though they have been unusually active in attempting to ascertain 
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what hes been the resultant judicial pronouncements, prior to the 
commencement of these cases as to claims 7, 8, 10, 17 and 18 of 
the patent sued upon, No. 341,214, ami since the filing of this 
motion for leave to amend have been unusually active and unsuccess- 
ful in finding either any suit or any judicial pronouncement con- 
cerning the Douglass patent, now sought to be brought into this 
suit. 

Counsel for Defendents is informed and believes that 
this Douglass patent has never before been declared upon. 

The ascertainable facts as to prior adjudications, 
therefore, are: 

The ratent which forms the basis of this suit, No. 34l1,- 
214, has claims (7, 8, 10, 17 and 18) upon sound-records as an art- 
iele of manufacture, and also has claims (22 and 24). to quote the 
language of this Court in determining the motion for en injuetion 
pendente lite, "comprehending a combination, upon grounds that 
"logically involved the validity of the sound-record as an article: 
"or manufecture", (See opinion filed and also 74 Fed. Rep., in 
whicn it is said "Bell ami Taintor lay no claim to hevineg conceived 
"the ides of a mechanism whereby speech or sound could be recorded 
"end reproduced", p. 789). 

From this it plainly apnears thet the decision in this, 
the Ame? case, is limited to a mechenism for the production, in 2 
wax or waxlixs material, of a groove of a particular depth with 
sloping sides; and that the utmost of this judicisl pronouncement 


is thet the combination claims (22 and 24) of this netent, heving 





such a groove for their"subdstantive elements", are valid. 





The present rronouncement of the court thet the sustein- 


jing of seid combination claims (22 and 24) was "upon grounds that 


"lorically invoived the velidity of the soundé-records as an article 


~~ 
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"of manufacture", must logically proceed wpon the basis that claims 
7, 8, 10, 1? and 18 of the patent sued upon are, so far as vet 
shorn in this gourt, valid for "sound records" having such grooves. 

This, and this only, is the logical connection between 
the mechenicel combination claims (22 end 24, not now sued upon) 
and the claims (7, 8, 10, 17 and 18) upon the article of manufac- 
ture. 

It also appears in the unreported case of Complainant v. 
Waleutt et al., decided by Judge Wheeler on contempt proceedings, 
(as to which we have no complete recoré), and as stated by this 
Court in the opinion just handed down, that "the blank (sound) 

"record, in thet ease, was, in effect, counterfeited by means of 
“intervening mechanism from the original records. > « » Tne 
"transference was made not by the normal means of sound, but by an 


tertificial mechenisn." 


> 


Lav 
While there may ,oeen logical connection upon the face of 
the partial records, so presented, between claims 22 and 24 of the 


Cv 


i 


petent sued upon, which were, and which only were, involved in thé. 
Amet case, on ths one hand, and the claims of the same patent, now 
sued upon, upon en article of manufecture, on the other hand, we 
cannot see herein any vropriety in now injecting into this cese 
cleims of other machine or apparatus patents, which may or may not, 
as may hereafter arpear, heve any lorical eonnection with the claims 
noy susd upon for articles of manufacture; and: 

There certainly is nothing in the vrior adjudications, 
so far as this court is advised, or so far es we have been able to 
ascertain, to justify any such an anomalous joining of different 


ecsuses of action. 
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It is nroper also to e211 attention to the companion suit 
against Jones individually, and to the fact that this amendment is 
new preposed only in the suit against The Western Phonogreph Company 
and Backof. 

Thea motion papers for this proposed amendment should in- 
clude a copy of the Douglass patent now sought to he injected into 
this suit, in orderthet thse Sourt may see whether the claims thereof 
are, in any resrect, germain to the issues presented by the Bill, 
just as a copy of the Letters Patent sued upon should be, as fre- 
quently decided, attached to eny Dill of Complaint, inorder that 
it may not be demurrable. Waiving this point, however, we quote 
~ from the amendment proposed to be made, as to the charging cleuse, 
as follows: 

"and have and are preraring to and threaten to continue 

to make duplicates or copies of originel sound records after 

THE METHOD deseribed in and in accordance with the invention 

set forth end ciaimed in said Letters Patent No. 475,490." 
This Douglass patent has four claims. The first claim 


is for "the method", etc. The othsr three claims are purely for 


= 


mechanical combinations, seach of them commencing with the words 
"the combination", 

As to the purview, therefore, of this proposed amendment, 
we are confined to the first claim of this Douglass patent, which 
reads as follows: 


a Glaim 1. "The method herein described of duplicating or 
transferring phonozrarhic records, which consists in deliver- 
ing the sound~waves emitted by the reproducing-diaphragm in 
contact with the record-phonogram to a receiving-diaphrarm, 
which actustes the cuttine-stylus in contact with the receiv- 
ing-phonogram blank, therebvy making 2 cory of said sound- 
Wweves upon the receiving phonogrem-blank, substantially as 
and for tne purvose cgescribed." 


Disregarding, for the purposes of this motion, what place 
"the method herein described" may have in this art, it is apparent 
that the face value of the claim now sought to be introduced into 
this suit, sovers a method for the delivering of sound-vevas emitted 


Pi 
os ha 
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by a Yerroducing diaphregm to a receiving-diaphragm which actustes 


the cuttine style. 


Upon tha face of the motion papers, therefore, we supmit 


— i 


thet it is utterly irregular end inproper to now inject into this 

suit a specific method claim for delivering sound-waves from a 

: reproducing-diaphragm to a receiving-diaphragm, the subject-matter 
of this suit being an article of manufacture which may be produced, 
as the Sourt well knovs, either by the particular method of conm- 

a pining the "reproducing-diaphregm" end the "receiving-diaphregm", 

7 srecified and claimed in this patent, or by many other well Known 

methods end combinations. 

The combining of these marking and engraving diaphragms 
is an art in and of itself, and a suit upon an article of manufac- 
ture, which may result from any one of a great many méthods end 
mecheniceal combinations, should not be complicated, by amendment, 


~ with a particular method clain. 


OUR PROPOSTTIONS ARE: 
I. YTnat the amendment now proposed, if it had a proper 
; ception and a prover jurat, and was, as to grammar and rhetoric, 
properly written, would constitute 2 complete cause of action in 


= end of itself. 


It. That by the permission of such an amendment a "new 
suit" would be nermitted to be commenced st this stage of active 


procsedings as to the causes of action oripinally declared upon. 


ITZ. That wpon any broad ground of reasonable, proper 

= and regular procecdings, ami of “equitable convenience”, the Con- 

plainant, if it desires now to sue upon claims covering machines, 
mechanical combinations or arraratus (which shell mechanically 


= 
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relate to any part of either the recording of sound-waves or of 

the reproduction of the record so made), or covering tubes, wheels, 
torgles,styles, loose comections, elastic bearings, frooves of a 
particuler depth or heving sides of a particular contour, then such 
new declaretion should be made in a separate suit, and not in a 
suit brought upon elaims for particular articles of manufacture, 

which suit has elready, in effect, partially been adjudicated in 


this Court. 


Iv. This suit, as originally commenced, is complete and 
it cannot be said, in eny legal or proper sense, that the amendment 
now sought to be made is in the nature of an amendment, nor,in any 


prorer sense,in eid of the causes of action therein declared wpon. 


Even so minor a matter as the question of a rrorer taxa- | 
af tion of costs, not to refer toa the proper making of a record, is 


eS antagonistic to any such proceedings. | 


T do not disrute a logical connection between claims 22 
, snd 24 ofthe ratent sued upon, but not deelared upon, end claims 
7, 8, 10, 17 and 18 of the same vatent, which latter claims are 
declared ubron; nor is it now necessary to debate whether these 
seven claims could or could not properly be joined in the seme 
~ pleading. If the latter question shall hereafter be raised, I 
shell objoct upon general principles of equity and upon the rules 
of practice in equity, calling the attention of the court to the 
"practices"of the Complainant in previous equity suits involving 
the claims now #lready declared wpon. But our position here is 
that, ignorring the claims of the patent sued upon, by which the 
article of manufacture is covered HPKENSXSXASMSXRMUMAXRKSOA, tho 


uit 
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Complainant seeks to go to other ratents upon other means for pro~ 
ducing this articie of manufacture, and ask that we shall file a 
demurrer, a pleas om anewer, end. an issue having been joined, take 
seperate proofs in this one ection (1) es to this article of man- 
ufacture and (2) as to a aii iameii method for producing 


such ean article. 


Not now debating the logical connection between clains 
22 end 24, on the one hend, and claims 7, 8, 10, 17 and 18, on the 
other hand, of the patent sued upon, but as showing that the first 
two claims cited ere as distinct, us causes of action, from the 
five claims cited es if they were restectively in separate patents,- 
I beg to refer the Court to See. 184, Vol. 1 of Robinson on Patents, 
heeded "Manufacture Distinct from its Gomponent Substances end from 
the Means Fmployed in its Production", and to the many cases cited 


in the foot notes to that Section. 


As showing that either an emended Bill filed in accord- 
ance with the prevailing practice in this Covrt, or the allowance 
of the present motion for insertingamendnents in the Bill now on 
file, would, in sither avent, be in contravention of the fndemental 
proresitions above stated, and, as a matter of technicel law and 
practice, should not be permitted KSXSNESXENSX££iBS (cither in 
this case or in the case seainst Jones), we submit: 
Our position is clearly stated in the opinion by the late Mr. Justice 
Blatchford in Heyes v. Dayton, 8 Fed. Rep., 702-708, which contains 


Ca 


2 review of the cases here relied upon as to, pleading in equity 
Joining,in one Blil,different subjects-matter of Letters Patent. 
The opinion is short. Instead of making excerpts there- 
from, the attention of the dourt is called to the generel rule 
stated on tage 703 (end the citation to Story Faq. Pl., Sea. 271) 


ee 
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and to the specifie rule and citations on page 704, to show that 
either the allowance of thse filing of an amended Bill or of the 
filing of amendments tc the nresent Rill, as moved for, would be 
"multifarious", 

This leading Hayes case has been cited many tines with 
roference to whet the original Bill should contain as to allega- 
tions of infringement of claims of patents covering that which was 
capable of conjoint action and was conjointly used by the defendent 
cherged. While there is dicta in these cases to the point now 
involved, a direct decision, in which the Hayes cese is relied upon 
vy his Honor Judge Wheeler, who has been quoted here on account of 
his decision in the contemrt proceedings referred to above, is the 
ease of Consolidated Electric Light co. v. Brush-Swan Electric 
Light Co., 20 Fed. Rep., 502, from which short opinion I make the 
folloving apt and sufficient quotation: 

"That they are used in the seme system does not change 
the nature of the issues to be tried. They are distinct 
parts of the system. Bach patent is for a distinct machine, 
or process, or manmfacture, and must stand or fall as such; 


end the infringement of each must or may be a separate tres- 
pass," 


It is proper to add that the Defendants in this suit, 
and also Mr. Jones, the Defendent in the compsnion suit, desire a 
speedy settlement of the issues, although insisting, under the ad- 
Vice of Counsel, that there should be no misjoinger of issues end 
that the amendment now moved for should not be permitted; and to 
thet ond to suggest that, if the Gourt shall deny the tresent mo- 
tion, the deniel snould be coupled with ean order directing the com- 
pleainant to file within ten or twenty days, or some such reasonable 
time, a separste Bill based upon any method, machine or apparatus 
clain, which the Complainant may think it has a cause of action 
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the narties - 
under against the Defendants, HOD gPeene in Equity, thase Defend- 


ants end the Defendent Jones heve submitted snd Go submit themselves 
to the direction of this court, end, desiring to continue vusiness 


f upon right lines, esk the Court to make such an amendment to its 


ruling denying the pendins motion. so 
| Lb how 
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UNITED STATES CIRCUIT COURT 
Northern District of Illinois, 
Northern Division. 

I 
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American Graphophone 0o., 

Ve ' In Chancery, — 
j No. 24,925. 

’ 


iThe Western Phonograph Co. 


Brief on behalf of complainant on motion for leave to 
lemend the bill of complaint to include the Leon F. Douglass pa- 
| tent, No. 475,490, of May 24th, 189%. 


se ee eee ee 


Complainant esks pernission to amend the bill of complaint 
Iherein by inserting therein an allegation of infringement of the 


Ibeon F. Douglass patent, No. 475,490 of Mey 24th, 1392, in ad- 
dition to the allegation of infringement of the Bell & Taintor : ; 
patent, No. 341,214, on which the original bill is solely based.| 
The amendment sought to be admitted contains the usual alleze- | 
itions to the effect that tne inventions covered by the two va- 
itents sought to be joined in the bill of complaint are capeble 
lof conjoint use. 

The Douglass patent referred to is for a method of or 
means for duplicating or transferring phonograpnic records and 
isaid patent describes an apparatus and process substantially 
jlike the devices and process cerried out by the defendant in 
the making of a sound record before the court on the trial of | 
the hearing of the motion for the preliminery injunction. The 

use of the process end apparatus described in the said Douglass 
patent necessarily involves infringement of cleims 7, 8, 10, 
Bt, and 18 of the Bell & Taintor patent, No. 341,214, and it Pi 


follows that the inventions of the two patents sought to be 


joined are of necessity and not only as a matter of allegation, 


but as a matter of fact, capable of conjoint use. In other 


~1 
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iwords, the use of the method or means for duplicating or trens- 
| | 
iferring phonographic records shown in the Douglass patents neces 






sarily preduces an article coming under said claims 7, 8, 10, 





Complainant's risht to amend at this stage of the proceed- 





‘pleaded are capable of conjoint use, and that the bill will ie | 
jbe hald bad as multifarious if it conteins an allegation that 
patents alleged to be infringed are capable of conjoint use. 
These propositions are supported by numerous authorities, 
Quoting from Story's Equity Pleading, Section 284: "A 

i "bill is not to be treated es multifarious because it joins two. 
"sood causes of complaint growing out of the same transaction 
"where all the defendents are interested in the same claim or 
"right, and where the relief asked for in relation to the 
|"charge is of the same general charecter." 

In Rose v. Hirsch et all (71 Federal Reporter, 881) the 
| claim covered improvements in umbrella cases end in unbrella 


|'sticks. Tne features covered by these separate claims were 





lcapable of conjoint use and wers, in fact, conjointly used and 


| 


the bill was adjudged not multifarious. 


In Union Switch & Signal Conpany ve. Philadelphia & R. Ra 
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Co., 68 Fed. Rep. 914, a bill alleging infringement of five 
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lseparate patents heving no averment of conjoint use wes, in the 
absence of such latter averment, held bad for multifariousness, 
but, upon amendnent averring conjoint use by defendants of the 
Isubject matter of each of the petents in one mechine, wes allow 
ed to stand. 

If the bill alleges that the inventions of the several 
patents set up in the bill of complaint are capable of con- 
[joint use the defendant cannot attack the bill by plea: but if 


ine desires to taxe issue by such affirmation of conjoint use, 


jVe Philadelphia & R. R. Co., 69 Fed. Rep., 85. 

In Green v. City of Lynn, 81 Fed. Rep. 387, the court 
held that a consolidation of the severel patents in one bill of 
jcomplaint within reasonable Limits is for the interest of the 
public as well as of private litigants and should not be dis- 
couraged by too stringent rules as to costs or otherwise. 

In this case the allowance of the amendments asked for 
will tend to simplify the litigation end avoid a multiplicity 
of suits. It is, therefore, to the advantege hoth of complain- 
ant and defendant. 

The main points we desire to make are as follows: 

I. The fact that a suit on the Douglass patent would 
iconstitute a separate and complete cause of action in itsslf 
affords no good ground for a refusal to permit the joining of 
the same with the Bell & Taintor petent in a suit against this 


defendant. 


| II. The fact that the claims of the Bell & Taintor patent 
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Imust do so by answer. This is held in Union Switch & Signal Co. 


lrelrte to a sound record as an article of menufacture, while the 


‘Douglass patent covers an apparatus and method does not tend to 
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make different causes of action; it being clear that claims 7, 





8, 10, 17 and 18 of the Bell & Taintor patent will be infringed 
|by the use of the imnethod or apparatus described in the Doug- 
lass patent, 

III. The previous adjudication in this suit which invol- 
o merely the ruling of the court on a motion for preliminary 
‘injunction, does not effect at all or in any way the propriety 
of the proposed amendment, it being clear that the deternina- 
tion of the issue of the cause on the merits may be proceeded 
with hereefter in the same menner as though no injunction had 
been asked for. 

IV. The fact that claims 7, 8, 10, 17 and 19 of the Bell 
& Taintor pateht have been sustained, while the Douglass patent 
Inas not been litigeted, would have effect only in an applica- 


tion for preliminary injunction. Obviously, this fact is of 


no consequence in 8o far es the merits of the case are concern 
ed, and the joinder of the two patents in one suit can work no 
| detriment to the defendent. 

V. The fact that the suit as originally commenced is 


jcomplete, does not lessen the propriety of the proposed amend- 





| 
ps because if a joinder of the two patents in the bill as 
| reer filed would have been proper, it is clearly proper 

that allegations concerning a second patent snould be inserted 
amendment. 

VI. The amendment proposed will in no wise increase the 

|/ burden upon the defendant, for he will be obliged equally to 
interpose proper defenses to the allegations of infringement 


of the two patents, whether said patents be included in one 


cr 
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suit or be sued on in separate sul’ 
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‘” WIT, The only inconvenience to defendant that could possi-~ 
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ibly arise by allowance of the amendment would a shortening 







‘a the time in which to plead,answer or demur to the new met- 
ters inserted by the amendment but on this point complainant 
lis Willing to submit to @ ruling which shall give to the defen- 
laant the usuesl time to plead answer or demur so far as such new 
matters are concerned. 

Counsel for defendant has referred in his brief to the 


decision of Mr. Justice Blatchford in Hayes v. Dayton, 8 Fed. 


c: 
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Rep. 701-706. That case seems not at all to sustain the ob- 





| 
i jection of defendant to the admission of the said amendment, bu 
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on the contrary, it cites several cases in which the practice | 
of joining several patents in one suit is approved of. In de- 

EB eratie i, | ug | : 

)ciding adversely to this proposition in that particular case, 


lew 4 Justice Blatchford said: 


"The patents are not shown to be connected with each 
oe in every infringing machine or to be used at the same 
= "time in any infringing machines" 
jAnd for this reason, he held the bill to be bad. At the same 


time the opinion in that case refers with approval to the deci- 


Oo 


ion of Judge Benedict in Horman Patent Manufacturing Company 


‘ve Brooklym City Railway Co., 15 Blatchford, 444, saying,- 





"Tre Court held that, as the bill did not show the 
i"controversey to be of such charecter that prejudice to the 
l"defendant would result from the joinder in one action of the 
"caus ses of action joined, the bill must be sustained. The 

i saouet was of the opinion that in the absence of eny other 
“Mfact, the circumstances thet the two transactions complain-~ 

"eq of were the use in eae single machine of two patented devices | 
"connected with the mechanism of the machine warrented the infe: 
ae that no prejudice would result to the defendant from the 
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, pacer Se the two transections. 
| It being clear that the allowance of the amendment sought | 
S !to be admitted will tend to avoid multiplicity of suits, is 
jin eecord. with the best practice; wnd wilt meses sue wus ee 
| 
' SESEACS it if asked that the pending motion be allowed. 
___ Peihes x 
Solicitors for compleinant. 
‘Chicago, May, llth, 1898. 
“| 
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IN THE CIRCUIT COURT OF THE UNITED STATES, 
FOR THE NORTHERN DISTRICT OF ILLINOIS, 


NORTHERN DIVISION. 


THE AMERICAN GRAPHOPHONE COMPANY 
IN CHANCERY, : 
Ve 
NO. 24,825. 


IS ee 


THE WESTERN PHONOCPAPH COMPANY za? 


Vay it please the Court: 

On the motion of the Somplainant for leave to amend its 
Bill by inserting allegations as to the Douglass patent of 139A, 
having had the courtesy of an exemination of Somplainant's brief 
in that behalf in reply to our brief in opposition to the motion 
first submitted to domplainant's Solicitors, we beg to add to our 
prief the following suggestions: 

FIRST. Complainant's brief in support of the motion to 
amend states that (1) "the use of the process and apnnaratus de- 
"scribed in the said Douglass patent necessarily involves infringe- 
tment of clnaims 7, 8, 10, 17 and 18 of the Bell & Taintor patent 
"No. 841,214"; and (2) states that thse Douglass patent "is for a 
tmethod of or meens for duplicating or transferring phoncogrephic 
"records" atc, The Dourless patent was granted in i18e2. The 
Bell & Taintor vatent, having snecifice clains for an artiele of 
mamifecture, was prented in 188¢é. 


The proposition that the use of the Dougless patent of ! 


. ———=. 


1892 unon 5 method or anparabus "necessarily involves infringement " 
of cleims covering an articis of nmenufacture in a patent granted 
six years previously would ssem to be absurd upon its face, and, 


at least in thoucht, if not in expression, "he based upon the pro- 


/\ 


position that a subsequent method or anparatus natent may be con- 


stmied to cover any and 211 neans of producing an article of 
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menufacture previously ratented. A mere suggestion of the case of 
O'Peiliy v. Morse (15 ilow., 62) is more than sufficient to nerative 
any such proposition. 

SECOND. Equity Rule No. 28, while using the words “before 
any copy has been taken out of the Clerk's office" refers (1) to 
amendments to a Bill which are "of course" and "“senereally in matters 
of form"; and (2) to costs to be paid in the matter of making such 
emendments of course or generally in matters of form both before 
end efter such proceeding shall be had es ealls the Defendant into 
court. This rule has nothings to do with the amendment nor sought 
to be made, the amendment now sought to be made not being an emend- 
ment "of course" or "generally in matters of form" or “in a mater- 
ial point" relating thereto, 

This rule has been fully construed in Shields v. Barrow, 
1? How., 1380, in which, intor alia, it is said that to insert 4 
wholliv different case is not properly an amendment. 

In this connection, we simply insist thet the allowing 
of the provosed amendment would meke "a new suit", 


Respectfully submitted, 


\ 


SoLrs. 
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Chicago, May Leth, 1898. 
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IN THE CIRCUIT COURT CF THE UNITED STATES, 


FCR THE NORTHERN DISTRICT OF ILLINOIS. 


THE AMERICAN GRAPHOPHCNE CO. ) . 
) IN CHANCERY, 
V. ) 
© ) NO. 24,825. 
THE WESTERN PHCNOGRAPH CO. ) 
) 
et al. ) 


This cause coming on to be heard on further considera- 
tion of Complainant's motion for leave to amend the Bill of Com- 
plaint herein, it is hereby 

ORDERED that the Crder entered herein on May 23rd, 
1898, be and the same is hereby vacated. ~ 

And thereupon, the Coutt having considered and being 
now fully advised upon the motion of the Complainant for leave 
to amend the Bill of Compleat nt herein in accordance with the 
proposed amendment thereof presented in writing and attached to 
and filed with the said motion herein, it is hereby 

CRDERED tnat said motion be sustained and that the 
Complainant be and it is hereby given leave to so amend its Bill 
of Complaint herein instanter, without prejudice to any proceed- 
ings heretofore had or orders entered herein; and it is further 
ordered that the Defendants plead, snswer or demur to said Bill 


of Complaint, as so amended, on or before the next July Rule Day 


it | ia Fr . 
of this Court. fyt ff wv 
/ 4 ; - 
Se 
i JUDGE. 
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AMERICAN CRAPHOPNONR CO. if UNITED STATHS CIRCUIT COURT. 
! 


Vie 
AARON J. JONES 
AMERICAN GRAPHOPHONE CO. 
Ve 


( 
! 
NORTHERN DISTRICT OF 1LJ,1NO1S 
) 
WESTERN PHONOGRAPH Co. ( 


NORTHBRTY DIVISION. 


GCROSSCUP, J. 


The motion is for a preliminary injunction to restrain the 
infringement of Letters Patent, number, 341,214, for a new and useful 
improvement in recording and reproducing speech, and cther sounds. 

, The claims said to have been infringed are, 7, 8, 10, 12; 
| and 18, all referring to the sound-reccrd as an article of manufacture. 

In American Uraphophone Co. v. Amet, Fe Re the 
Circuit Court for this district sustained those claims of the patent com 

| prehending a combination, upon grounds that 1@gically involved the validi- 
ty of the sound-record as an flea es of manufacture. 

In the subsequent case of American Craphophone Co. v. 

Bostwick, (not reported) the circuit Court for this district, on a motion 
for preliminary injunction, sustained the sound-record claims . The 


Circuit Court for the Southern District of New York, in the case of Amer- 
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ican Graphophone Co. v. Cleveland Walcutt et al, specifically sustained 
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claims 7, 8, 10, 17, and 18, all relating to the sound-record as an in- 


ae 


strument of manufacture. 
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This case is not, therefore, open upon the question cf the 
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Th z> 
i : 
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validity of these claims. 


id 
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The defendants have hought from the complainants in the 


j 
open market the complainants' graphophones, and also sound-records al- 
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ready traced. The sale of sound-records in blank unquestionably implies @ 


el : 
¥ 


- ‘€ 4 
inf at * 
” x4 


license that they should be made available by breowuiey the record of out- 


F 


ts side sounds, otherwise they would be useless} articles. 1 am of the opinio 





~—~thaty the license’ extends to ESERIES [Pr Ones LAU PLSer Sear ree Oran a a 
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ars ‘through the usual operation of the graphophone, as well as to 8 CMPD etre 





coming from any other source .« 1 can see no reason why the possessor 
rightfully of a graphophone, and a blank-record, may not, in the usual 
and normal way, gather upon his record sounds proceeding from any source. 
Neither can 1 see a reason why a record already traced may not, in the 
usual and normal way, when rightfully in the hands of its possessor, 
speak to another graphophone, as well as to the human ear. Limitationg 
preventing; the exercise of either of tnese opportunities would certainty 


of he unexpected to the buyer of ¢raphophonas ond bhléenk-raecords, and cou li 


—— == 


—_- —_- I. Ss 
not, theréfore, be implied unless affirmatively declared. 

I concur, both through comity and upon reason, with the con- 
clusion of Judge Wheeler in the contempt proceedings of American Grapho- 
phone Co. Vv. Walcutt et al. The blank-record, in that case, was, in | 

Ki effect, counterfeited by means of intervening mechanism from the original 
records,The licexse implied in a sale can, by no implication, be made to 
¢ include a license to counterfeit what otherwise would not be permissible. 
~ ‘A— The transference was made, not by the normal means of scund, but by an 
: artificial mechanism. | 
| The defendants deny that they use any intervening mechanism 
except normal sound. They admit that prior to the first of June they did 
use such intervening mechanism. The evidence satisfies me that unless 
enjcined they will, in all likelihood, do the same thing again. An in- 
junction may, thereforsa, issue, restraining the defendants from making 


sound-records vpon any planks through any cther means than the normal and 


usual medium cf intervening sound-wuves. 
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IN THE UNITED STAT™S CIRCUIT COURT 
2 
‘ NORTHEM! DIS®RICT OF ILLINOIS | 
! NORTHERW DIVISION. 
oe 
American Graphovhnone Company, ) 
| Compisinant, 
| ) in Chancery, 
| Vie : Wom. 24,524 and 
) PE OLD y 
‘ The Western Phonogr4ph Canpany, : Consolidated. 
! We Co. Eqckof and As de Jones, ) 
; Nerenightss 
I? 
yy AFFIDAVIT OF HENRY P.j RETIERS. 

















> State of Iilinois, : 
|. : SS. 
| County of Cooke : 
| 
\ . : ; 1 
Henry BP. Reimers, being duly syvormn, | 
| \ 4 
i . : : a] 
: On Oath deposea ana says: r ¥ 
| to 
3 He is twenty-six pears of age andi that in the month of 
April, 1888, he was in the employ of the sbove named jefen3~ 
ants at their offices at 155 La Salle St., in the City of | 
| Chicazoa, and that he was making duvlicate sound records from 
blanks upon suplicating machines awned by and located in the 
4 
} 
ue Said offices af the defendants. 
Affiant further saya that one day in April of last year | 
| | 
; | | | 
in the afternoon while ne was at work making duplic2te records | 
j for the sefendaris, the defendant A. de Jones came hurredly | 
a into the back room where the msehines were located ani told 
* a him that a Beruty Umited Stetes Tareshnal Was in tne outer of— | 
; 3 
fice serving injunction papers upon defendant Baekoef md for | 
| | 
him to remove anid hide the arms of the auplicating machines, | 
| 
| meaninz the swinging arm that is losated down over the tyro. | 
. | 
| -, - | 
— - | 
| | 
ey | 
Ss aisesebiaaceemienieiiiliais ee ee ee ee ee ee ee ee ee ee ee ee ee eee ee i i a 
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rear of its offices, while Backof mace a pretense of looking 
for duplicating machines. Rackor 
could not find the machine, ne admitted that he had one, but 
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Subsequentiyv, ana at Mr. Baekor's request, I removed 
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Bacfor sub-ieared from William Seliz 3nd these machines re- 
mained at 43 Peck Court until the middie #f or latter part 
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Shortiy after the ¢all of the Marshal, about the midMe 
Of April, i885, the motion for preliminary injunetion against 
the defendants came on for nearing before Judge Grosscup, and 
I rrade 


at the request of dJefendarte a demonstration in open court of 


the inethed. of making duplicate sound records by the so-—callea 


= a ES SS 


Douglass tube or air method. This demonstration conaisted in 
taking tvo graphovhones, solid by tne complainants, anid con- 
necting the diaphragms thereof by @ plain rubber tube as fur= 
nished by the complainant, &@ master record was rlaced on the 
mandrel of one grarhovhone with a reproducing point resting 
in the groove track therein. A. record biank was rlaced on 
the mandrel of the other granhephone ana the waiving atyle 
adjusted thereon. The two machines were then coupled up so 
that the mandrels 7014 move at the gane rate of speed ani 
the sound given off by the diaphrazn of the grarhophone carrying 
the master record yould pass into the tube ana, seting on the 
colunrm of air trerein, moves it back and forth and thus push. 
and pull the cutting style diavhrawmm, ao that the cutting 

style would cut the necessary froove on the blank anid thus 

make the duclicate. I understand that thie method of making 
duplicates and the coupling of machines in this manner is the 
subject of a patent iseued to Leon F. Douziass, No. £75,400, 

on tne 34 af May, 1802. I do not, hovever, regard this 
method a? atall satiefactory, it is ie, HancERS for comer 


cial purposes, andeo far ae I Know it has not been used by 


business since 18¢l. 
When I untertook to make this experiment before Judge 


a on 


a seer of ee ey ee ae 
= 
“Es mal 


“s ‘ 


> eS a eae a 


| 
the trade m2 1 have been familiar vith the Talking Machine 
ae 


sr * 7 ‘a te J + ) : J 
be i ae Pl J : at ues a AF sl ‘ i : ay , 
est se pe Cia ee ee ae ee ee Se ee ee ee a ye ey ee ey ee ee ae en Vee eee, ee ee ae ee ee eee Pp ee ee See 


Raymond R. Wile 
Research Library — 


8 i is I PS § ee = Ais r i 
1 a a al a ee ee A 


a. 


—_ 


Seb eg ee ee ee 


— a —— a 


| 
] 
i 








| 


fal a " . aa ’ oe a ee ee, ex a a | 
Grosacup I was dJouptful as 50 the outeome md it war fortunate 


: = eS 





for the defendants that tne exyeriment turned out as success 
ful a= it did, a very fair duplicate record being made in the 
courte Tre duplicate was so poor, however, that Judge crosa~ 


eup recoznized its imperfections ,and if I remember correctly, 


stated in his opinion that he did not beiieve that I had made 
the duplicating record without some mechanical connection be=- 
tyeen the tvo machines. 

The defendants* affidavits in this case used on that 
motion for injunction, were intended to make it aprvear to the 
Court that the dunilicate records that had been made by them 
between January lest, 1898, and the time the suit was commenced 
were made by this Douglass tube method, an2 my demonstration 
in court vas intended to carry out that impression. The ract 
is that the defendants had never up to that time, used the 
Douzlass method, except for exnerimental purposes ,and that 
8lI the duplicate records made mdseold by the iefendants 
were made upon the two duplicating machines to which I hae 
heretofore referred. 

Between the date of thé Marehal'’s visit when he served 
the restraining order uvon the defendants and which I wunider= 
stand to have been on the 14th of April, is83, and the iate 
of the hearings of the motion before Judze Grosscup, the de- 
fendar ts continued to use the said tyvo machines at their of- 
fices, 155 La Sallie St. They nad one or two large orders vnich 
they filled by working the macnines at nizht from six to 
eleven o'clock P. Ue i ran one of the machines ani a man by 
the name of Georze Watson ran the othere 


or 
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After the injunction was issued sna served on the defend| 
ants on the 2Sth of April, 1808, the defendants continued to 
employ George Watson ana myself to run these machines at 432 
Peck Court, where we made at least six hundred duplicate rec- 
ords wron theme Georze Watson left the defendmts' emrloy 
sometime in July, and I guit about the first of Sertember. 

I have never been served with an injunction in any of the 
eraphorhcne cases anidup to the time of making this affidavit 
I qidnot know that the injunetion azaingst the wiefrendants ran 
also against their employes and yorkmen. With that under 
etanding I consented to run the said duplicatins machines at 
43 Pesk Court whiie in the employ of the defendants. The way 
the business was done was as follows: If a customer vould 
come to 88 State St., the offices of the defendante, and ark 
for certain records of songs or pieces, picking them out by 
the numbers founa in the printed eatalooe, the defendants 
would then say that they nad these records but not at their 
officss, that they vere at the factory or warehouse 93 that 
they could get them and deliver them in about two hours, or 
if it wae late in the sfternoon they would have them ready for 
delivery next morninz. the defendants would then make out 


on a sale slip or memorandum slip, giving the number of the 


master record as published in tne cataiczue and the number of 
diplicates wanted and seni them down to me at 48 Peck Carte 
Wateon animyselr would then select the particular master 
record wanted ani from such master record proceed to mmke the 


dunllécates. Sometimes I would carry the duvlicates up toa 


the office of the djefendante inyself, sometimea Watson yould 
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| machine out to my house anid keer it for him, and I said that 


eS 
~— 





do that, 4nd sometimes the defendants vould send a boy down f 


H+) 


or them. the detendante Kept Five or six hunired master 
records on hand. These were removed from 43 Peck Court ta 
&8 States St., where they now are, so far as I knor, I saw 
them there last monthe 

About a month aro Il again went to work for the Jdefeni- 
ant Backof, at a aalary of tyreive dollars per veek andi vomed 
for him until a few days afo. I wae in defendant's office 
at 88 State St. recently vhen a man called wim was introduced 
to me by Mr. Backof as F. Le Lester. I have since learned 
that this was an assumed name and that the man whom I saw on 
that occasion was Frank Paul Moore. The deferdant Backof 
had offered to sell the duplicating machine to this man for 
$25. and arranged with me to take it out to Lester's house, 
at 51 Ann Ste, andif the sale was completed I wae to ret $5. 
out of the G25. for my trouble. On Friday evening, May 5th, 
I took the machine out to lire Lester's piace, set it up, tes— 
tei it, making some duplicate records for Mre Lester from 
master records and blanks that he furnished. Mre Lester did 
not buy the machine; he bourht it down town to the Phonezram 
Parlor on Randolph Ste, operated by itv. Rupp. I 2zot it from 
Mre Ruppv'ts place ani took it over to Jefendants' office 3t 88 
States Ste I started tc give 14 to Mr. Baekoaf, but he waa 
evidently suspicious of something and he instructed me to 
hand it to the janitor to keep carefully until it was wanted. 


On Friday, May 26tn, EBackor asked me if I would not take the 





I would. I went to the janitor of the building at 88 State 
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atrect and sot the duplicating machine, together with an ex~ 


tra arm, and carried them to my house. i Kept them there un- 





til thig morning when I delivered themachine and the extra 
aim to Mr. Taylor E. Erown, one of complainant's counsel, to 


be marked ani identified vith this affidavit. This ie the 


in 1898. 


_— 


Amonzs others to whom the duvlicating records made at 43 
Peck Court on these two duplicating machines were solid, I 


Will mention Lyon Bros.; We Hiil & Co.; and Norris, Ailister 


nH - . 
- 
i i, aameeniteien, | - 


& Co. 

After the injunctions were served the bieinesas of de- 
fendants feli off considerably. The duplicating machines 
were run covertiy or secretly in a oack room at 155 La Salie 


St., and the fact that they vere being operated at 43 Peck 


i a ee ee. ie Se SS SSS SS SS = = 
= - —— _ i - 


Court was algo kept a secret. They are smali and several can 
be handled in a snall room by one person. i have attended to 
four of them at a time. 

This affidavit is ziven freely and voluntarily at thé 
request of Mr. Brom, complainant's counsel. 


And further affiant saith rote 





Subzeriped and syvorn to before me 


igentical machine usei by me while in the gdefendsnts employ | 
this ist day of June, Ae De i899. 


a nis an 





Notary Puolice 
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IN THE UNITS) STAT SS CIRCUIT COURT 
FOR THE NORTHSRN PIVISION OF THE 


NORPHERN DISTRICT OF ILLINOIS. 





“| American Graphophons Company 


In Chancery, 
VB e 







Nos. 24524 
iW. C. Backof, A. J. Jones,and 


# ee £f 87 © 8 Of 





24825, 
Western Phonosraph Company. 
Consolifated. 
Affidavit of C. W. Hills. 
| State of Illinois. : 
: 88s 
County of Cook. : 
Cc. W. Hills, of lawful ase, being first sworn upon 
_ Oath deposes and say'si- 
At the request of Complainant's Selicitors, I attenpted 
in October of last year to find out if the above naned defen 
[ants were making duplicate sound records or using duplicating 
imachines. I develoned many suspicidus circimstames and clues 


| 
' 
] 
4 


but the only tangibls evidence I could obtain was that con- 
nected with the purchase of four records. 


I went to order four records of W. C. Backof in his of- 


manssed secretly to put my finger on them and damage them by 


diggins into the sound groove. Said Backof had others made 


form? in his rear room while I waite@. I purchased fomr orf 


4 


jthe records from him, and they have been in my possession from 


: 
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faavat, Backof Viuplicates. “7. L. Nall, Notary Public." ana 
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Subscribed and sworn to bsfore me 


ithis 7th day of June, 1899. 


that time until today. They are marked Exhibits Yills’ Affi- 


=F 


= 


are now turned over to complainant's solicitors for use in 


sincaat fin 


this cass. 


SSS 


And further affiunt saith not. 
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IN THE CIRCUIT COURT OF THE UNITED STATES 
NORTHSPNY PISTEICT OF LLLINOTS 


NORTHERN DIVISION. 


— — 


| Ameriean Phonosraph Company 


VEe In Chancery 


Now 24575 . 


Western Phonorraph Company, 
Ww. C. Backof and A. J. Jones. 


State of Illinois : 
: S8e 
County of Cook. : 


a a ee 


Thomas B. Lambert, of lawful ase, beings duly swrn, 
tifies as followsi- 
IT am acquainted with Henry T. Reimers. I mat said R 


mors within the last three or four days and said Reimers 


alé 


And further affiant saith not. 





Subsecrib2d and sworn to before ma 


this 24th day of May, A. D. 1899. 





Notary Public. 
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stat- 
ed to me that he had taken agi ef the duplicating machines 
and stuff from Backof's "to my house", fram which I under= 
| stood that caid Reimers had removed from tl.¢ place of business 
of the Yestern Phonograph Company 4 duplicating machines 


and matters relating to the same, to the house of said Reimers. 
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IN THE UNIT®D STATES CIRCUIF COURT 
FOR TYE NORTHERN DIVISION OF THE 


NORTHERN DISTRICT OF ILLINOIS. 








American Graphophons Company, : 
Complainant. : 
VSe > in Chancery, 
| Western Phonograph Company, : Nos. 24824 
W. CG. Backof and A. J. Jones, : 24825 « 
pefendantse 


Consolidatad,. 
Affidavit of Thomas B. Lambert. 


| State of Illinois, : 
; ESe 
i County of Cook. : 
Thomas 8. Lambert, of lawful ase, being duly sworn, on 
| Oath deposes and saysi- 
I am acquainted with the above naned defendants and with 
|\WYenry P. Reimers, formerly an employs of the defendants. I 
|} was in the office of the defeniants, No. 1130 Association 


| Building, on the 14th day of April, 1898, when ths deputy 


| United States Marshal served the restrainim order and the 
lsubpoenas in these cases upon the defendants. At that time 


,the defendants had in their saic offices in the rear room, 


| duplicate sound records eneKenn, 1 know of my own knowledca 
|that after the date of the order tor Unmporauy injunction, to- 
wit. April 26th, 1898, theses two duplicating machines wers ra 
moved to No. 43 Peck Court, in Chieaso, at which places the 
defendant, Backof, continued to carry on thse business of male 


"as 
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ins duplicate sound records. 
I have seen the affidavit of Henry P. Reimers, entitled | 
: | 
_ i in these causes and exseuted on ths Ist day of June, 1699, | 
in which he identifies one of the duplicatine machines owned 
by the defendant, Backof, said machiine and a duplicate arm 
f i 
— J 
thereof being marked with the title of this case as follows: 
"Duplicating machine referred to in affidavit of Henry P. Rei- : 
| 
mers, entitled in this cass and signed before me this lst day 
of June, 1899. William L. Hall, Notary Public", and I also : 
\ 
12% identify the machine so marked as being the identical dupli- i 
= cating machine that I myself manufactured and sold to said ; 
ri 
; 
. 4 W. C. Backof,. 
And further affiant saith not. 
Sher PA ew {4 = ie Lea, ra 
| 
Subscribed and sworn to before me { 
~~ | 
this 7 day of June, 1899, 
: 
Notary Public, | 
. 
Y | 
— 
«Qe | 
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; IN THE CIRCUIT COURT OF THH UNITED STATES | 
FOR THE NORTHERS DIVISION OF Tr.& NORTHERS 

DISTRICT OF ILLINOIS. | 
| y / 
| = 
| der dioan Gravchophone Company, 3: | | 
: Conplainant, ¢: : 

=s In Chancery | 

| Ve. . No. 24824. _— 
"  g4995, — 
|The Western Phonograph Company: consolidated, | 
land W. G. Backof,and A.J.Jones : 
| AFFIDAVIT OF STUART H. BROWN 

bili of Illinois, 3; 

: $ S8S6 

| Dounty of Cook, : 

| 

| tuart H, Brown of lawful age , being first duly 

, sworn, upon oath, deposes and says; 

| I am a bookkeeper in the employ of the Union Fruit 


Auction Company, Chicago, Illinois. 


‘of Complainants! solicitors, I accempanied George hi. Wherritt,: |: 
: 
peat United States Marshehl for this District to the office 


| 

| | 

; On Thursday, the 14th day of April 1898, at request 
| 


ot the defendsnts, Room 1130 Asscciation Building, and was pres«. 

| | 
vent when he served the writs of subpoens uron the said defendants. | 
_ 
| Besides W. CG. Backof there were two other persons in | 


outer office, and in an adjoining rear or work room there 


ae 
my 
a 


were three other persons, | 
| 
| 


) After the Deputy Marshall had made service of the sub 
poena and also of the restraining order and rule of April 14th 
1898 to deliver up the infringing dupliceting machine and all | 


lub ld cate sound records upon the defendants in this case’ , he 
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asked the defendant, ‘J. C- Backof, if he knew whether “lr. 
A. J. Jones was in town today?" to which question said Backof | 
| replied "yes", "Do you know where he is nog?" asked the Deputy | 
‘Marshall, and said defendant replied "Yes" -~ He is in Engle~ 


| weed today -=- He lives there." | 


' 
| 
} 

H 

i 

ty 


‘ies feet of and in plain sight of said Backof. I did not 


Said Jones was in the office all the time and within 


—Ss oT se 
—6—— + 


“now Said Jones by sight at that time, The Marshall then asked 
| paid Backof if he understood the order of the Gourt about the 
| delivery of the duplicating machines and records and if so , 
'was he ready to receive them, to which said Backof replied 
| that he thought he understood it but would like to read the 
| papers over again very carefully. Said Backof thereupon re- 
| paired to the private office, spread the copies of the writ 
| and order of court served upon him,upon his desk motioned to 
said A. J. Jones to come into the private offive with him and 
rT said Jones was inside Backof closed his door. In less 
| than ten (10) seconds Jones came out of Backof's private of- 
‘Tice and passing through the other private office entered the 
rear or work room where he remained a minute or two, 

gones then came into the outer office and sat down 
for about five minutes, after which he went to the door of the 
work room and called "Here", you fellows! put on your coats 
j ane hats and come out here." When the three persons thus ads 
| avenasa appeared the said Deputy Marshall directed me to fake 


| 


' the names and addresses of the persons presentwhich I proceeded 
i! | 
I to do, Four persons gave their names and addresses as follows: 
t | 
—- | 
|G. S. Watson,3736 Bagley Ave., H. Riemers,645 N. Linccln Ave,, 


wont ©) ee 
bal 
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t 
| 
w. | 
; “i 3@ Wabash A’ the 
| Le Jones,,Wabash Ave., and A. Jones, lo Wabash Aves, & 
| 
i ‘ay 
latter being the said Aaron J. Jones, One person tic Was not 
said Re. 
connected with the concern, and wes simply a mechanic who had 


ed = 
SS Os 
wee eS See 
' 


come in to get his tools and he refused to divulge his mame, 
' IT have since been told that this person was Thomas B. Lambert, || 


|The person who gave his name as H. Reimers is, I believe, Henry. 
| : | 4 
|P, Riemers who executed an affidavit on June lst 1899 filed in 


‘this case, He was in the rear room of the defendant&s$ plece | 


} 


\ 
| when the Deputy Marshall served the Writs and when told to"come 


} 

|| x F Pt é 7 : 
'out" by Jones, came into the outer office in his shirt sleeves, 
i 


| i 
| employ,of the defendants. 

: | | | 
| When the list of names was handed to the Deputy Marsh+ 
| 


| 
ke appeared as though he had been working and seemed to be an 
| 

| 


| |all he suggested that the person who gave his name as A. Jones, | 
| re Wabash Ave., might be the A. J. Jones of 6713 Michigan A VOel» 
| “the defendant in suit No. 24824, and further inquiry proving this 
| j*° be true, service in the Jones suit was then promptly made on 
| said Jones by said Deputy Marshall. | 
| By this time defendant Backof had finished reading the 


wy 


———_—_— eee 


| 
_papers and had joined us in the outer office, and when again 





| } ) ria ‘ if 
"any -- I sold it before January 1st 1898 -= There aint none, 


ne em a ee 
1 


| 
|2eked to deliver the infringing machines, said "I haven't got 
| 
| 


After making denial several times the defendant EBackof 
{ 


| 
\finally admitted that he did have such a duplication machine, | 
| 


\"Where is it?" The Marshall asked him and Backof replied "I don't 


I; 
\ 


| 

pene" We are moving, You caught us all torn up -- Its probably 
| 
Ipacked up somewhere." | 
| | 

: "It is not in this back room? "@ asked the Marshall, | 


et 
ito which said Backof replied, "It may be, I'11 see, and then 


ihe went into this room followed by tre Deputy Marshall 
| 
( 


‘defendant Backof went around hunting in a manner such as one 


samt 


Pe eae 
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| would assume when looking for sonething he did not want to find, 
! The dcfendant finally ssid to the Deputy Marshall, | 
| 

| "well it (referring to the duplicating machine) is not here-- 
! 


"It may have been packed and taken down to the new place --gs9 


, state Street. If you want, we will go down there and look for 
late The Deputy Marshall and I went with seid Backof to @sy 


State Street to the room he said the Yestern Phonograph Company 


. a - * 
iwas moving into, These rooms are several times larger than | 


those which the Company have been occupying at 1130 Associa- 


“tion Building, and evidently thse Defendants are preparing to 
‘largely increase theib business, At this place, there were 


a 
a 


| 
\several barrels and boxes, packed with sawdust and excelsior , 


ling machine, but we did not find any duplicating machine there, 
! From the foregoing statements it will be manifest 


= 


| 
| 
| 
| 
| 
: | 
‘ema which said Backof pretended to look for the duplicat= 
‘that the purpose of the affidavit is to point out to the Court | 
| | 
ithe repeated denials and finally thse acknowledgement of said : 
| | 
Backof regarding the possession of a duplicating machine, and | 
also regarding the false statement regerdins A. J. Jones to the | 
effect that Jones was in Englewood, when in fact, he was at the 
i | 
time, in the office and sight of said Backof. I am able to | 


recall with distinctness the above recited events aftor reading, 
| | 
a@ draft of affidevit prepared under my direction for my sipna- 
lj 
i 


ture on April 18th 1898, but which Complainants! Solicitors decic 


-ed not to use, a A W | 
REET NER LG L Re mt 
| ) 


| : 
Subscribed and sworn to before me (_ 
this 8th day of June A.D. 1899, at \> 
| Chicago, Illinois, 


JL 3 wisi L htt 
| Lo LALE L243 Va" 


Notary Public, | 


jer ——— 
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‘the machine wae rey =n: 
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It) TEE UNITED STATES CIRCUIT COURT, 
NORTEERH PISTPICE Gr =e 
NORTHEEN DIVISION 


American Graphorhone Company -: 
: 
Vie : 
. In Bani ty. 
western Phonomrarh Company, : Noe 24,825. 
Te Se TecKot and 
Ae ce ONES. ; 


State of Illinois; : 


County of COOK. : 


Anthony S$. True, Of lLavful ave, bein 


Tul y evrorm, on oath #etates ar Ffollorsi=- 


On May Btn, Tela. ab % a*eciock. 2m the eveninz, I. met by 


ct 


Sprointment ir. T. Morton Lerter,; at hire room, 51 South Amn 


strect. While I vas sittins talkine vith him s iti. Reimers 


eee 


came with a duplicating machine a: 
introduced me to lir. Reimers. Mr. Lester first set up 

qduplicatins machine, or device for aupli¢ating zraphopnone: 
records, which he had in hire posseseion “hen I met, him, an 


operated it before lr. beimers a:dinveel’. tIir. Reimers =ro= 


nounced it atewell dimlicator™; after whieh oid. Peirerr sat 


é 


io 


m 2 cuine or sjevise for the sase purvrose vnich he brourhnt 
mith him, ani with it mede records fron master records. Ke 
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record that ii. Levter hed Said Feimers aleo made b: the 


use of the durclicatine machine a record from the quplicate 


Or 


whicen he head msde. which was not very good, out he said that 


fore records. lir. Leseter 


24d not work just rischt, but: coula be 
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ere. di. Leeter asked ir. Feimers hocr mich money he was 
AEttings He Ptated thet ne war Setting svilo~«ey TU tat he 


ortht to have more. I understood from a previous part of the 


conversation that he vase employed oy 2 concer wh 


on ine lodged 


boda 


men naned Jones aid Backor, and that thie cum mentioned he vas 


fretting from then. Mr. Lester askxeat Him if he nad an inter 


= —_ 


“2 


est in the fin. Eis senever vae "No; that he did have at one 


t 


time, but they froze nin out". Artiant further states that 
during the interview referred to sald Reimers iiaze dTuvlicate 
recorde tefore ifentioned, 2a:d thatthe duplicates ‘hieh he then 
made are those whicn are marked "Complainant's Exhibit Rei- 
ner's Duplicate hecordse. tarie be Frice,; Notavvr Frublic.* 
Affiant. also estates that. the blark on vhien one of the durii~ 
cates vas mace vas marked No. 9,029, this beins the nuiiber on 
the Exhibit referres to, "ni that arflant maze 8s menorandum 


oF the ruber of the blank et. the time tre recora. vas wee 





Subscrived ani sworn to perore me 
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th z jf a = ar cpt Doo bi ee tH ri re Lo. 
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IN THE UNITED STATES CIRCUIT COURT 


FOR THE NORTHERN DISTRICT OF ILLINOIS 


American Gravhonhones Commany ) 

| 

| Vie ) in Equity. 
i : NO. 24,824 

| We Ce Packof, Western Phonozraph i ) t 24,925. 


SSS ee OE 
* 
a 





Commaly, Ae de JONES. Caneolicate de 


Affidavit of Taylor £. Browm. 


state of Illinois, : 
PY SSe 
County of Cook. : 


Tayior HY. Brom being duly syorn ijde= 
poses amd #ays:~- 

I am one of complainant's solicitors and have had chnarze 
of the coniuct of this cave. 

I have lang suspécted that the defendant Eackof was vio- 
lating the orders of this Carrt, but the man carried on his 
illegitimate business so secretly and covered his tracks 30 
skilifully that it was not possible to obtain sufficient 
direct ari definite proof of his actions to warrant my bring- 
ins the matter to the attention of the Court, it ie oniy 
within the last few weexa ani after the discoveries maie by 
F. Pe. Mocre and the diselosures mate to me by Hs. Fe Reimers, 
that I have been able to obtain lezal proof of the facts, t 


thereupon prepared the affidavits filed in this contempt pro 


— . a ee Pay oa Sa ee Loe ke eo oe 
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= | | 
-— 
wi | ceeding as speediiy 4e rossible. 
von 
The restraining order, the writ of temporary injunction | 
ani the writ of perpetual injunction were severally ssrved | : 
. uron said ¥. C. Eackof, as will appear by the return of the | 
| 
Marehal thereon respectively. | | 
I furtner state that in my opinion ssid Eackof, if not | 
: punished, wiii in a]1 provability repeat his past wilayful | 
~ | 
Subscribed ana sworn to before me this 
9th day of June, A. De 18996 
4 
| Notary Public. 
= 
~ 
| 
a 
~~ 
oe 
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| IN TIE UNITED STATES CIRCUIT COURT 
. | FOR THE NORTHERN DIVISION OF THE 
| NORTHERN DISTRICT OF ILLINOIS. 


| American Graphophone Company, 
VBe In Equity. 


“so 2 #@ 78 


t 


=. 


Nos.e24824 
24825. 


We. C. Backof, A. J. Jones, 
and Western Phonograph Company. 


a =. ae 


Consolidated Causes. 


Motion to Punish Defendant W. C. Buckof 


o_O ES eee ee ee ee ae eee OE 


~ | for Contempt of Court for violating 


EEE 


Injunction. 


os ee EE 


And now comes the above named complainart, by its solici- 
| tors, and upon filing tt affidavits of fF. P. Moore, H. F 
(toe affidavit) 
| Reimers, C. W. Hills, Thos. B. aa S. H. Brown, A. S. 


| True and Taylor E. Brown, moves for a ruls on the defendant, 


| W. C. Backof, returnable without telay to show cause, if he 


can, why he should not be punished for contenpt of Court for 


| violating the restrainim order entered herein April 14th, 

| 1898, and the preliminary injuncti onal order entsred herein 
| April 26th, 1898, and the order for perpetual injwumction en- 
tered October 2ist, 1898, 


| Chicago, June 9th, 1899, 





solicitor for Complainant. 
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